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OFFICE OF PETITIONS

In re Application of

Mitsuru Suzuki :

Application No. 11/360,495 :  DECISION ON PETITION
Filed: February 24, 2006 :

Attorney Docket No. 065933-0251

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed July 18, 2011, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely pay the issue and publication

fees on or before July 14, 2011, as required by the Notice of Allowance and Fee(s) Due .
mailed April 14, 2011. Accordingly, the date of abandonment of this application is July

15, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of payment of the issue fee of $1,510.00 and the publication fee
of $300.00, (2) the petition fee of $1,620.00; and (3) a proper statement of unintentional
delay.

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

This application is being referred to the Office of Data Management for processing into a
patent.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

MAILED
KIRTON AND MCCONKIE SEP 282010
60 EAST SOUTH TEMPLE, OFFICE OF PETITIONS
SUITE 1800 :
SALT LAKE CITY UT 84111
In re Application of
Jensen et al. : ‘
Application No. 11/360,550 : DECISION ON PETITIONS -

Filing or 371(c) Date: 02/23/2006 : UNDER 37 CFR 1.78(a)(3) AND (a)(6)
Attorney Docket No. 10209.908 : o

This is a decision on the Petition Under 37 CFR 1.78, Petition to Accept Unintentionally

Delayed Benefit Claim, filed July 21, 2010, to accept an unintentionally delayed claim under 35
U.S.C. §§120 and 119(e) for the benefit of priority to the prior-filed applications set forth in the
concurrently filed amendment. The petition is properly treated under 37 CFR §§ 1.78(a)(3) AND

(@)(6)-
The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6)
is only applicable to those applications filed on or after November 29, 2000 and after the
expiration of the period specified in 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii). In addltlon the
petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) must be accompanied by:

0)) the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§
1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed application, unless
previously submitted,;

2 the surcharge set forth in § 1.17(t); and ‘

3) a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Director may require
additional where there is a question whether.the delay was
unintentional.

The petition does not comply with item (1).

WWW.USpLO.gOv
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As to item (1), a review of provisional application no. 60/335,343, reveals that there is no
common inventorship between the provisional application no. 60/335,343, and the present
application, 11/360,550, or application no. 10/285,359.

Under 35 U.S.C. 119(e), as contained in Public Law 103-465, a later filed nonprovisional
application under 35 U.S.C. 111(a) that is filed within twelve months of an earlier
provisional application may claim benefits based on the earlier filed provisional
application so long as both applications have at least one inventor in common.

MPEP 201.03.

Here, because there is no common inventor between the provisional application no. 60/335,343,
and the present application, 11/360,550, or application no. 10/285,359, the priority claim to
provisional application 60/335,343 is improper and must be removed.

Moreover, a review of the Amendment to the Specification and the benefit claim filed with the
petition reveals that Petitioner stated that “[t]his application is a divisional of United States
Patent Serial No. 10/285,359, dated October 31, 2002, entitled..., and claims priority to United
States Provisional Application No. 60/335,343....” (Emphasis supplied). Petitioner attempts to
claim priority from the present application to Provisional Application No. 60/335,343; however,
Office records reveals that continuity does not exist between the present application, filed
November 19, 2004, and Provisional Application No. 60/335,343, filed November 2, 2001. Also,
petitioner has not provided the filing date of application no. 10/285,359.

An example of a proper benefit claim is: “This application is a continuation of Application No.
10/---, filed---. A benefit claim that merely states: “This application claims the benefit of
Application No. 10/---, filed---,” does not comply with 37 CFR 1.72(a)(2)(i) since the proper
relationship, which includes the type of continuing application, is not stated. Also, the status of
each nonprovisional parent application (if it is patented or abandoned) should also be indicated,
following the filing date of the parent nonprovisional application. See MPEP Section 201.11,
Reference to Prior Nonprovisional Applications. The amendment fails to comply with the
provisions of 37 CFR 1.78(a)(2)(i) and is therefore unacceptable.

An example of a proper benefit claim from the present application to application no. 11/285,259,
and from 11/285,259 to provisional application no. 60/335,343, would be as follows':

This application is a divisional of application no. 10/285,359, filed October 31, 2002,
~now U.S. Patent No. 7,033,624, which claims priority to provisional application no.
60/335,343, filed November 2, 2001.

Before the petition under 37 CFR § 1.78(a)(3) can be granted, a renewed petition under 37 CFR
§ 1.78(a)(3) an Application Data Sheet or a substitute amendment (complying with 35 U.S.C.
120; 37 CFR 1.121 and 37 CFR 1.76(b)(5)), which states the relationship of the prlor -filed
application(s) to this application, are required.

! Please note; however, that this is by way of example only, as common inventorship does not exist between
provisional application 60/335,343 and application nos. 10/285,259 or 11/360,550, as noted supra.
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Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Director for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
‘ ATTN: Office of Petitions

Any questions concerning this matter may be directed to Derek Woods at (571) 272-3232.

G 54

Christopher Bottorff
Supervisor
Office of Petitions
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ARENT FOX LLP
1050 CONNECTICUT AVENUE, N.W.
SUITE 400
WASHINGTON DC 20036 - MAILED
AUGO6 2010
OFFICE OF PETITIONS

In re Patent No. 7,688,182

Application No. 11/360,601 : ' :
Filed: February 24, 2006 oo ON PETITION
Issued: March 30, 2010 :

Attorney Docket No. 100353-00256

This is a decision on the petition filed July 6, 2010, which is being treated as a request under 37
CFR 3.81(b)' to correct the assignee on the front page of the above-identified patent by way of a
Certificate of Correction.

The request is GRANTED.

This matter is being referred to the Certificates of Correction Branch for issuance of the
requested Certificate of Correction. '

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-
3206. Inquiries regarding the issuance of a certificate of correction should be directed to the
Certificate of Correction Branch at (571) 272-4200.

Q@m@@u_/

iana Walsh

Petitions Examiner
Office of Petitions

.

. ! See MPEP 1309, subsection I1; and Official Gazette of June 22, 2004.
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SNR DENTON US LLP '
E’giggéé) ?1{023606 1080 MAILED
i NOV 12 2010
In re Application of : OFFICE OF PETITIONS
Michael David Andrew et al. :
- Application No. 12/360,791 : DECISION ON PETITION
Filed: January 27, 2009 . TO WITHDRAW

Attorney Docket No. 40000302-0002-002 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed October 25, 2010.

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent
seeking to withdraw or contain a clear indication that one attorney is signing on behalf of another/others.
The Office requires the practitioner(s) requesting withdrawal to certify that he, she, or they have: (1)
given reasonable notice to the client, prior to the expiration of the response period, that the practitioner(s)
intends to withdraw from employment; (2) delivered to the client or a duly authorized representative of
the client all papers and property (including funds) to which the client is entitled; and (3) notified the
client of any responses that may be due and the time frame within which the client must respond, pursuant
37 CFR 10.40(c). '

The request cannot be approved because there is no indication that certifications for acts (1) and (3) have
been performed.

Further, the request cannot be approved because no forwarding address was provided. The request to
change the correspondence address should be that of the: (1) the first named inventor; or (2) an assignee
of the entire interest under 37 C.F.R 3.71. If an assignee has intervened in this application then a
Statement under 37 CFR 3.73(b), or a copy of the actual assignment must be submitted with a renewed
request.

All future communications from the Office will continue to be directed to the above-listed address until
otherwise notified by applicant. '
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Telephone inquiries concerning this decision should be directed to the undersigned at 571-272- 4618.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions
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DILLON & YUDELL LLP
8911 N. CAPITAL OF TEXAS HWY., MAILED
SUITE 2110 | .
AUSTIN TX 78759 SEP 082010
OFFCE OF PETITIONS
In re Application of
Matyas Sustik :
Application No. 11/360,905 :  DECISION ON PETITION

Filed: February 23, 2006
Attorney Docket No. AUS920060046US1

This is a decision on the renewed petition under the unintentional provisions of 37 CFR
1.137(b), filed July 27, 2010, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a proper and timely manner to
the final Office action mailed, September 15, 2008, which set a shortened statutory period
for reply of three (3) months. No extensions of time under the provisions of 37 CFR
1.136(a) were obtained. Accordingly, the application became abandoned on December:
16, 2008. A Notice of Abandonment was mailed April 10, 2009.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of a Request for Continued Examination (RCE) and fee of
$810.00 and the submission required by 37 CFR 1.114 (previously submitted April 12,
2010); (2) the petition fee of $1,620.00 (previously submitted April 12, 2010); and (3) a
proper statement of unintentional delay.

Further, it is not apparent whether the statement of unintentional delay was signed by a
person who would have been in a position of knowing that the entire delay in filing the
required reply from the due date for the reply until the filing of a grantable petition
pursuant to 37 CFR 1.137(b) was unintentional. Nevertheless, in accordance with 37
CFR 10.18, the statement is accepted as constituting a certification of unintentional delay.
However, in the event that petitioner has no knowledge that the delay was unintentional,
petitioner must make such an inquiry to ascertain that, in fact, the delay was
unintentional. If petitioner discovers that the delay was intentional, petitioner must notify
the Office.
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Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-7751. ’

This matter is being referred to Technology Center AU 2161 for processing of the
Request for Continued Examination under 37 CFR 1.114 and the Amendment filed April
12, 2010. :

fon Oyt

Joan Olszewski
Petitions Examiner
Office of Petitions
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NELSON MULLINS RILEY

& SCARBOROUGH / BIOGEN
FLOOR 30, SUITE 3000 MA'LED
ONE POST OFFICE SQUARE NOV 22 2010
BOSTON MA 02109-2127
OFFICE OF PETITIONS
In re Application of :
Taylor, et al. : DECISION ON APPLICATION

Application No. 11/360,938 : FOR PATENT TERM ADJUSTMENT
Filed: February 22, 2006

Atty Docket No.BGG-A190CNRCE2:

This is a decision on the “APPLICATION FOR PATENT TERM
ADJUSTMENT INCLUDING REQUEST FOR RECONSIDERATION UNDER 37 CFR
1.705(b)” filed September 24, 2010. Applicants request that the
initial determination of patent term adjustment under 35 U.S.C.
154 (b) be corrected from two hundred and thirty-five (235) days
to one hundred and seventy-three (173) days. Applicants also set
forth some argument as to the adjustment to the patent term on
the basis that the Office will take in excess of three years to
issue this patent, which is properly treated under 37 CFR
1.705(b) .

Relative to the any assertion that the Office will take in
excess of 3 years of the filing date to issue this patent, the
application for patent term adjustment under 37 CFR 1.705(b) 1is
DISMISSED as PREMATURE.

Knowledge of the actual date the patent issues is required to
calculate the amount, if any, of additional patent term patentee
is entitled to for Office failure to issue the patent within 3
years. See § 1.702(b). (This 1Is true even where a request for
continued examination (RCE) was filed). The computer will not
undertake the § 1.702(b) calculation until the actual date of
issuance of the patent has been determined. Likewise, the
computer will not calculate any further Office delay under §
1.702(a) (4) or applicant delay under § 1.704(c) (10) until the
actual date of issuance of the patent has been determined. As
such, the Office can not make a determination on the correctness
of the patent term adjustment until the patent has issued.
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Requesting reconsideration of the patent term adjustment to be
indicated on the patent under 37 CFR 1.705(b) based on the
initial determination of patent term adjustment and a projected
issuance date of the patent (or even the filing date of the
request for continued examination) is premature. Accordingly,
it is appropriate to dismiss as premature such a request.

Rather than file an application for patent term adjustment under
37 CFR 1.705(b) contesting the 37 CFR 1.702(b) calculation at
the time of the mailing of the notice of allowance, applicant is
advised that they may wait until the time of the issuance of the
patent and file a request for reconsideration of the patent term
adjustment pursuant to 37 CFR 1.705(d). As the USPTO does not
calculate the amount of time earned pursuant to 37 CFR 1.702(b)
until the time of the issuance of the patent, the Office will
consider any request for reconsideration of the patent term
adjustment due to an error in the calculation of 37 CFR 1.702(b)
to be timely if the request for reconsideration is filed within
two months of the issuance of the patent. However, as to all
other bases for contesting the initial determination of patent
term adjustment received with the notice of allowance, applicant
must timely file an application for patent term adjustment prior
to the payment of the issue fee'.

It is noted that any period of adjustment will be entered in
light of 35 U.S.C. 154(B) GUARANTEE OF NO MORE THAN 3-YEAR
APPLICATION PENDENCY, which provides that:

Subject to the limitations under paragraph (2), if the
issue of an original patent is delayed due to the failure
of the United States Patent and Trademark Office to issue a
patent within 3 years after the actual filing date of the
application in the United States, not including —

! For example, if applicant disputes both the calculation of patent term

adjustment under 37 CFR 1.702(a) (1) for Office failure to mail a first Office
action or notice of allowance not later than fourteen months after the date
on which the application was filed and wunder 37 CFR 1.702(b) for Office
failure to issue a patent within three years of the actual filing date of the
application, then applicant must still timely file an application for patent
term adjustment prior to the payment of the issue fee to contest the
calculation of Office delay in issuing a first Office action or notice of
allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154 (b) (3) (B). A dispute as to
the calculation of the §1.702(a) (1) period raised on request for
reconsideration of patent term adjustment under 37 CFR 1.705(d) will be
dismissed as untimely filed.
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(i) any time consumed by continued examination of the
application requested by the applicant under section
132 (b);

It is further noted that a Request for Continued Examination
(RCE) was filed in this application on September 1, 2009.

To the extent that applicants otherwise requests reconsideration
of the patent term adjustment at- the time of the mailing of the
‘notice of allowance, the application for patent term adjustment
is GRANTED to the extent indicated herein.

The Office has updated the PALM and PAIR screens to reflect that
the Patent Term Adjustment (PTA) determination at the time of
the mailing of the Notice of Allowance is one hundred and
seventy-three (173) days. A copy of the updated PALM screen,
showing the corrected determination, is enclosed.

On June 25, 2010, the Office mailed the Determination of Patent
Term Adjustment under 35 U.S.C. 154(b) in the above-identified
application. The Notice stated that the patent term adjustment
is 235 days. On September 24, 2010, applicants timely submitted
the instant application for patent term adjustment.2 Applicants
dispute the period of reduction of 94 days for the filing of an
Information Disclosure Statement (IDS) on May 22, 2009, and
indicate that the a reduction of 156 days should be entered for
the IDS filed February 4, 2010.

Applicant’s argument relative the reduction of the patent term
adjustment of 94 days for the purported filing of an IDS on May
22, 2009, is noted and is persuasive. A review of the file
history did not reveal an IDS filed May 22, 2009. Accordingly,
the reduction of 94 days is being removed.

A review of the application history reveals that an Information
Disclosure Statement (IDS) was filed on February 4, 2010, 156
days after a response to a final rejection was filed on June 1,
2010. 37 CFR 1.704(c) (8) provides that:

(c) Circumstances that constitute a failure of the
applicant to engage in reasonable efforts to conclude
processing or examination of an application also include

2 PALM records indicate that the issue fee payment was received on September
24, 2010.
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the following circumstances, which will result in the
following reduction of the period of adjustment set forth
in § 1.703 to the extent that the periods are not
overlapping: ‘

(8) Submission of a supplemental reply or other
paper, other than a supplemental reply oxr other paper
expressly requested by the examiner, after a reply has been
filed, in which case the period of adjustment set forth in
§ 1.703 shall be reduced by the number of days, if any,
beginning on the day after the date the initial reply was
filed and ending on the date the supplemental reply or
other such paper was filed.

37 CFR 1.704(d) provides that:

(d) A paper containing only an information
disclosure statement in compliance with §§ 1.97 and 1.098
will not be considered a failure to engage in reasonable
efforts to conclude prosecution (processing or
examination) of the application under paragraphs (c) (6),
(c) (8), (c)(9), or (c)(1l0) of this section if it is
accompanied by a statement that each item of information
contained in the information disclosure statement was
first cited in any communication from a foreign patent
office in a counterpart applicatiorn and that this
communication was not received by any individual
designated in § 1.56(c) more than thirty days prior to
the filing of the information disclosure statement. This
thirty-day period is not extendable.

It is undisputed that the Information Disclosure Statement filed
February 4, 2010, was filed 156 days after the response to the
final rejection was filed on September 1, 009. The record does
not support a conclusion that the Examiner expressly requested
the filing of the IDS. Further review of the Information
Disclosure Statement did not reveal a statement under §
1.704(d). Accordingly, pursuant to 37 CFR 1.704(c) (8), a period
of reduction of one hundred and fifty-six (156) days will be
entered.

In view thereof, the determination of the patent term adjustment
at the time of the mailing of the notice of allowance is one
hundred and seventy-three (173) days (391 days of Office delay -
218 days of applicant delay).
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The Office is in receipt of the $200.00 fee set forth in 37 CFR
1.18(e) for consideration of the application for patent term
adjustment under 37 CFR 1.705(b).

Applicants are reminded that any delays by the Office pursuant
to 37 CFR 1.702(a) (4) and 1.702(b) and any applicant delays
under 37 CFR 1.704(c) (10) will be calculated at the time of the
issuance of the patent and applicants will be notified in the
Issue Notification letter that is mailed to applicants
approximately three weeks prior to issuance.

Any request for reconsideration of the patent term adjustment
indicated on the patent must be timely filed within 2 months
after issuance pursuant to 37 CFR 1.705(d) and must include
payment of the required fee under 37 CFR 1.18(e).

The Office of Data Management has been advised of this decision.
This application is being referred to the Office of Data

Management for issuance of the patent.

Telephone inquiries regarding this specific matter should be
directed to the undersigned at (571) 272-3222.

/Kenya A. McLaughlin/
Kenya A. McLaughlin
Senior Petitions Attorney

Office of Petitions

Enclosure: Copy of REVISED PALM screen
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
NIXON & VANDERHYE, PC :
901 NORTH GLEBE ROAD, 11TH FLOOR ,
ARLINGTON VA 22203 MA, LED
NoV 1 72010
OmR '
In re Application of
Gainer et al. :
Application No. 11/361,054 : ON PETITION

Filed: February 24, 2006
Attorney Docket No. 4112-42

This is a decision on the petition under 37 CFR 1.102(c)(1), filed October 27, 2010, to make the
zsiboye-idle\:?tiﬁed application special based on applicant’s age as set forth in M.P.E.P. § 708.02,
ection IV. :

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP §
708.02, Section IV: Applicant’s Age must be accompanied by evidence showing that at least one
of the applicants is 65 years of age, or more, such as a birth certificate or a statement by
applicant. No fee is required.

The instant petition includes a statement from the applicant’s attorney. Accordingly, the above-
identified application has been accorded “special” status. '

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
3206. All other inquiries concerning either the examination or status of the application should be
directed to the Technology Center. :

This matter is being referred to the Technology Center Art Unit 1621 for action on the
merits commensurate with this decision.

iana Walsh
Petitions Examiner
Office of Petitions



Doc Code: PET.PTA.RCAL

Document Description: Request for Regalculation in view of Wyeth PTOISBAST (0110
Approved for use through 02/28/2811. OMB D851-0020

U. 8. Patent and Trademark Office; U. 8. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1895, no persons are required 10 respond to a collection of information unlass i disglays a valid OMB contol number.

REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT
IN VIEW OF WYETH*

Att Docket

Number 020517 Patent Number: 7 65650 658
Eiing Date ,

(o 3715} or () Date): 02-23-2006 Issue Date: (33.09.2010

First Namead o

mventor:  LEONID SHEYNBLAT

e APPARATUS AND METHODS FOR SPEED MANAGEMENT AND CONTROL

PATENTEE HEREBY REQUESTS RECALCULATION OF THE PATENT TERM ADJUSTMENT (PTA}
UNDER 35 USC 154{b) INDICATED ON THE ABOVE-IDENTIFIED PATENT. THE PATENTEE’S
SOLE BASIS FOR REQUESTING THE RECALCULATION IS THE USPTO'S PRE-WYETH
INTERPRETATION OF 35 U.S.C. 154(b){2)(A).

Note: This form is only for requesting a recalculation of PTA for patents issued before
March 2, 2010, if the sole basis for requesting the recalculation is the USPTO's pre-Wyeth

interpretation of 35 U.S.C. 154(b}{(2)(A). See Instruction Sheet on page 2 for more
information.

Patentees are reminded that to preserve the right fo review in the United States District Court
for the District of Columbia of the USPT('s patent term adjustment determination, a pateniee
must ensure that he or she also takes the steps required under 35 U.S.C. 154(b}{3) and (b)(4)
and 37 CFR 1.705 in a timely manner.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir,, Jan. 7, 2010).

6ot
( v‘:j‘ o
Signature /f ;5/ 4;» ,,,,,,, “1 /3"’ f{;f owe 07-27-2010
Naw
ErnTyped) Ash;sh L. Patel Registration Number 53440

Nofe: Signatures of all the inveniors or assignees of record of the entire interest or their representative(s) are required in accordance with 37

CFR 1.33 and 11.18. Please see 37 CFR 1.4{d) for the form of the signature, If necessary, submit mutlipfe forms for more than one signalure,
see befow™.

E] *Total of

forms are submitied.

The information is vequired o obtain or retain a benefit by the public which is to file (and by the USPTQ fo process) an application. Confidentiaily is govermnad by
38 U.B.C 122end 37 CFR 1.11 and 114, This collection is estimated o take 12 hours fo complete, including gathering, preparing, and submitting the completed
application form to the USPTQ. Time will vary depending upon the individual case, Any-comments on the amount of time you requine to complete this form andlor
suggestions for reducing this burden, should be sent o the Chisf Information Officer, U.8. Palent and Trademark Office, U.8. Deparimant of Commerce, F.O, Box
1480, Alexandriz, VA& 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

if you need assistance in completing the form, csff 1-800-PT0-8199 and select optinn 2.




Privacy Act Statement

The Privacy Act of 18974 (P.L. 83-579) requires that you be given certain information in connaction
with your submission of the attached form related to & patent application or patent. Accordingly,
pursuant fo the requirements of the Act, please be advised that: {1) the general authority for the
collection of this information is 35 U.8.C. 2{b){(2); {2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. if you do
not furnish the requested information, the U.8. Patent and Trademark Office may not be able fo
process and/or examing your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject {o the following routine uses:

1.

The information on this form will be treated confidentially {o the extent allowed under the
Freedom of Information Act (5 U.8.C. 552) and the Privacy Act (5 U.8.C 5523). Records from
this system of records may be disclosed to the Department of Justice {0 determine whether
disclasure of these records is required by the Fresdom of Infarmation Act.

A record from this system of records may be disclosed, as a rouline use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, inciuding disclosures to
opposing counsel in the course of settlement negotiations.

Arecord in this system of records may be disclosed, as a routing use, 1o a Member of
Congress submitling a request involving an individual, to whom the record pertains, when the
individuat has requested assistance from the Member with respect to the subject matler of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order fo perform a contract Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.8.C, 552a{m).

A record refated to an international Application fited under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, {o the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.5.C. 181) and for review pursuant to
the Atormic Energy Act (42 11.8.C. 218(zc)).

A record from this syster of records may be disclosed, as a routine use, to the Administratar,
General Services, or his/her designes, during an inspection of records conducted by GSA as
part of that agency’s responsibility 1o recommend improvemsants in records management
practices and programs, under authority of 44 U.5.C. 2804 and 2906, Such disclosure shail
ke made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (e, GSA or Comnterce} divective. Such disclosura shall not
be used to make determinations about individuals.

Arecord from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 181, Further, a record may be disclosad, subject o the limitations of 37
CFR 1.14, as a routine use, 1o the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by sither a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, (o a Federal, State,
or local taw enforcament agency, if the USPTO becomes aware of a violation or potential
viclation of law or reguiation.



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

QUALCOMM INCORPORATED Mail Date: 08/11/2010
5775 MOREHOUSE DR.

SAN DIEGO, CA 92121

Applicant : Leonid Sheynblat : DECISION ON REQUEST FOR

Patent Number : 7660658 : RECALCULATION of PATENT

Issue Date : 02/09/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/361,221 : OF WYETH AND NOTICE OF INTENT TO
Filed :

02/23/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 641 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : 05-07-11

TO SPE OF :ARTUNIT _3711

SUBJECT : Request for Certificate of Correction for Appl. No.: 11/361271  Patent No.: 7708279

CofC mailroom date:__ 06-15-11
Please respond to this request for a certificate of correction within 7 days.

FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

Angela Green
Certificates of Correction Branch
(703) 756-1541

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

=Z Approved All changes apply.
O Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.
Comments:
/Vishu K. Mendiratta/ SPE /Gene Kim/ Al't Unit 3711

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

PILLSBURY WINTHROP SHAW PITTMAN LLP

ATTENTION: DOCKETING DEPARTMENT APR 19201
P.0 BOX 10500
McLean VA 22102 QFFICE OF PE[‘T‘DNS

In re Patent No. 7,915,549

Issued: March 29, 2011 :
Application No.: 11/361,315 : NOTICE
Filed:  February 24, 2006 :

Attorney Docket No: 032177-0326178

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 186S (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done. '

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3222.

/Kenya A. McLaughlin/

Kenya A. McLaughlin
Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OQFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uSpto.gov

[ APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I.A'ITORNEY DOCKETNO. | CONFIRMATION NO. I
11/361,316 02/24/2006 Daniel Pinkel UCOTP124X8D2C3US 1722
22434 7590 06/10/2011
.17 EXAMINER
Weaver Austin Villeneuve & Sampson LLP I I
P.O. BOX 70250 STRZELECKA, TERESA E
OAKLAND, CA 94612-0250
’ | ART UNIT I PAPER NUMBER ]
1637
|' NOTIFICATION DATE | DELIVERY MODE I

06/10/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

USPTO@wavsip.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

June §, 2011

Weaver Austin Villeneuve & Sampson LLP
P.O0. BOX 70250
OAKLAND CA 94612-0250

In re Application of :

PINKEL, DANIEL, ET AL. : DECISION ON PETITION
Application No. 11/361316 :

Filed: 02/24/2006

Attorney Docket No: UCOTP124X8D2C3US

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) March 20, 2006.

The petition is DISMISSED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),
. Three (3) sets of the color drawings in question, (One (1) set for EFW filings, and
3. The specification containing the following language as the first paragraph in that
portion of the specification relating to the brief description of the drawings

"The patent or application file contains at least one drawing executed in color.
Copies of this patent or patent application publication with color drawing(s) will
be provided by the Office upon request and payment of the necessary fee."

The petition did not meet the following requirement(s). 1 O 72 B 1 |

A renewed petition filed under 37 C.F.R. 1.84 (a) (2) must be filed within TWO (2) MONTHS
of this decision. If a renewed petition is not filed within the TWO (2) Months of this decision
the drawings will be printed in black and white.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571- 576-1565.

/Bernadette Queen/

Quality Control Specialist
Office of Data Management
Publications Branch



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Siemens Corporation
Intellectual Property Department

170 Wood Avenue South
Iselin NJ 08830
MAILED
AUG 02 2010
OFFICE OF PETITIONS

In re Application of

John Blackford, et al. :

Application No. 11/361,401 :  DECISION ON PETITION
Filed: February 24, 2006 :

Attorney Docket No. 2006P03590US

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
July 21, 2010, to revive the above-identified application. .

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, January 21, 2009, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on April 22, 2009. The Notice of Abandonment
was mailed July 29, 2009.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $1,620, and (3) a proper statement of
unintentional delay.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.



Application No. 11/361,401 Page 2

There is no indication that the person signing the petition was ever given a power of attorney to
prosecute the application. If the person signing the petition desires to receive future
correspondence regarding this application, the appropriate power of attorney document must be
submitted. While a courtesy copy of this decision is being mailed to the person signing the
petition, all future correspondence will be directed to the address currently of record until
appropriate instructions are received.

Telephone inquiries concerning this decision should be directed to Terri Johnson at (571) 272-
2991.

This application is being referred to Technology Center AU 2416 for appropriate action by the
Examiner in the normal course of business on the reply received

Terri Jo soh

Petitions Examiner
Office of Petitions

ccC: Barry L. Keimachter
BACHMAN & LAPOINTE, P.C.
900 Chapel Street, Suite 1201 .
New Haven, CT 06510



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

MAILED

QUALCOMM INCORPORATED JUL 22"20”

5775 MOREHOUSE DR.

SAN DIEGO CA 92121 OFFCE OF PETITIONS

In re Patent No. 7,940,908 : DECISION ON REQUEST FOR
Sprigg et al. :  RECONSIDERATION OF

Issue Date: 05/10/2011 :  PATENT TERM ADJUSTMENT AND
Application No. 11/361,406 : NOTICE OF INTENT TO ISSUE

Filed: 02/23/2006 : CERTIFICATE OF CORRECTION
Atty. Docket No. 050713 : '

This is a decision on the “REQUEST FOR RECONSIDERATION OF PATENT
TERM ADJUSTMENT UNDER 37 C.F.R. § 1.705(d)”, filed July 8, 2011,
requesting that the patent term adjustment indicated on the
above-identified patent be corrected to indicate that the term
of the above-identified patent is extended or adjusted by one
thousand two hundred forty-two (1242) days.

The petition to correct the patent term adjustment indicated on
the above-identified patent is GRANTED to the extent indicated

herein. The term of the above-identified patent is extended or
adjusted by one thousand three hundred eighty-eight (1388) days.

Patentees do not dispute the calculation of 892 days of A delay
and 660 days of B delay. However, patentees dispute the
reduction of 51 days associated with the filing of the 312
Amendment on March 21, 2011, after the mailing of the notice of
allowance pursuant to 37 CFR 1.704(c) (10). Specifically,
patentees assert that the Examiner acted on the 312 Amendment
and mailed a responsive communication on April 13, 2011.
Patentees contend that they should have been assessed 24 days of
applicant delay (not 51 days) for the period beginning on the
filing date of the 312 Amendment, March 21, 2011, and ending on



Patent No. 7,940,908 Page 2

the mailing date of the Supplemental Notice of Allowability in
response to the amendment, April 13, 2011. See 37 CFR
1.704 (c) (10) .

Patentees’ contention is well taken. A review of the
application history confirms that patentees’ calculation of the
period of reduction of patent term under 37 CFR 1.704(c) (10) for
the filing of the 312 Amendment on March 21, 2011, is correct.
Therefore, the period of reduction of 51 days will be removed
and a period of reduction of 24 days will be entered.

Additionally, patentees disclose that they believe that the
period of overlap between A delay and B delay of 74 days is
incorrectly calculated and should be 220 days. The Office
thanks patentees for their candor; however, patentees’
disclosure that the period of overlap is 220 days is not
warranted. A further review of the calculation of the period of
overlap reveals that the overlapping period is 74 days.

Accordingly, the patent term adjustment is 1338 days (892 days
of A delay + 660 days of B delay - 74 days of overlap - 90 days
of applicant delay) .

The Office will sua sponte issue a certificate of correction.
Pursuant to 37 CFR 1.322, the Office will not issue a
certificate of correction without first providing assignee or
patentee an opportunity to be heard. Accordingly, patentee is
given one (1) month or thirty (30) days, whichever is longer,
from the mail date of this decision to respond. No extensions
of time will be granted under § 1.136.

Nothing in this decision shall be construed as a waiver of the
requirement of 35 U.S.C. 154 (b) (4) that any civil action by an
applicant dissatisfied with a determination made by the Director
under 35 U.S.C. 154 (b) (3) be filed in the United States District
Court for the District of Columbia within 180 days after the
grant of the patent.

The Office will charge the Deposit Account for the $200.00 fee
set forth in 37 CFR 1.18(e) as authorized. No additional fees
are required.

This matter is being referred to the Certificates of Correction
Branch for issuance of a certificate of correction. The Office
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will issue a certificate of correction indicating that the term
of the above-identified patent is extended or adjusted by one
thousand three hundred eighty-eight (1388) days.

Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3211.

¢ dvin b 0 o fardara Donwa U

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction



DRAFT COPY
UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT : 7,940,908 B2
DATED : May 10, 2011
INVENTOR(S) : Sprigg et al.

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby
corrected as shown below: ’

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by (1361) days.

Delete the phrase “by 1361 days” and insert — by 1388 days--
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Commissioner for Patents

United States Patent and Trademark Office
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Fish & Richardson PC

P.0.Box 1022 JAN 30 2012
Minneapolis MN 55440

OFFICE OF PETITIONS
In re Patent No. 8,065,393 :
Chandra et al. : DECISION ON REQUEST FOR
Issue Date: November 22, 2011 : RECONSIDERATION OF

Application No. 11/361,442 : PATENT TERM ADJUSTMENT
Filed: February 24, 2006 : :
Attorney Docket No. 100101-

017900U0S

Title: METHOD AND SYSTEM FOR

"OBVIATING REDUNDANT ACTIONS IN

A NETWORK

This is a decision on the petition filed on January 20, 2012,
which is being treated as a petition under 37 CFR 1.705(d)
requesting that the patent term adjustment indicated on the
above-identified patent be corrected to indicate that the term
of the above-identified patent is extended or adjusted by one
thousand three hundred seventy-six (1,376) days.

The request for reconsideration of the patent term adjustment
(PTA) pursuant to 37 CFR 1.705(d) is DISMISSED.

The above-identified application matured into U.S. Pat. No.
8,065,393 on November 22, 2011. The patent issued with a patent
term adjustment of 1250 days. The instant application for patent
term adjustment was timely filed in accordance with 37 CFR
1.705(d) . Patentees contest the period of adjustment of 352 days
accorded pursuant to 37 CFR 1.702(b) and assert that the correct
period of adjustment under 37 CFR 1.702(b) is 478 days.

Petitioner’s arguments have been carefully considered, but are
not persuasive. The period of adjustment pursuant to 37 CFR
1.702(b) was properly calculated at 352 days.

35 UscC 154(b5(1)(B) states in relevant part:

/



Patent No. 8,065,393 Application No. 11/361,442 Page

Subject to the limitations under paragraph (2), if the issue of
an original patent is delayed due to the failure of the United
States Patent and Trademark Office to issue a patent within 3
years after the actual filing date of the application in the
United States, not including — (i) any time consumed by
continued examination of the application requested by the
applicant under section 132 (b).

37 CFR 1.702(b) states in relevant part:

Subject to the provisions of 35 U.S.C. 154(b) and this subpart,
the term of an original patent shall be adjusted if the issuance
of the patent was delayed due to the failure of the Office to
issue a patent within three years after the date on which the
application was filed under 35 U.S.C. 111(a) or the national
stage cominenced under 35 U.S.C. 371(b) or (f) in an
international application, but not including: (1) Any time
consumed by continued examination of the application under 35
U.S5.C. 132(bj.

37 CFR 1.703(b) states in relevant part: ;

The period of adjustment under § 1.702(b) is the number of days,
if any, in the period beginning on the day after the date that
is three years after the date on which the application was filed
under 35 U.S.C. 111(a) or the national stage commenced under 35
U.S.C. 371(b) or (f) in an international application and ending
on the date a patent was issued, but not including the sum of
the following periods: (1) The number of days, if any, in the
period beginning on the date on which a request for continued
examination of the application under 35 U.S.C. 132(b) was filed
and ending on the date the patent was issued.

Counting the period of time excluded from the “B delay” for the
filing of a request for continued examination under 35 U.S.C.
132(b), from the date on which the request for continued
examination is filed to the date the patent is issued is proper.
Patentee does not dispute that time consumed by continued
examination of an application under 35 U.S.C. 132(b) is properly
excluded and that the calculation of the excluded period begins
on the date of filing of the request for continued examination.
At issue is what further processing or examination beyond the
date of ﬂlllng of the request for continued examination is time
consumed .by continued examination of the application under 35
U.S5.C. 132(b). The USPTO indicated in September of 2000 in the
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final rule to implement the patent term adjustment provisions of
the AIPA that once a request for continued examination under 35
U.5.C. 132(b) and 37 CFR 1.114 is filed in an application, any
further processing or examination of the application, including
granting of a patent, is by virtue of the continued examination
given to the application under 35 U.S.C. 132(b) and CFR 1.114.
See Changes to Implement Patent Term Adjustment under Twenty-
Year Patent Term, 65 Fed. Reg. 56365, 56376 (Sept. 18, 2000)
(response to comment 8). Thus, the excluded period -begins with
the filing of the request for continued examination and ends
with the issuance of the patent.

Patentees’ argument that the period of time after the issuance
of a notice of allowance on a request for continued examination
i1s not “any-time consumed by continued examination requested by
the applicant under section 132 (b)” within the meaning of 35
U.S.C. 154{b) (1} (B)(i) is not availing. This limitation is not
supported by the statutory language. Garcia v. United States,
469 U.S. 70, 75 (1984) (“only the most extraordinary showing of
contrary ' intentions from [legislative history] would justify a
limitation on the ‘plain meaning’ of the statutory language”).
BY Am. Prod. Co. v. Burton, 549 U.S. 84, 91 (2006) (“Unless
otrerwvise defined, statutory terms are generally interpreted in
azcordance with their ordinary meaning”). The statute provides
for @ guarantee of no more than 3-year application pendency, by
providing for an adjustment in the patent term:

First, “Subject to the limitations of paragraph (2),” means that
the limitations of paragraph 2 apply to this paragraph’s
adjustment of patent term. That is, the day-to-day extension of
patent term for pendency beyond the 3 year period is restricted
as follows: 1) “B delay” cannot accrue for days of “A delay”
that overlap, 2) the patent term cannot be extended beyond
disclaimed term, and 3) the period of adjustment, including
accrued “B delay,” will be reduced for applicant delay.

Second, "“if the isspe of an original patent is delayed due to
the failure of the United States Patent and Trademark Office to
issue a patent within 3 years after the actual filing date of
the application in the United States,” meaning that the
condition must first occur that the issuance of an original
patent (35 U.S.C. 153), not merely the issuance of a notice of
~allowance, is delayed due to the Office’s failure to issue a

3
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1
patent (sign and record a patent grant in the name of the United
States), not merely mail a notice of allowance, within 3 years
after the actual filing date of the application in the United
States. This provision gives the Office a three-year period to
issue a patent (sign and record a patent grant in the name of
the United States) after the application filing date before an
adjustment will accrue for “B delay.”

Third, “not including- (i) any time consumed by continued
examination of the application requested by the applicant under
section 132(b); (ii) any time consumed by a proceeding under
section 135(a), any time consumed by the imposition of an order
under section 181, or any time consumed by appellate review by
"the Board of Patent Appeals and Interferences or by a Federal
court; or (iii) anygdelay in the processing of the application
by the United States Patent and Trademark Office requested by
the applicant except as permitted by paragraph (3) (C), meaning
that the three-year period does not include “any time consumed
by” or “any delay ih processing,” as specified in clauses (1i)-
(iii). This language correlates to 35 U.S.C. 154(b) (1) (A) which
likewise provides the basis for determining the period given the
Cffice to take the specified actions before an adjustment will
accrue for “A delay” (e.g., extended for 1 day after the déy
after the period specified in clauses (i)-(iv)).

Furthermore, these clauses are interpreted using their ordinary
meanings. Nonetheless, the context of the legislation should be
considered. As stated in Wyeth v. Dudas, No. 07-1492, 2008 U.S.
Dist. LEXIS 76063 (D.D.C., September 30, 2008), because the
clock for calculating the 20-year patent term begins to run on
the filing.date, and not on the day the patent is actually
granted, some of the effective term of a patent is consumed by
the time it takes to prosecute the application. To mitigate
this First, “Subject to the limitations of paragraph (2),” means
that the limitations of paragraph 2 apply to this paragraph’s
adjustment of patent term. That is, the day-to-day extension of
patent term for pendency beyond the 3 year period is restricted
as follows: 1) “B delay” cannot accrue for days of “A delay”
that overlap, 2) the patent term cannot be extended beyond
disclaimed term, and 3) the period of adjustment, including
accrued “B delay,” will be reduced for applicant delay.

Thus, not including “any time consumed by” means not including
any days used to prosecute the. application as specified in
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clauses (i)-(ii)?. ‘Clause (i) specifies “any time consumed by
continued examination of the application requested by the
applicant under section 132(b).” Clause (ii) specifies “any
time consumed by a proceeding under section 135(a), any time
consumed by the imposition of an order under section 181, or
any time consumed by appellate review by the Board of Patent
Appeals and Interferences or by a Federal court.” “Time” in the
context of this legislation throughout refers to days.
“Consumed by” means.used by or used in the course of. Websters
Collegiate Dictionary, (11* ed.). The “any” signifies that the
days consumed by are “any” of the days in the pendency of the
application, and not just days that occur after the application
has been pending for 3 years. As such, “any time consumed by”
refers to any days used in the course of 1) continued
examination of the application under section 132(b) (the filing
of a request for continued examination), 2) interference
roceedings, 3) secfecy orders, and 4) appellate review. Thus,
that 3-year period given to the Office to issue a patent before
an adjustment will accrue for “B delay” does not include any
days used in- the course of or any time consumed by clauses (i)-
(ii), including any. time consumed by the filing of a request for
continued examination. '

Fourth, “the term of the patent shall be extended 1 day for each
day after the end of that 3-year period until the patent is
issued” meaning that the consequence of this failure is that
after “the end of that 3-year period” an additional 1 day of
patent term will accrue for each day that the application is
pending until the day the patent is issued.

effect, the statute, inter alia, grants adjustments of patent
term whenever the patent prosecution takes more than three
years, regardless of the reason. The time consumed by
prosecution of. the application includes every day the
application is pending before the Office from the actual filing
date of the‘application in the United States until the date of
issuance of the patent. The time it takes to prosecute the

: Clause (iii) provides for not including (iii) any delay in the
processing of the application by the United States Patent and Trademark
ffice requested by the applicant except as permitted by paragraph (3) (C),
the term of the patent shall be extended 1 day for each day after the end of
that 3-year period until the patent is issued. It is noted that paragraph
(3)(C) allows with an adequate showing by applicant for reinstatement of no
more than 3 months of the patent term reduced for applicant delay in taking
in excess of three months to respond.
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application ends not with the mailing of the notice of
allowance, but with the issuance of the patent.

The “time consumed by” or used in the course of the continued
examination. of the application requested by the applicant under
section 132 (b) does,not end until issuance of the patent. 35
U.S5.C. 132(b) was enacted under the same title, the “American
Inventors Protection Act of 1999,” as 35 U.S.C. 154(b). Section
4403 of the AIPA amended 35 U.S.C. § 132 to provide, at the
request of the applicant, for continued examination of an
application for a fee (request for continued examination or RCE
practice), without requiring the applicant to file a continuing
‘application under 37 CFR 1.53(b) or a continued prosecution
application (CPA) under 37 CFR 1.53(d). Thus, clause (i) is
different from clause (ii) in that clause (i) refers to an
2xaminaticn process whereas clause (ii) refers to time consumed
by prouceedings ({interferences, secrecy orders and appeals) in an
application. :

By nature, the time used in the course of the examination
process continues to issuance of the patent. The examination
process involves examining the application to ascertain whether
1t appears that the applicant is entitled to a patent under the
law. See 35 U.S.C..131 (“[t]lhe Director shall cause an
examinatiori to be made of the application and the alleged new
invention; and if on such examination it appears that the
applicant is entitled to a patent under the law, the Director
'shall issue a patent therefor”). If on examination it appears
that the applicant is entitled to a patent, the USPTO issues a
notice of allowance. See 35 U.S.C. 151 (“[i]f it appears that
applicant is entitled to -a patent under the law, a written
notice of allowance of the application shall be given or mailed
tc the applicant”). If on examination it appears that the
applicant is not entitled to a patent, the USPTO issues a notice
(an Office action) stating the applicable rejection, objection,
or other requirement, with the reasons therefor. See 35 U.S.C.
132 (“[w]henever, on examination, any claim for a patent is
rejected, or any objection or requirement made, the Director
shall notify the applicant thereof, stating the reasons for such
rejection, or objection or requirement, together with such
information and references as may be useful in judging of the
propriety of continuing the prosecution of his application”).
Neither the issuance of a notice of allowance nor the insurance
of an Office action terminates the examination process. If after
the issuance of an Office action under 35 U.S.C. 132 it
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subsequently appears that the applicant is entitled to a patent
(e.g., in response to an argument or amendment by the
applicant), the USPTO will issue a notice of allowance.
Conversely, if after the issuance of a notice of allowance under
35 U.S.C. 151 it subsequently appears that the applicant is not
entitled . to a patent (e.g., in response to information provided
by the applicant or uncovered by the USPTO), the USPTO will
withdraw the application from issuance and issue an Office
action under 35 U.S.C. 132 stating the applicable rejection,
objection, or other requirement, with the reasons therefor.

As held in Blacklight Power, the USPTO’s responsibility to issue
a patent containing only patentable claims does not end with the

‘issuance ¢f a notice of allowance under 35 U.S.C. 151. See

BlackLight Power, Inc. v. Rogan, 295 F.3d 1269, 1273 (Fed. Cir.
2002). Rather, if there is anv substantial, reasonable ground
within the.knowledge or cognizance of the Director as to why an
applicaticn should not issue, it is the USPTO’s duty to refuse
to issue the patent;even if a notice of allowance has previously
been issued for the; application. See In re Drawbaugh, 9 App.
b.C. 219, 240 (D.C..Cir 189%6).

Moreover, the applieant continues to be engaged in the
examination process after the mailing of the notice of
allowance. 37 CFR 1.56 makes clear that the applicant has a-
duty tO,diSLlOSG information material to patentability as long
as the application is pending before the USPTO (i.e., until a
patent is granted.or the application is abandoned). See 37 CFR
1.56(a) (™“[t]lhe duty to disclose information exists with respect
to each pending claim until the claim is cancelled or withdrawn
from consideration, or the application becomes abandoned”). 37
CFR 1.97 and 1.98 provide for the consideration of information
submitted-by the applicant after a notice of allowance has been

- mailed. See 37 CFR 1.97(d). In addition, 37 CFR 1.312 provides

for the amendment of an application after a notice of allowance
has been mailed. In fact, the request for examination procedures
permit the filing of a request for continued examination under
37 CFR 1.114 even after the issuance of a notice of allowance
under 35 U.Ss.cC. 151 See 37 CFR 1.114(a) (1).

2

As the examination process does not terminate with the mailing
of the notice of allowance, the time consumed by continued

2 Thus, on.occasion, eve'n where a request for continued examination has
already been filed and a notice of allowance issued pursuant to that request,
applicant may file a further request for continued examination.
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examination requested by the applicant under section 132(b) does
not terminate with the mailing of the notice of allowance. All
the time the application is pending from the date of filing of
the request for continued examination to the mailing of the
notice of allowance through issuance of the patent is a
consequence of the filing of the request for continued
examination. Further action by the Office is pursuant to that
request. Applicant has gotten further prosecution of the
application without having to file a continuing application
under 37 CFR 1.53(b).

All of the continued examination pursuant to the filing of the
request by the applicant is properly excluded from the delay _
attributed to the Office. 35 U.S.C. 154(b) (1) (B)’s guarantee of
a total application pendency of no more than three years
provides for adjustment of the patent term for delay due to the
Office’s failure to:issue the patent within three years, but
does not include “apy time consumed by continued examination
requested by the applicant under 35 U.S.C. 132(b).” It is not
necessary to mitigate the effect on the 20-year term to the -
extent that applicant has requested that the Office continue to
examine the application via a request for continued examination,
in lieu of, the filing of a continuing application under 37 CFR
1.53(b).

In view thereof, no. adjustment to the patent term will be made.

Nothing in this decision shall be construed as a waiver of the
reguirement .of 35 U.S.C. 154 (b) {(4) that any civil action by an
applicant /dissatisfied with a determination made by the Director
under 35 U.S.C. .154(b) (3) be filed in the United States District
Court for the District of Columbia within 180 days after the-
grant. of the patent}

The Office acknowleages submission of the $200.00 fee set forth
in 37 CFR 1.18(e). :No additional fees are required.

Telephone inquiries. specific to this matter should be directed
to the undersigned at (571) 272-3215.

Chtintn—— [

Charlema Grant
Attorney Advisor
Office of Petiticrs
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Quinn Emanuel Urquhart'& Sullivan, LLP

865 S. FIGUEROA STREET, 10TH FLOOR MAILED
LOS ANGELES CA 90017 DEC 162010

In re Application of : OFFICE OF PETITIONS
Mii et al. :

Application No. 11/361,640 : NOTICE

Filed: February 24, 2006
Attorney Docket No. 85A 3804

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28 filed October 22, 2010.

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended.
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
- this application must be paid at the large entity rate.

This application is being forwarded to art unit 1735 for processing in the normal course of
business.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3215.

i Hr—

Charlema Grant
Petitions Attorney
Office of Petitions



EX=\\ UNITED STATES PATENT AND TRADEMARK OFFICE

LEVINE BAGADE HAN LLP
2400 Geng Road, Suite 120
Palo Alto, CA 94303

In re Application of

Jonathan A. Smith, et al.

Application No. 11/361,704

Filed: February 24, 2006

Attorney Docket No. ARMUNAQ0600

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED

SEP 2.7 2010
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed August 24, 2010.

The request is NOT APPROVED because it is moot.

A review of the file record indicates that the power of attorney to Levine Bagade Han LLP has
been revoked by the assignee of the patent application on September 15, 2010. Accordingly, the

request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Terri Johnson at 571-272-

2991.

LY

Terri Johnson

Petitions Examiner
Office of Petitions

cc:  BAYER MATERIAL SCIENCE LLC
100 BAYER ROAD
PITTSBURGH PA 15205
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Commissioner for Patents

United States Patent and Trademark Office
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Alexandria, VA 22313-1450
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AMGEM INC. : ' :

MAIL STOP 28-2-C AAL

ONE AMGEN CENTER DRIVE MAILED

THOUSAND OAKS, CA. 91320-1799 JUN 13 2011
OFFICE OF PETITIONS

In re Application of

DANIEL J. FREEMAN et al :

Application No. 11/361,711 :  DECISION ON PETITION

Filed: February 23, 2006 v
Attorney Docket No. A-999-US-NP

This is a decision on the petition under the unintentional provisions of 37 CFR § 1.137(b), filed
. June 9, 2011, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely pay the issue and publication fees on or
before May 28, 2011, as required by the Notice of Allowance and Fee(s) Due, mailed February
28,2011. Accordingly, the date of abandonment of this application is May 29, 2011.

The petition satisfies the requirements of 37 CFR § 1.137(b) in that petitioner has supplied (1)
. the reply in the form of payment of the issue fee of $1510.00 and the publication fee of $300.00,
(2) the petition fee of $1620.00; and (3) an adequate statement of unintentional delay.

37 CFR § 1.137(b)(3) requires a statement that “the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional.” Since the statement appearing in the petition varies from the language required
by 37 CFR § 1.137(b)(3), the statement is being construed as the required statement. Petitioner
must notify the Office if this is not a correct reading of the statement appearing in the petition.

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a change of address should be filed
in accordance with MPEP § 601.03. A courtesy copy of this decision is being mailed to the
address given on the petition; however, the Office will mail all future correspondence solely to

the address of record.
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Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
0602. ' '

This application is being referred to Publishing Division for processing into a patent.

Thurman K. Page :

Petitions Examiner
Office of Petitions

cc: US PATENT OPERATIONS/SNB
DEPT. 10200, M/S 28-2-C
AMGEN INC.
ONE AMGEN CENTER DRIVE
THOUSAND OAKS, CALIFORNIA 91320-1799



UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box taso

ALEXANDRIA, VA 22313-1450

www.uspfo.gov

MIDDLETON & REUTLINGER MAILED

2500 BROWN & WILLIAMSON TOWER

LOUISVILLE KY 40202 - AUG 302010

In re Application : OFFICE OF PETITIONS
Navarro, et al. : ‘

Application No. 11/361,733 " PATENT TERM ADJUSTMENT

Filed: February 24, 2006
Dkt. No.: ZP193/09010

This is in response to the “APPLICATION FOR PATENT TERM ADJUSTMENT UNDER 37
C.F.R. § 1.705(b) AND 35 U.S.C. § 154,” filed July 8, 2010.

Applicant submits that the correct patent term adjustment to be indicated on the patent is 1,141
days, not 551 days as calculated by the Office as of the mailing of the initial determination of
patent term adjustment. Applicant requests this correction on the basis that the Office will take in
excess of three years to issue this patent. '

Insofar as the instant application for patent term adjustment requests reconsideration of the
patent term adjustment as it relates to the Office’s failure to issue the patent within 3 years of the
filing date, the application for patent term adjustment under 37 CFR 1.705(b) is DISMISSED as
PREMATURE.

Knowledge of the actual date the patent issues is required to calculate the amount, if any, of
additional patent term patentee is entitled to for Office failure to issue the patent within 3 years.
See, § 1.702(b). (This is true even where a request for continued examination (RCE) was filed).
The computer will not undertake the § 1.702(b) calculation until the actual date of issuance of
the patent has been determined. Likewise, the computer will not calculate any further Office
delay under § 1.702(a)(4) or applicant delay under § 1.704(c)(10) until the actual date of
issuance of the patent has been determined. As such, the Office can not make a determination on
the correctness of the patent term adjustment until the patent has issued.

Requesting reconsideration of the patent term adjustment to be indicated on the patent based on
the initial determination of patent term adjustment and a projected issuance date of the patent (or
even the filing date of the request for continued examination) is premature. Accordingly, it is
appropriate to dismiss as premature such a request.

Applicant is advised that they may wait until the time of the issuance of the patent and file a
request for reconsideration of the patent term adjustment pursuant to 37 CFR 1.705(d). As the
USPTO does not calculate the amount of time earned pursuant to 37 CFR 1.702(b) until the time
of the issuance of the patent, the Office will consider any request for reconsideration of the
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patent term adjustment due to an error in the calculation of 37 CFR 1.702(b) to be timely if the
request for reconsideration is filed within two months of the issuance of the patent. However, as
to all other bases for contesting the initial determination of patent term adjustment received with
the notice of allowance, appllcant must timely file an application for patent term adjustment prior
to the payment of the issue fee'.

Receipt is hereby acknowledged of the required patent term adjustment application fee under 37
CFR 1.705(b) of $200.00. See, 37 CFR 1.18(e).

However, any request for reconsideration of the patent term adjustment indicated on the patent
must be timely filed within 2 months after issuance pursuant to 37 CFR 1.705(d) and must
include payment of the required fee under 37 CFR 1.18(e).

The application file is being forwarded to the Office of Data Management for issuance of the
patent. The patent term adjustment indicated on the patent (as shown on the Issue Notification
mailed about three weeks prior to patent issuance) will include any additional adjustment
accrued both for Office delay in issuing the patent more than four months after payment of the
issue fee and satisfaction of all outstanding requirements, and for the Office taking in excess of
three years to issue the patent (to the extent that the three-year period does not overlap with
periods already accorded).

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a change of address should be filed
in accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the
address given on the petition; however, the Office will mail all future correspondence solely to
the address of record.

" For example, if applicant disputes both the calculation of patent term adjustment under 37 CFR
1.702(a)(1) for Office failure to mail a first Office action or notice of allowance not later than
fourteen months after the date on which the application was filed and under 37 CFR 1.702(b) for
Office failure to issue a patent within three years of the actual filing date of the application, then
applicant must still timely file an application for patent term adjustment prior to the payment of the
issue fee to contest the calculation of Office delay in issuing a first Office action or notice of
allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b)(3)(B). A dispute as to the calculation of the
§1.702(a)(1) period raised on request for reconsideration of patent term adjustment under 37 CFR
1.705(d) will be dismissed as untimely filed.
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Telephone inquiries specific to this decision should be directed to the undersigned at (571) 272-
3205.

/ALESIA M. BROWN/

Alesia M. Brown
Petitions Attorney
Office of Petitions

CC: ERIC L. KILLMEIER
401 SOUTH FOURTH STREET
2600 BROWN & WILLIAMSON TOWER
LOUISVILLE, KY 40202



UNITED STATES PATENT AND TRADEMARK OFFICE

SLATER & MATSIL, L.L.P.
17950 PRESTON RD, SUITE 1000
DALLAS TX 75252-5793

In re Application of

Sriram CHANDRASEKARAN
Application No. 11/361,742
Patent No. 7,176,662

Filed: February 23, 2006
Attorney Docket No. CDW-002

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED
SEP 28 2010
OFFICE OF PETITIONS

NOTICE UNDER 37 CFR. 1.28(c)

This is a notice regarding your request for acceptance of a fee deficiency submission under 37 CFR 1.28.

The Office no longer investigates or rejects original or reissue patent under 37 CFR 1.56. 1098 Off. Gaz.
Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to imply that an

investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this patent must

be paid at the large entity rate.

Inquiries related to this communication should be directed to Michelle R. Eason at (571) 272-4231.

%

Thurman K. Page
Petitions Examiner
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Ansel M. Schwartz
Attorney at Law
Suite 304

201 N. Craig Street MAILED

Pittsburgh PA 15213

DEC 1 9 2011
In re Application of OFFICE OF PETITIONS
Perlin :
Application No. 11/361,748 : ON PETITION

Filed: February 24, 2006

Attorney Docket No. KPER-§

For: METHOD AND APPARATUS FOR
CREATING A COMPUTER SIMULATION OF
AN ACTOR

This is a decision on the petition, filed November 10, 2011 (certificate of mailing date November 7,
2011), under 37 CFR 1.137(b) to revive the above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to timely submit a reply within three (3)
months of the mailing of the March 11, 2011 non-final Office action. No response being received and no
extensions of time being obtained under the provisions of 37 CFR 1.136(a), this application became
abandoned on June 12, 2011. A Notice of Abandonment was mailed on October 17,201 1.

Applicant has submitted an amendment in reply to the March 11, 2011 non-final Office action, an
acceptable statement of the unintentional nature of the delay in responding to the March 11, 2011 non-
final Office action, and the $930.00 petition fee. All of the requirements under 37 CFR 1.137(b) being
met, the petition is granted.

After the mailing of this decision, the application will be returned to Technology Center AU 2628 for
consideration of the amendment filed on November 10, 2011 (certificate of mailing date November 7,
2011).

Telephone inquiries should be directed to the undersigned at (571) 272-3230.

5%

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.uspto.gov

C. JAMES BUSHMAN
5851 SAN FELIPE

SUITE 975
HOUSTON TX 77057
MAILED
MAR 03 2011
In re Application of : OFFICE OF PETITIONS
Bull et al. :
Application No. 11/361,760 : DECISION ON PETITION

Filed: February 24, 2006
Attorney Docket No. V&M-139-3

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed February 11, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a proper and timely manner to
the final Office action mailed, July 2, 2010, which set a shortened statutory period for
reply of three (3) months. No extensions of time under the provisions of 37 CFR
1.136(a) were obtained. Accordingly, the application became abandoned on October 3,
2010. A Notice of Abandonment was mailed February 14, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of a Request for Continued Examination (RCE) and fee of
$810.00 and the submission required by 37 CFR 1.114; (2) the petition fee of $1,620.00;
and (3) a proper statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

This matter is being referred to Technology Center AU 3754 for processing of the
Request for Continued Examination under 37 CFR 1.114 and the Amendment filed with
the instant petition.

0an Olszeﬂ

Petitions Examiner
Office of Petitions
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Vierra Magen Marcus & DeNiro LLP \

575 Market Street, Suite 2500 MA”‘ED

San Francisco CA 94105 SEP 21 2010
OFFICE OF PETITIONS

In re Patent No. 7,752,303
Issue Date: July 6, 2010 :
Application No. 11/361,815 : DECISION ON PETITION-
Filed: February 23, 2006 :

Attorney Docket No. WILY-01038US0

~ This is a decision on the Request To Correct Assignee Under 37 C.F.R. §3.81(b), filed on
August 6, 2010, which is being treated as a Petition Under.37 CFR §3.81(b) to correct assignee’s.
name and residence. A completed Certificate of Correction Form (PTO/SB/44) was submitted
with the petition.

The petition under 37 CFR §3.81(b) is GRANTED,

Petitioner requests that the present Petition was submitted to correct assignee’s name and
residence on the previously submitted PTOL 85B and that such error was inadvertent.
Accordingly, petitioner requests, in effect, that the Title Page of the above-identified patent be
corrected, via issuance of Certificate of Correction, to correct assignee’s name and residence
identified thereon from:

“Wily Technology, Inc., Brisbane, CA (US)”
to:

--Computer Associates Think, Inc., Islandia, New York (US)--

37 CFR 3.81(b), effective June 25, 2004, reads:

After payment of the issue fee: Any request for issuance of an application in
the name of the assignee submitted after the date of payment of the issue fee,
and any request for a patent to be corrected to state the name of the assignee,
must state that the assignment was submitted for recordation as set forth in

§ 3.11 before issuance of the patent,.and must include a request for a
certificate of correction under § 1.323 of 'lzl?iis chapter (accompanied by the fee
set forth in § 1.20(a) and the processing fee set forth in § 1.17(i) of this
chapter.



U.S. Patent No. 7,752,303 Page 2
Application No. 11/361,815
Decision on Petition under 37 CFR 3.81
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The requisite $100.00 fee (Fee Code 1811), as set forth under 37 CFR 1.20(a), and the requisite
$130.00 processing fee (Fee Code 1464), as set forth under 37 CFR 1.17(i), have been submitted.
Further, Office assignment records are consistent with the requested correction. Accordingly,
since the Petition complies with the provisions of 37 CFR 3.81(b), it is appropriate for the Office
to issue a Certificate of Correction in accordance with the content of the Form PTO/SB/44
submitted with Petition.

Inquiries related this communication should be directed to the undersigned at (571)272-3213.

Any questions concerning the issuance of a Certificate of Correction should be dlrected to the
Certificates of Correction Branch at (571) 272 4200.

This matter is being referred to the Certificates of Correction Branch for processing of a
Certificate of Correction in U.S. Patent No. 7,752,303.

Cheryl Gibson-Baylor /%/é«)

Petitions Examiner
Office of Petitions .
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IAN FINCHAM
MCFADDEN, FINCHAM |
SUITE 606 - 225 METCALFE STREET MAILED
OTTAWA, ONTARIO K2P1P-9 CA
'~ CANADA JAN 13 2012

OFFICE OF PETITIONS

In re Application of

Arnold Kastner

Application No. 11/361914 :

Filing or 371(c) Date: 02/23/2006 : ON PETITION
Patent No. 7385375 : :

Issue Date: 06/10/2008

Title of Invention: :

CONTROL CIRCUIT FOR A DEPLETION

MODE SWITCH AND METHOD OF

OPERATING THE SAME

This is a notice regarding request for acceptance of a fee deficiency submission under 37 CFR
1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex Internatlonal Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Oft. Gaz. Pat. Office 502 (January 3, 1989) Therefore, nothing in this Notice is intended
to imply that an 1nvest1gat10n was done '

Your fee deﬁclency submlssmn under 37 CFR 1.28 is hereby ACCEPTED.

This application is-no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be pald at the large entity rate.

Telephone i 1nqu1r1es concermng this matter should be directed to the undersigned at (571) 272-
3232.

/DLW/
Derek L. Woods

Attorney
Office of Petitions
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APPLICATION NO. FILING DATE l FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. J
11/361,977 -02/24/2006 John R. McDonald 3800007.00006 / 601F 3379
77202 7590 08/03/2011
EXAMINER
K&L Gates LLP I J
3580 Carmel Mountain Road XIE, XIAOZHEN
Suite 200 ART UNIT PAPER NUMBER
San Diego, CA 92130 | | P |
1646
r MAIL DATE l DELIVERY MODE J
08/03/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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AUG 03 201 Commissioner for Patents
' United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

K&L Gates LLP WWW.uspto.gov
3580 Carmel Mountain Road

Suite 200

San Diego CA 92130

In re Application of:
McDonald et al.

Serial No.: 11/361,977
Filed: February 24, 2006

Att Docket No: 3800007. 6 :
6010Frney ocket No: 3 007.00006 / : PETITION DECISION

This is in response to the petition filed on January 7, 2011 under 3 7 CFR 1.181 to correct the
misclassification of submitted Information Disclosure Statements. Specifically, applicants
request correction of the classification in PAIR of the Information Disclosure Statements
submitted on October 18, 2007; July 10, 2008; and December 14, 2009 in connection with the
above-referenced application and consideration by the Examiner of the documents and
information contained therein.

Applicants argue the “Information Disclosure Statements were submitted in connection with the
above-captioned application on October 18, 2007; July 10, 2008; and December 14, 2009. Each
Information Disclosure Statement was prepared in accordance with 37 C.F.R 1.97 and 1.98. As
required under 37 C.F.R 1.98, each Information Disclosure Statement contained 1) a list of all
patents, publications, applications, or other information submitted for consideration by the
Office, including a column that provides a space next to each document to be considered, for the
examiner's initials and a heading that clearly indicates that the list is an Information Disclosure
Statement; and 2) legible copies of all items listed. The items either were in English or a
translation was provided. A copy of the misclassified Information Disclosure Statements filed on
October 18, 2007; July 10, 2008; and December 14, 2009 is attached.

The submitted Information Disclosure Statement included a tabular Form PTO-1449,

which was classified as an "IDS," and a written disclosure of information. In each instance, the
written disclosure of information was misclassified in PAIR as a "Transmittal Letter" (October
18, 2007, "Transmittal Letter" of 3 pages; July 10, 2008, "Transmittal Letter" of 4 pages; and

_ December 14, 2009, "Transmittal Letter" of 2 pages). Consequently the information contained
therein may not be considered or reviewed by the Examiner.”



Applicants’ argument has been accorded careful consideration and is persuasive. PAIR will be
corrected to reflect the misclassification of the submitted Information Disclosure Statements of
October 18, 2007; July 10, 2008; and December 14, 2009.

DECISION

The petition is GRANTED.

The examiner is instructed to consider the IDS of October 18, 2007; July 10, 2008; and
December 14, 2009 which was misclassified in PAIR as a "Transmittal Letter" (October
18,2007, "Transmittal Letter" of 3 pages; July 10, 2008, "Transmittal Letter" of 4 pages; and
December 14, 2009, "Transmittal Letter" of 2 pages).

Should there be any questions about this decision please contact Marianne C. Seidel, by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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BACON & THOMAS, PLLC Mail Date: 08/04/2010
625 SLATERS LANE

FOURTH FLOOR
ALEXANDRIA, VA 22314-1176

Applicant : Chi-Hsi Su : DECISION ON REQUEST FOR

Patent Number : 7649934 : RECALCULATION of PATENT

Issue Date : 01/19/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/362,075 : OF WYETH AND NOTICE OF INTENT TO
Filed :

02/27/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 969 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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United States Patent and Trademark Office
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Alexandria, VA 22313-1450

MAILED

ARENT FOX LLP '
1050 CONNECTICUT AVENUE, N.W. | Nov 172010
SUITE 400

WASHINGTON, DC 20036 | OFFICE OF PETITIONS

In re Application of

Kiichiro Iga :

Application No. 11/362,153 : ~ ONPETITION
Filed: February 27, 2006 :

Attorney Docket No. 108075-00183

This is a decision on the petition, filed November 16, 2010 under 37 CFR 1.313(c)(2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(¢c)(2).

Petitioner is advised that the issue fee paid on October 21, 2010 in the above-identified
application cannot be refunded. If, however, the above-identified application is again

allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210.

This matter is being referred to Technology Center AU 2622 for processing of the request for
continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
Information Disclosure Statement.

/Irvin Dingle/
Irvin Dingle
Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid
issue fee to the application identified above. Petitioner is advised that,
whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in
bold text on the first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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ARENT FOX LLP Mail Date: 08/03/2010
1050 CONNECTICUT AVENUE, N.W.

SUITE 400
WASHINGTON, DC 20036

Applicant : Hisakatsu Yamaguchi : DECISION ON REQUEST FOR

Patent Number : 7653169 : RECALCULATION of PATENT

Issue Date : 01/26/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/362,174 : OF WYETH AND NOTICE OF INTENT TO
Filed :

02/27/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 916 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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BAKER & HOSTETLER LLP
WASHINGTON SQUARE, SUITE 1100
1050 CONNECTICUT AVE. N.W. MAI LED
WASHINGTON, DC 20036-5304
AUG 16 2010

OFFICE OF PETITIONS
In re Application of . : .
Eddy Laudwig : - DECISION ON PETITION
Application No. 11/362,262 : TO WITHDRAW
Filed: February 27, 2006 : FROM RECORD

Attorney Docket No. 87367.2820

This is a decision on the renewed Request to Withdraw as attorney or agent of record under 37 C.F.R. §
1.36(b), filed June 27, 2010.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent
seeking to withdraw or contain a clear indication that one attorney is signing on behalf of another/others.
The Office will require the practitioner(s) to certify that he, she or they have: (1) given reasonable notice
to the client, prior to the expiration of the reply period, which the practitioner(s) intends to withdraw from
employment; (2) delivered to the client or a duly authorized representative of the client all papers and
property (including funds) to which the client is entitled; and (3) notified the client of any replies that may
be due and the time frame within which the client must respond, pursuant to 37 CFR 10.40 (¢).

The request was signed by Adam M. Treiber, on behalf of the practitioners of record associated with
Customer Number 30734.

Customer Number 30734 has been withdrawn as attorney of record. Applicant is reminded that there is
no attorney of record at this time.

The correspondence address of record has been changed and the new correspondence address is the
address indicated below.

There is an outstanding Office action mailed May 27, 2010, that requires a reply from the applicant.
Telephone inquires concerning this decision should be directed to the undersigned at (571) 272-6059. All

other inquires concerning either the examination or status of the application should be directed to the
Technology Center.

Alicia Kelley
Petitions Examiner
Office of Petitions

cc: B.T. INNOVATIONS INC.
2455 RUE COURSOL
QUEBEC G2B 5E9 CA
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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WWW.Uspto.gov
[ APPLICATION NUMBER ] FILING OR 371(C) DATE ] FIRST NAMED APPLICANT | ATTY.DOCKETNO./TITLE |
11/362,262 02/27/2006 Eddy Ludwig 87367.2820
- CONFIRMATION NO. 1685
30734 POWER OF ATTORNEY NOTICE

WASHINGTON SQUARE, SUITE 1100 A

1050 CONNECTICUT AVE. N.W.

WASHINGTON, DC 20036-5304
Date Mailed: 08/16/2010

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 06/27/2010.

« The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/atkelley/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
MINTZ, LEVIN, COHN, FERRIS, GLOVSKY & POPEO, P.C. MAILED
ONE FINANCIAL CENTER ‘ a
BOSTON MA 02111 DEC 23 2010
i QFFICE OF PETITIONS
In re Application of
Kirtkow et al. : :
Application No. 11/362,304 : ON PETITION

Filed: February 23, 2006
Attorney Docket No. 34874-032

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed December 7, 2010, to revive
the above-identified application. .

The petition is GRANTED.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied §1) the
reply in the form of a Request for Continued Examination (and fee), (2) the petition fee o
$1620.00, and (3) a proper statement of unintentional delay.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Accordingly, since the $1110.00 extension of time fee submitted with the petition was
subsequent to the maximum extendable period for reply, this fee is unnecessary and will be
credited to petitioner’s deposit account as authorized.

;l"%%phone inquiries concerning this decision should be directed to the undersigned at (571) 272-

This matter is being referred to Technology Center AU 2113 for processing of the Request for
Continued Examination under 37 CFR 1.114 filed concurrently with the instant petition.

(KOt
Liana Walsh

Petitions Examiner
Office of Petitions
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Commissioner for Patents
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SUGHRUE MION, PLLC

2100 PENNSYLVANIA AVENUE NW, SUITE 800 MAILED

WASHINGTON, DC 20037 OCT 2 6 2010
OFFICE OF PETITIONS

In re Application of

Masaru TANABE _ :

Application No. 11/362,353 : DECISION GRANTING PETITION

Filed: February 27, 2006 i UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. Q93471 : : .

This is a decision on the petition under 37 CFR 1.313(c)(2), filed October 25, 2010, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 30, 2010 cannot be refunded.
If, however, this application is again allowed, petitioner may request that it be applled
towards the issue fee required by the new Notice of Allowance.!

Telephone inquiries should be directed to the undersigned at (571) 272-7253.
This application is being referred to Technology Center AU 1721 for processing of the

request for continued examination under 37 CFR 1.114 and for consideration of the
concurrently filed information disclosure statement.

/Monica A. Graves/ -
Petitions Examiner, Office of Petitions

The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B - Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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P.O.

CaoMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE

Box ta4s0

ALEXANDRIA, VA 22313-1450

, Paper No.
CLINICAL DATA, INC. '
Attn: Amy Medel
ONE GATEWAY CENTER SUITE 702
NEWTON MA 02458 MAILED
AUG 12 2010

OFFICE OF PETITIONS
In re Patent No. 7,618,962 : DECISION ON REQUEST
Wang et al. , : FOR
Issue Date: November 17, 2009: RECONSIDERATION OF
Application No. 11/362,393 :  PATENT TERM ADJUSTMENT
Filed: February 27, 2006 :  and

- Atty Docket No. ATL-006-US : NOTICE OF INTENT TO ISSUE
: CERTIFICATE OF CORRECTION

This is a decision on the petition filed on January 11, 2010,
which is being treated as a petition under 37 CFR 1.705(d)
requesting that the patent term adjustment indicated on the
~above-identified patent be corrected to indicate that the term
of the above-identified patent is extended or adjusted by six
hundred seventy-nine (679) days.

The petition to correct the patent term adjustment indicated on
the above-identified patent is GRANTED to the extent indicated
herein. The patent term adjustment is corrected to indicate
that the term of the above-identified patent is extended or
adjusted by six hundred eighty (680) days.

The over three year pendency period is 263, not 262 .days,

www.uspto.gov

counting the number of days beginning on February 28, 2009, the

day after the date that is three years after the date on

which the application was filed under 35 U.S.C. 1ll(a), and
ending on November 17, 2009, the date of issuance of the patent.
See 37 CFR 1.703(b). Considering the period of overlap of 45
days, the patent term adjustment is increased by 218 days to 680
days.



Patent No. 7,618,962 Application No. 11/362,393 Page 2

The Office will sua sponte issue a certificate of correction.
Pursuant to 37 CFR 1.322, the Office will not issue a
certificate of correction without first providing assignee or
patentee an opportunity to be heard. Accordingly, patentees are
~given one (1) month or thirty (30) days, whichever is longer,
from the mail date of this decision to respond. No extensions
of time will be granted under § 1.136.

Nothing in this decision shall be construed as a waiver of the
‘requirement of 35 U.S.C. 154(b) (4) that any civil action by an
applicant dissatisfied with a determination made by the Director
under 35 U.S.C. 154(b) (3) be filed in the United States District
Court for the District of Columbia within 180 days after the
grant of the patent.

The application is being forwarded to the Certificates of Branch
for issuance of a certificate of correction. The Office will
issue a certificate of correction indicating that the term of
the above-identified patent is extended or adjusted by six
hundred eighty (680) days.

Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3219.

Senigr Petitions Attorney
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT . 7,618,962 B2
DATED . November 17, 2009 DRAFT
INVENTOR(S): Wangetal.
It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby '
corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by 462 days

Delete the phrase “by 462 days” and insert — by 680 days--




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : 02-26-11
TO SPE OF :ART UNIT 1795
SUBJECT : Request for Certificate of Correction for Appl. No.: 11/362433 _ Patent No.: 7846306

CofC mailroom date: _ 02-16-11
Please respond to this request for a certificate of correction within 7 days.

FOR IFW FILES: N

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims-be changed.

Please complete the 'response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)

Randolph Square — 9D10-A
Palm Location 7580 :

Angela Green
Certificates of Correction Branch

(703) 756-1541

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the.appropriate box.

Approved All changes apply.
O Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.
Comments:
SPE /Alexa D. Neckel/ Art Unit

PTOL-306 (REV. 7/03) . US_ DEPARTMENT OF COMMERCE Patent and Trademark Office
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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MARGARET ANDERSON ,
106 E. 6TH STREET, SUITE 900 MAILED
AUSTIN TX 78701 _

' MAR 1172011

OFFICE OF PETITIONS

In re Application of :
Jung et al. | : DECISION ON PETITION
Application No. 11/362,440 : TO WITHDRAW

Filed: February 24, 2006 : ' FROM RECORD
Attorney Docket No. QQ1-0060US 3

This is a decision on the Request to Withdraw as attorney or agent of record under 37
C.F.R. § 1.36(b), filed January 26, 2011.

The request is NOT APPROVED.

The Office will only accept correspondence address changes to the most current address
information provided for the assignee of the entire interest who properly became of
record under 37 CFR 3.71, or, if no assignee of the entire interest has properly been
made of record, the most current address information provided for the first named
inventor. 37 CFR 3.71(c¢) states:

An assignee becomes of record either in a national patent application or a
reexamination proceeding by filing a statement in compliance with § 3.73(b) that is
signed by a party who is authorized to act on behalf of the assignee.

According to a review of current USPTO records petitioner has not requested the address
be changed to a properly recorded assignee or the first listed inventor. The Customer
Number 55922 is neither the first named inventor nor the assignee who properly became
of record uinder 37 CFR 3.71 As such, all future communications from the Office will
continue to be directed to the above-listed address until otherwise notified by applicant.

Further, the address given on the petition differs from the address of record. A courtesy
copy of this decision is being mailed to the address given on the petition; however, the
Office will mail all future correspondence solely to the address of record.

Currently, a Noticeof Panel Decision from Pre-Appeal Brief Review was mailed March
4, 2011 in the above-identified application.
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Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-7751.

Joan Olszewski

Petitions Examiner
Office of Petitions

cc: LEE & HAYES, PLLC
601 W RIVERSIDE
SUITE 1400
SPOKANE, WA 99201
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TOSPEOF  :ARTUNIT __3728 _

SUBJECT * Request for Certificate of Correction for Appl. No.: 11362441 _ Patent No.: 7475780
Please respond to this request for a certificate of correction within 7 days.

FOR IFW FILES:

Please review the requésted changes/corrections as shown in the COCIN docUment(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed. ‘

Please complete the response (see below) and forward the completed response to scanning
using document code COCX. '

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (C of C) ' ,
- Randolph Square 9D40-D
_Palm Location 7580

Certificates of Correction Branch -

571-272-3421

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box. .

&(Approved : . All changes apply.
U Approved in Part . Specify below which changes do not apply.
O Denied State the reasons for denial below.
_Comments:
7Y, 2728
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PTOL-306 (REV. 7/03) " U.S. DEPARTMENT OF __4MERGE Patent and Trademark Office
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MARGARET ANDERSON
106 E. 6TH STREET, SUITE 900 MAILED
AUSTIN TX 78701
MAR 112011
OFFICE OF PETITIONS

In re Application of :
Jung et al. D DECISION ON PETITION
Application No. 11/362,541 Do TO WITHDRAW

- Filed: February 24, 2006 : FROM RECORD

Attorney Docket No. QQ1-0065US

This is a decision on the Request to Withdraw as attorney or agent of record under 37
C.F.R. § 1.36(b), filed January 26, 2011.

The request is NOT APPROVED.

The Office will only accept correspondence address changes to the most current address
information provided for the assignee of the entire interest who properly became of
record under 37 CFR 3.71, or, if no assignee of the entire interest has properly been
made of record, the most current address information provided for the first named
inventor. 37 CFR 3.71(c) states: :

An assignee becomes of record either in a national patent application or a
reexamination proceeding by filing a statement in compliance with § 3.73(b) that is
signed by a party who is authorized to act on behalf of the assignee.

According to a review of current USPTO records petitioner has not requested the address
be changed to a properly recorded assignee or the first listed inventor. The Customer
Number 55922 is neither the first named inventor nor the assignee who properly became
of record under 37 CFR 3.71 As such, all future communications from the Office will
continue to be directed to the above-listed address until otherwise notified by applicant.

Further, the address given on the petition differs from the address of record. A courtesy
copy of this decision is being mailed to the address given on the petition; however, the
Office will mail all future correspondence solely to the address of record.

Currently, there is an outstanding Office action mailed September 21, 2010 that requires
areply.
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Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-7751.

i
an Olszewski

Petitions Examiner
Office of Petitions

cc: LEE & HAYES, PLLC
601 W RIVERSIDE
SUITE 1400
SPOKANE, WA 99201
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Paper No.
FELDMAN LAW GROUP, P.C. B MA"-ED
220 East 42nd Street, Suite 3304 AUGJT?YUH
NEW YORK NY 10017 c .
QFFICE OF PETITIONS
In re Application of
Joseph Joseph :
Application No. 11/362,563 : DECISION ON PETITION
Filed: February 24, 2006 : PURSUANT TO
Title: BIOMETRIC IDENTIFICATION : 37 C.F.R. '§ 1.137(A)

AND SECURITY SYSTEM ASSOCIATED
WITH CASH REGISTER

This is a decision on the petition filed on July 29, 2011,
pursuant to 37 C.F.R. § 1.137(a), to revive the above-identified
application. »

This petition is GRANTED.

The above-identified application became abandoned for failure to
submit the issue fee in a timely manner in reply to the Notice
of Allowance and Issue Fee Due, mailed April 1, 2011, which set
a shortened statutory period for reply of three months. No
extensions of time are permitted for transmitting issue fees.'
Accordingly, the above-identified application became abandoned
on July 2, 2011. A Notice of Abandonment was mailed on July 19,
2011. :

A grantable petition pursuant to 37 C.F.R. § 1.137(a) must be
accompanied by:

(1) The reply required to the outstanding Office
action or notice, unless previously filed;

(2) The petition fee as set forth in 37 C.F.R.
§ 1.17(1);

(3) A showing to the Commissioner that the entire
delay in filing the required reply from the due
date for the reply until the filing of a grantable

1 See MPEP § 710.02(e)(III).
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petition was unavoidable, and;

(4) Any terminal disclaimer (and fee as set forth in
37 C.F.R. § 1.20(d)) required pursuant to
paragraph (d) of this section.

With this petition, Petitioner has submitted the issue fee. The
petition fee will be charged to Deposit Account No. 06-0515 ‘in
due course, as authorized on the letter that was received on
July 19, 2011 (which contains a certificate of mailing that has
been signed by Petitioner and dated July 1, 2011).

Requirements (1) - (3) of Rule 1.137(a) have been satisfied.
The fourth requirement is not applicable, as a terminal
disclaimer is not required.?

The Office of Patent Publication will be notified of this
decision so that the present application can be processed into a
patent.

Petitioner may find it beneficial to view Private PAIR within a
fortnight of the present decision to ensure that the revival has
been acknowledged by the Office of Patent Publication in
response to this decision. It is noted that all inquiries with
regard to any failure of that change in status should be
directed to the Office of Patent Publication where that change
of status must be effected - the Office of Petitions cannot
effectuate a change of status.

Telephone inquiries regarding this decision should be directed
to the undersigned at (571) 272-3225.° All other inquiries
concerning the status of the application should be directed to
the Office of Patent Publication at 571-272-4200.

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

2 See Rule 1.137(d).

3 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for any further action(s) of Petitioner.
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DATE :12-12-11

TO SPE OF : ART UNIT 2887

SUBJECT : Request for Certificate of Correction for Appl. No.: 11362563 Patent No.: RE42734

CofC mailroom date: 12-1-11

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D40-E
Palm Location 7580

Note:

Omega Lewis
703-756-1575

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

X Approved All changes apply.

U Approved in Part Specify below which changes do not apply.

U Denied State the reasons for denial below.
Comments:_Ihe teg

appioved,

/Steven S. Paik/ 2887
SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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BACON & THOMAS, PLLC
625 SLATERS LANE
FOURTH FLOOR
ALEXANDRIA VA 22314-1176 MAILED
AUG 02 2011
OFFICE OF PETITIONS

In re Patent No. 7,495,723

Issued: February 24, 2009 :

Application No. 11/362,752 : ON PETITION
Filed: February 28, 2006 :

Attorney Docket No. CHUN3097/EM

This is a notice regarding your request for acceptance of a fee deficiency submission
under 37 CFR 1.28 filed December 28, 2010.

On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(05) is the sole provision governing the time for correction of the erroneous payment

of the issue fee as a small entity. See DH Technology v. Synergystex International
Inc. 154 F.3d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no lor&ger investigates or rejects original or reissue ap]glications under 37 CFR
- 1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this
Notice is intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in
this patent must be paid at the large entity rate.

Further, it is not apparent whether the person signing the instant petition was ever given a
ower of attorney or authorization of agent regarding this patent. In accordance with 37
FR 1.34§a£, the signature appearing on the petition shall constitute a representation to

the United States Patent and Trademark Office that he/she is authorized to represent the

particular party in whose behalf he/she acts.

Telephone inguires concerning this decision should be directed to the undersigned at
(571) 272-7751.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions
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MAILED

APR 192011
SCHUBERT LAW GROUP PLLC
P.0O. BOX 90879 ‘ QFRCE OF PETITIONS
AUSTIN, TX 78709-0879

In re Application of

Steven C. Moore :

Application No. 11/362,990 ' : DECISION ON PETITION
Filed: February 27, 2006 :

Attorney Docket No. AMG.4013.PAT

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
March 03, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to timely file a reply within the meaning of

37 CFR 1.113 to the final Office action of October 16, 2009. The proposed reply required for
consideration of a petition to revive must be a Notice of Appeal (and appeal fee required by

37 CFR 41.20(b)(2), an amendment that prima facie places the application in condition for
allowance, a Request for Continued Examination and submission (37 CFR 1.114), or the filing of
a continuing application under 37 CFR 1.53(b). See MPEP 711.03(c)(III)(A)(2). No extensions
of time pursuant to the provisions of 37 CFR 1.136(a) were obtained. Accordmgly, the date of
abandonment of this application is January 17, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a Request for Continued Examination (RCE) and fee of $405, and the
submission required by 37 CFR ].114; (2) the petition fee of $810; and (3) a proper statement of
unintentional delay. Accordingly, the reply to the final Office Action of October 16, 2009 is
accepted as having been unintentionally delayed.

The application file does not indicate a change of address has been filed in this case, although the
address given on the petition differs from the address of record. A change of address should be
filed in this case in accordance with MPEP 601.03. A courtesy copy of this decision is being
mailed to the address noted on the petition. However, until otherwise instructed, all future
correspondence regarding this application will be mailed solely to the address of record.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at (571) 272-
2783.
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This application is being referred to Technology Center AU 3617 for processing of the RCE and
for appropriate action by the Examiner in the normal course of business on the amendment
submitted in accordance with 37 CFR 1.114.

Ramesh Krishnamurthy -
Petitions Examiner
Office of Petitions

cc: JEFFREY S. SCHUBERT
6013 CANNON MOUNTAIN DRIVE
AUSTIN TX 78749
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NIXON PEABODY, LLP
401 9T™H STREET, NW
SUITE 900
WASHINGTON, DC 20004-2128
MAILED
AUG 1 6 2010
In re Application of :
Majid Shahbazi : OFFICE OF PETITIONS
Application No. 11/363,283 : DECISION ON PETITION
Filed: February 28, 2006 : . TOWITHDRAW

Attorney Docket No. 039996-003000 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37
CFR. § 1.36(b), filed July 8, 2010. '

The request is NOT APPROVED as moot.

A review of the file record indicates that the power of attorney to attorneys/agents
associated with Customer Number 22204 has been revoked by the applicants of the
patent application on June 29, 2010. Accordingly, the request to withdraw under 37
CFR § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-
listed address until otherwise notified by applicant.

Telephone ihquires concerning this decision should be directed to the undersigned at
571-272-4584.

/JoAnne Burke/
JoAnne Burke
Petitions Examiner
Office of Petitions

cc:  Patent Capital Group
6119 McCommas Blvd
Dallas TX 75214
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Ostrolenk Faber LLP MA' LED
1180 Avenue of the Americas MAR 21 2011

New York NY 10036
OFFICE OF PETITIONS
In re Application of :
Hoftberg, et al. : DECISION ON PETITION
Application No. 11/363,431 :
Filed: February 27, 2006
Atty. Dkt. No.: LIH 10.6

This decision is in response to the petition under 37 CFR 1.137(b), filed February 14, 2011.

The petition is GRANTED.

The application became abandoned December 12, 2009 for failure to timely submit a proper
reply to the non-final Office action mailed September 11, 2009. The non-final Office action set a
three month shortened statutory period of time for reply. No petition for extension of time under
37 CFR 1.136(a) was timely filed. Notice of Abandonment was mailed April 20, 2010.

A grantable petition pursuant to 37 C.F.R. § 1.137(b) must be accompanied by: (1) the required
reply to the outstanding Office action or notice, unless previously filed; (2) the petition fee as set
forth in 37 C.F.R. § 1.17(m); (3) a statement that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition pursuant to 37 C.F.R. § 1.137(b)
was unintentional; and (4) any terminal disclaimer (and fee set forth in 37 C.F.R. § 1.20(d))
required pursuant to 37 C.F.R. § 1.137(c).

The instant petition has been carefully reviewed and found in compliance with the requirements
set forth above.

This application is being forwarded to Group Art Unit 2439 for further processing.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3205.

IALESIA M. BROWN/
Alesia M. Brown

Attorney Advisor
Office of Petitions

CoMMISBIONER FOR PATENTS
UNITED STATEBS PATENT AND TRADEMARK OFFicE
P.0. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspio.gov



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

FISH & RICHARDSON P.C. (BO)

P.O. BOX 1022 MAILED
MINNEAPOLIS MN 55440-1022 NOV 24 2010

In re Application of : OFFlCEOF PETITIONS

Wolfgang Andreasch et al :

Application No. 11/363,544 : DECISION GRANTING PETITION
Filed: February 24, 2006 ' : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 15540-
075001/27807;18.00

This is a decision on the petition under 37 CFR 1.313(¢c)(2), filed November 23, 2010, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on October\22, 2010 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

This application is being referred to Technology Center AU 3742 for processing of the requést
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
IDS.

/Karen Creasy/
Karen Creasy
Petitions Examiner
Office of Petitions

1 . . . . .
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Pelitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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MAILED

FISH & RICHARDSON P.C. OCT 20201]

PO BOX 1022

MINNEAPOLIS MN 55440-1022 OFFICE OF PETITIONS

In re Patent No.7,992,575 :

Cui, et al. : DECISION FOR REQUEST
Issue Date: August 9, 2011 : FOR RECONSIDERATION
Application No. 11/363, 664 : OF PATENT TERM
Filed: February 28, 2006 : ADJUSTMENT

Attorney Docket No. 20210-088001

This is a decision on the “Application for Patent Term
Adjustment Under 37 CFR 1.705(d),” filed October 10 2011.
Patentees request that the patent term adjustment indicated on
the face of the Letters of Patent be corrected from one
thousand, two hundred and sixty-six (1,266) days, to one
thousand, three hundred and ninety-eight (1,398) days.

The request for reconsideration of the patent term adjustment
under 37 CFR 1.705(d) is DISMISSED.

On August 9, 2011, the above-identified application matured into
U.S. Patent No. 7,992,575, with a revised patent term of 1,266
days. By the instant petition, patentees assert that the patent
term should be adjusted by 787 days pursuant to 37 CFR 1.702 (b)
and 37 CFR 1.703(b). Patentees state:

Section 154 (b) (1) (B) (i) of Title 35 excludes from the
calculation of B Delay “any time consumed by continued
examination of the application.” In the present matter, a
Request for Continued Examination was filed on December 16,
2010. The Director erred in the calculation of the patent
term adjustment by subtracting from B Delay a period of
time that was not “consumed by continued examination of the
application.” The PTO mailed a Notice of Allowance on
March 31, 2011, thereby closing examination of the
application on that date. Thus, no continued examination
took place during 132 day period from May 31, 2011 (the
mailing date of the Notice of Allowance) until August 9,
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2011 (the date the patent was issued). Accordingly, 132
days for “B Delay” should have been included in addition to
the 655 days accorded by the Director for a total B Delay
of 787 days.

Excerpt taken from “Application for Patent Term Adjustment Under
37 CFR 1.705(d),” filed October 10, 2011, p.Z2.

The Office’s calculation of “B delay” is correct. The “B délay”
is an adjustment entered if the issuance of the patent was
delayed due to the failure of the Office to issue a patent
within three years after the date on which the application was
filed. However, the adjustment does not include, among other
things, any time consumed by continued examination of the
application at the request of the applicant under 35 U.S.C.
132(b)'. So, with respect to calculating the “B delay” where
applicant has filed a request for continued examination, the
period of adjustment is the number of days, if any, in the
period beginning on the day after the date that is three years
after the date on which the application was filed under 35
U.S.C. 111 (a) or the national stage commenced under 35 U.S.C.
371(b) or (f) in an international application and ending on the
date a patent was issued, but not including the number of days
in the period beginning on the date on which a request for
continued examination of the application under 35 U.S.C. 132(b)
was filed and ending on the date the patent was issued.

Further, counting the period of time excluded from the “B delay”
for the filing of a request for continued examination under 35

! Pursuant to 35 U.S.C. 132(b), 37 CFR 1.114 provides for continued
examination of an application, as follows:

(a) If prosecution in an application is closed, an applicant may
request continued examination of the application by filing a submission and
the fee set forth in § 1.17(e) prior to the earliest of:

(1) Payment of ‘the issue fee, unless a petition under § 1.313 is
granted; '

(2) Abandonment of the application; or

(3) The filing of a notice of appeal to the U.S. Court of Appeals for
the Federal Circuit under 35 U.S.C. 141, or the commencement of a civil
action under 35 U.S.C. 145 or 146, unless the appeal or civil action is
terminated.

(b) Prosecution in an application is closed as used in this section
means that the application is under appeal, or that the last Office action is
a final action (§ 1.113), a notice of allowance (§ 1.311), or an action that
otherwise closes prosecution in the application.
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U.S.C. 132(b), from the date on which the request for continued
examination is filed to the date the patent is issued is proper.
Patentee does not dispute that time consumed by continued
examination of an application under 35 U.S.C. 132(b) is properly
excluded and that the calculation of the excluded period begins
on the date of filing of the request for continued examination.
At issue is what further processing or examination beyond the
date of filing of the request for continued examination is not
any time consumed by continued examination of the application
under 35 U.S.C. 132(b). The USPTO indicated in September of
2000 in the final rule to implement the patent term adjustment
provisions of the AIPA that once a request for continued
examination under 35 U.S.C. 132(b) and 37 CFR 1.114 is filed in
an application, any further processing or examination of the
application, including granting of a patent, is by virtue of the
continued examination given to the application under 35 U.S.C.
132(b) and CFR 1.114. See Changes to Implement Patent Term
Adjustment under Twenty-Year Patent Term, 65 Fed. Reg. 56366,
56376 (Sept. 18, 2000) (response to comment 8). Thus, the
excluded period begins with the filing of the request for
continued examination and ends with the issuance of the patent.

Patentee’s argument that the period of time after the
issuance of a notice of allowance on a request for continued
examination is not “any time consumed by continued examination
requested by the applicant under section 132 (b)” within the
meaning of 35 U.S.C. 154(b) (1) (B) (i) is not availing. This
limitation is not supported by the statutory language. Garcia v.
United States, 469 U.S. 70, 75 (1984) (“only the most
extraordinary showing of contrary intentions from [legislative
history] would justify a limitation on the ‘plain meaning’ of
the statutory language”). BP Am. Prod. Co. v. Burton, 549 U.S.
84, 91 (2006) (“Unless otherwise defined, statutory terms are
generally interpreted in accordance with their ordinary
meaning”). The statute provides for a guarantee of no more than
3-year application pendency, by providing for an adjustment in
the patent term:

First, “Subject to the limitations of paragraph (2),” means
that the limitations of paragraph 2 apply to this paragraph’s
adjustment of patent term. That is, the day-to-day extension of
patent term for pendency beyond the 3 year period is restricted
as follows: 1) "B delay” cannot accrue for days of “A delay”
that overlap, 2) the patent term cannot be extended beyond
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disclaimed term, and 3) the period of adjustment, including
accrued “B delay,” will be reduced for applicant delay.

Second, “if the issue of an original patent is delayed due
to the failure of the United States Patent and Trademark Office
to issue a patent within 3 years after the actual filing date of
the application in the United States,” meaning that the
condition must first occur that the issuance of an original
patent (35 U.S.C. 153), not merely the issuance of a notice of
allowance, is delayed due to the Office’s failure to issue a
patent (sign and record a patent grant in the name of the United
States), not merely mail a notice of allowance, within 3 years
after the actual filing date of the application in the United
States. This provision gives the Office a three-year period to
issue .a patent (sign and record a patent grant in the name of
the United States) after the application filing date before an
adjustment will accrue for “B delay.”

Third, “not including- (i) any time consumed by continued
examination of the application requested by the applicant under
section 132 (b); (ii) any time consumed by a proceeding under
section 135(a), any time consumed by the imposition of an order
under section 181, or any time consumed by appellate review by
the Board of Patent Appeals and Interferences or by a Federal
court; or (iii) any delay in the processing of the application
by the United States Patent and Trademark Office requested by
the applicant except as permitted by paragraph (3) (C), meaning
that the three-year period does not include “any time consumed
by” or “any delay in processing,” as specified in clauses (i)-
(iii). This language correlates to 35 U.S.C. 154 (b) (1) (A) which
likewise provides the basis for determining the period given the
Office to take the specified actions before an adjustment will
accrue for “A delay” (e.g., extended for 1 day after the day
after the period specified in clauses (i)-(iv)).

Furthermore, these clauses are interpreted using their
ordinary meanings. Nonetheless, the context of the legislation
should be considered. As stated in Wyeth v. Dudas, 580 F.
Supp.2d 138(D.D.C., September 30, 2008), because the clock for
calculating the 20-year patent term begins to run on the filing
date, and not on the day the patent is actually granted, some of
the effective term of a patent is consumed by the time it takes
to prosecute the application. To mitigate this effect, the
statute, inter alia, grants adjustments of patent term whenever
the patent prosecution takes more than three years, regardless
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of the reason. The time consumed by prosecution of the
application includes every day the application is pending before
the Office from the actual filing date of the application in the
United States until the date of issuance of the patent. The
time it takes to prosecute the application ends not with the
mailing of the notice of allowance, but with the issuance of the
patent.

Thus, not including “any time consumed by” means not
including any days used to prosecute the application as
specified in clauses (i)-(ii)?. Clause (i) specifies “any time
consumed by continued examination of the application requested
by the applicant under section 132(b).” Clause (ii) specifies
“any time consumed by a proceeding under section 135(a), any
time consumed by the imposition of an order under section 181,
or any time consumed by appellate review by the Board of Patent
Appeals and Interferences or by a Federal court.” “Time” in the
context of this legislation throughout refers to days.

“Consumed by” means used by or used in the course of. Websters
Collegiate Dictionary, (11™ ed.). The “any” signifies that the
days consumed by are “any” of the days in the pendency of the
application, and not just days that occur after the application
has been pending for 3 years. As such, “any time consumed by”
refers to any days used in the course of 1) continued
examination of the application under section 132(b) (the filing
of a request for continued examination), 2) interference , ,
proceedings, 3) secrecy orders, and 4) appellate review. Thus,
that 3-year period given to the Office to issue a patent before
an adjustment will accrue for "B delay” does not include any
days used in the course of or any time consumed by clauses (i)-
(1ii), including any time consumed by the filing of a request for
continued examination.

Fourth, “the térm of the patent shall be extended 1 day for
each day after the end of that 3-year period until the patent is
issued” meaning that the consequence of this failure is that

2 Clause (iii) provides for not including (iii) any delay in the

processing of the application by the United States Patent and Trademark
Office requested by the applicant except as permitted by paragraph (3) (C),
the term of the patent shall be extended 1 day for each day after the end of
that 3-year period until the patent is issued. It is noted that paragraph
(3) (C) allows with an adequate showing by applicant for reinstatement .of no
more than 3 months of the patent term reduced for applicant delay in taking
in excess of three months to respond.
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after “the end of that 3-year period” an additional 1 day of
patent term will accrue for each day that the application is
pending until the day the patent is issued.

The “time consumed by” or-used in the course of the
continued examination of the application requested by the
applicant under section 132 (b) does not end until issuance of
the patent. 35 U.S.C. 132(b) was enacted under the same title,
the “American Inventors Protection Act of 1999,” as 35 U.S.C.
154 (b). Section 4403 of the AIPA amended 35 U.S.C. § 132 to
provide, at the request of the applicant, for continued
examination of an application for a fee (request for continued
examination or RCE practice), without requiring the applicant to
file a continuing application under 37 CFR 1.53(b) or a
continued prosecution application (CPA) under 37 CFR 1.53(d).
Thus, clause (i) is different from clause (ii) in that clause
(1) refers to an examination process whereas clause (ii) refers
to time consumed by proceedings (interferences, secrecy orders
and appeals) in an application.

By nature, the time used in the course of the examination
process continues to issuance of the patent. The examination
process involves examining the application to ascertain whether
it appears that the applicant is entitled to a patent under the
law. See 35 U.S.C. 131 (“[tlhe Director shall cause an
examination to be made of the application and the alleged new
invention; and if on such examination it appears that the
applicant is entitled to a patent under the law, the Director
shall issue a patent therefor”). If on examination it appears
that the applicant is entitled to a patent, the USPTO issues a
notice of allowance. See 35 U.S.C. 151 (“[i]f it appears that
applicant is entitled to a patent under the law, a written
notice of allowance of the application shall be given or mailed
to the applicant”). If on examination it appears that the
applicant is not entitled to a patent, the USPTO issues a notice
(an Office action) stating the applicable rejection, objection,
or other requirement, with the reasons therefor. See 35 U.S.C.
132 (“[w]lhenever, on examination, any claim for a patent is
rejected, or any objection or requirement made, the Director
shall notify the applicant thereof, stating the reasons for such
rejection, or objection or requirement, together with such
information and references as may be useful in judging of the
propriety of continuing the prosecution of his application”).
Neither the issuance of a notice of allowance nor the insurance
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of an Office action terminates the examination process. If after
the issuance of an Office action under 35 U.S.C. 132 it
subsequently appears that the applicant is entitled to a patent
(e.g., in response to an argument or amendment by the
applicant), the USPTO will issue a notice of allowance.
Conversely, if after the issuance of a notice of allowance under
'35 U.S.C. 151 it subsequently appears that the applicant is not _
entitled to a patent (e.g., in response to information provided
by the applicant or uncovered by the USPTO), the USPTO will
withdraw the application from issuance and issue an Office
action under 35 U.S.C. 132 stating the applicable rejection,
objection, or other requirement, with the reasons therefor.

As held in Blacklight Power, the USPTO’s responsibility to
" issue a patent containing only patentable claims does not end
with the issuance of a notice of allowance under 35 U.S.C. 151.
See BlackLight Power, Inc. v. Rogan, 295 F.3d 1269, 1273 (Fed.
Cir. 2002). Rather, if there is any substantial, reasonable
ground within the knowledge or cognizance of the Director as to
why an application should not issue, it is the USPTO’s duty to
refuse to issue the patent even if a notice of allowance has
previously been issued for the application. See In re
Drawbaugh, 9 App. D.C. 219, 240 (D.C. Cir 1896).

Moreover, the applicant continues to be engaged in the
examination process after the mailing of the notice of
allowance. 37 CFR 1.56 makes clear that the applicant has a
duty to disclose information material to patentability as long
as the application is pending before the USPTO (i.e., until a
patent is granted or the application is abandoned). See 37 CFR
1.56(a) (“[tlhe duty to disclose information exists with respect
to each pending claim until the claim is cancelled or withdrawn
from consideration, or the application becomes abandoned”). 37
CFR 1.97 and 1.98 provide for the consideration of information
submitted by the applicant after a notice of allowance has been
mailed. See 37 CFR 1.97(d). In addition, 37 CFR 1.312 provides
for the amendment of an application after a notice of allowance
has been mailed. In fact, the request for examination procedures3
permit the filing of a request for continued examination under
37 CFR 1.114 even after the issuance of a notice of allowance
under 35 U.S.C. 151. See 37 CFR 1.114(a) (1).

3 Thus, on occasion, even where a request for continued examination has
already been filed and a notice of allowance issued pursuant to that request,
applicant may file a further request for continued examination.
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As the examination process does not terminate with the
mailing of the notice of allowance, the time consumed by
continued examination requested by the applicant under section
132 (b) does not terminate with the mailing of the notice of
allowance. All the time the application is pending from the
date of filing of the request for continued examination to the
mailing of the notice of allowance through issuance of the
patent is a consequence of the filing of the request for
continued examination. Further action by the Office is pursuant
to that request. Applicant has gotten -further prosecution of
the application without having to file a continuing application
under 37 CFR 1.53(b).

.All of the continued examination pursuant to the filing of
the request by the applicant is properly excluded from the delay
attributed to the Office. 35 U.S.C. 154(b) (1) (B)’s guarantee of
a total application pendency of no more than three years
provides for adjustment of the patent term for delay due to the
Office’s failure to issue the patent within three years, but
does not include “any time consumed by continued examination
requested by the applicant under 35 U.S.C. 132(b).” It is not
necessary to mitigate the effect on the 20-year term to the
extent that applicant has requested that the Office continue to
examine the application via a request for continued examination,
in lieu of, the filing of a continuing application under 37 CFR
1.53(b).

In this instance, a request for continued examination was
filed on December 16, 2010, and the patent issued by virtue of
that request on August 9, 2011. Pursuant to 35 U.S.C.
154(b) (1) (B) (i), the period beginning on December 16, 2010, and
ending on August 9, 2011, is not included in calculating Office
delay. '

In view thereof, it is concluded that the patent term adjustment
of 1,266 days indicated on the patent is correct.

Nothing in this decision shall be construed as a waiver of the
requirement of 35 U.S.C. 154(b) (4) that any civil action by an
applicant dissatisfied with a determination made by the Director
under 35 U.S.C. 154(b) (3) be filed in-the United States District
Court for the District of Columbia within 180 days after the
grant of the patent.



In re Patent No. 7,992,575 Application No. 11/363,664 9

Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3222.

/Kenya A. McLaughlin/
Kenya A. McLaughlin

Attorney Advisor
Office of Petitions
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This is a decision on the petition under 37 CFR 1.313(c)(2), filed May 27, 2011, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a
submission under 37 CFR 1.114 (request for contfinued examination). See 37 CFR
1.313(c)(2).

Petitioner is advised that the issue fee paid on April 27, 2011 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied
towards the issue fee required by the new Notice of Allowance.’

Telephone inquiries should be directed to the undersigned at (571) 272-7253.
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This is a decision on the petition filed on December 15, 2011,
which is being treated as a petition under 37 CFR 1.705(d)
requesting that the patent term adjustment indicated on the
above-identified patent be corrected to indicate that the term
of the above-identified patent is extended or adjusted by one

thousand two hundred forty (1240)

days.

The petition to correct the patent term adjustment indicated on
the above-identified patent is GRANTED to the extent indicated

herein.

The term of the above-identified patent is extended or

adjusted by one thousand fifty-four (1054) days.

BACKGROUND.

On October 18, 2011, the above-identified application matured
into U.S. Patent No. 8,039,209 with a revised patent term

adjustment of 1106 days.

On December 15, 2011, patentee timely

submitted this request for reconsideration of patent term

adjustment (with required fee),

asserting that the correct

number of days of Patent Term Adjustment is 1240.
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Patentee asserts that the Office should have entered a period of
88 days of applicant delay (not 90 days) pursuant to 37 CFR
1.704(b) for the filing of the reply on November 19, 2010, in
response to the non-final Office action mailed May 21, 2010.
Patentee asserts that the three-month due date should be
calculated from August 23, 2010, because August 21, 2010, fell
on a Saturday.

Patentee’s assertion is well taken. The period of reduction of
90 days will be removed and a period of reduction of 88 days
will be entered.

Next, patentee maintains that the Office incorrectly calculated
Office delay pursuant to 37 CFR 1.702(b). Patentee contends
that the Office erred in subtracting from the “B delay” a period
of time that was not “consumed by continued examination of the
application.” Specifically, Patentee argques that (after the
filing of the request for continued examination) the Office
mailed -a Notice of Allowance on June 9, 2011, thereby closing
examination of the application on that date. Thus, Patentee
argues no continued examination took place during the 132-day
period from June 9, 2011 (the mailing date of the Notice of
Allowance) until October 18, 2011 (the date the patent was
issued). As such, patentee maintains that the “B delay” should
include the 132 days and be increased from 818 to 950 days.
Patentee concludes that the correct patent term adjustment is
1240 days (the sum of 489 days of “A delay” and 950 days of “B
delay” minus 0 days of overlap between “A delay” and “B delay”
minus 199 days of applicant delay).

RELEVANT STATUTE AND REGULATIONS

The statutory basis for calculation of “B delay” is 35 U.S.C.
154 (b) (1) (B) GUARANTEE OF NO MORE THAN 3-YEAR APPLICATION
PENDENCY, which provides that:

Subject to the limitations under paragraph (2), if the
issue of an original patent is delayed due to the failure of the
United States Patent and Trademark Office to issue a patent
within 3 years after the actual filing date of the application
in the United States, not including —
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(1) any time consumed by continued examination of the
application requested by the applicant under section 132 (b):;
(ii) any time consumed by a proceeding under - section

135(a), any time consumed by the imposition of an order under
section 181, or any time consumed by appellate review by the
Board of Patent Appeals and Interferences or by a Federal court;
or A

(iii) any delay in the processing of the application by the
United States Patent and Trademark Office requested by the
applicant except as permitted by paragraph (3) (C), the term of
the patent shall be extended 1 day for each day after the end of
that 3-year period until the patent is issued.

The implementing regulation, 37 CFR 1.702(b) provides that:

Subject to the provisions of 35 U.S.C. 154 (b) and this
subpart, the term of an original patent shall be adjusted if the
issuance of the patent was delayed due to the failure of the
Office to issue a patent within three years after the date on
which the application was filed under 35 U.S.C. 111(a) or the
national stage commenced under 35 U.S.C. 371(b) or (f) in an
international application, but not including:

(1) Any time consumed by continued examination of the
application under 35 U.S.C. 132(b);

(2) Any time consumed by an interference proceeding under 35
U.S.C. 135(a):

(3) Any time consumed by the imposition of a secrecy order
under 35 U.S.C. 181; : ' :

(4) Any time consumed by review by the Board of Patent
Appeals and Interferences or a Federal court; or

(5) Any delay in the processing of the application by the
Office that was requested by the applicant.

OPINION

Patentee’s arguments have been considered, but not found
persuasive. The Office calculated the period of “B delay”
pursuant to 35 U.S.C. 154(b) (1) (B) (1) and 37 CFR 1.702(b) (1) as
818 days based on the application having been filed under 35
U.S.C. 111(a) on February 7, 2006, and the patent not having
issued as of the day after the three year date, February 8,
2009, and a request for continued examination under 35 U.S.C.
132 (b) having been filed on May 27, 2011. 1In other words, the
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132-day period beginning on the date of mailing of the Notice of
Allowance to the date of issuance of the patent was considered
time consumed by continued examination of an application under
35 U.S.C. 132(b) and was not included in the “B delay.”

The Office’s calculation of “B delay” is correct. The “B delay”
is an adjustment entered if the issuance of the patent was
delayed due to the failure of the Office to issue a patent
within three years after the date on which the application was
filed. However, the adjustment does not include, among other
things, any time consumed by continued examination of the
application at the request of the applicant under 35 U.S.C.

132 (b)}. Thus, with respect to calculating the “B delay”, where
applicant has filed a request for continued examination the
period of adjustment is the number of days, if any, in the

" period beginning on the day after the date that is three years
after the date on which the application was filed under 35
U.S.C. 11l1(a) or the national stage commenced under 35 U.S.C.
371 (b) or (f) in an international application and ending on the
date a patent was issued, but not including the number of days
in the period beginning on the date on which a request for
continued examination of the application under 35 U.S.C. 132(b)
was filed and ending on the date the patent was issued.

Further, counting the period of time excluded from the “B delay”
for the filing of a request for continued examination under 35
U.S.C. 132(b), from the date on which the request for continued
examination is filed to the date the patent is issued is proper.
Patentee does not dispute that time consumed by continued

! pursuant to 35 U.S.C. 132(b), 37 CFR 1.114 provides for continued
examination of an application, as follows:

(a) If prosecution in an application is closed, an applicant may
request continued examination of the application by filing a submission and
the fee set forth in § 1.17(e) prior to the earliest of:

(1) Payment of the issue fee, unless a petition under § 1.313 is
granted;

(2) Abandonment of the application; or

(3) The filing of a notice of appeal to the U.S. Court of Appeals for
the Federal Circuit under 35 U.S.C. 141, or the commencement of a civil
action under 35 U.S.C. 145 or 146, unless the appeal or civil action is
terminated.

(b) Prosecution in an application is closed as used in this section
means that the application is under appeal, or that the last Office action is
a final action (§ 1.113), a notice of allowance (§ 1.311), or an action that
otherwise closes prosecution in the application.
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examination of an application under 35 U.S.C. 132(b) is properly
excluded and that the calculation of the excluded period begins
on the date of filing of the request for continued examination.
At issue is what further processing or examination beyond the
date of filing of the request for continued examination is not
any time consumed by continued examination of the application
under 35 U.S.C. 132(b). The USPTO indicated in September of
2000 in the final rule to implement the patent term adjustment
provisions of the AIPA that once a request for continued
examination under 35 U.S.C. 132(b) and 37 CFR 1.114 is filed in
an application, any further processing or examination of the
application, including granting of a patent, is by virtue of the
continued examination given to the application under 35 U.S.C.
132(b) and CFR 1.114. See Changes to Implement Patent Term
Adjustment under Twenty-Year Patent Term, 65 Fed. Reg. 56366,

" 56376 (Sept. 18, 2000) (response to comment 8). Thus, the

excluded period begins with the filing of the request for
continued examination and ends with the issuance of the patent.

Patentee’s argument that the period of time after the issuance
of a Notice of Allowance on a request for continued examination
is not “any time consumed by continued examination requested by
the applicant under section 132 (b)” within the meaning of 35
U.S.C. 154 (b) (1) (B) (i) is not availing. This limitation is not
supported by the statutory language. Garcia v. United States,
469 U.S. 70, 75 (1984) (“only the most extraordinary showing of
contrary intentions from [legislative history] would justify a
limitation on the ‘plain meaning’ of the statutory language”).

BP Am. Prod. Co. v. Burton, 549 U.S. 84, 91 (2006) (“Unless
otherwise defined, statutory terms are generally interpreted in
accordance with their ordinary meaning”). The statute provides

for a guarantee of no more than 3-year application pendency, by
providing for an adjustment in the patent term:

First, “Subject to the limitations of paragraph (2),” means that
the limitations of paragraph 2 apply to this paragraph’s
adjustment of patent term. That is, the day-to-day extension of
patent term for pendency beyond the 3 year period is restricted
as follows: 1) "B delay” cannot accrue for days of “A delay”
that overlap, 2) the patent term cannot be extended beyond
disclaimed term, and 3) the period of adjustment, including
accrued "B delay,” will be reduced for applicant delay.
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Second, “if the issue of an original patent is delayed due to
the failure of the United States Patent and Trademark QOffice to
issue a patent within 3 years after the actual filing date of
the application in the United States,” meaning that the
condition must first occur that the issuance of an original
patent (35 U.S.C. 153), not merely the issuance of a notice of
allowance, is delayed due to the Office’s failure to issue a
patent (sign and record a patent grant in the name of the United
States), not merely mail a notice of allowance, within 3 years
after the actual filing date of the application in the United
States. This provision gives the Office a three-year period to
issue a patent (sign and record a patent grant in the name of
the United States) after the application filing date before an
adjustment will accrue for “B delay.”

Third, “not including- (i) any time consumed by continued
examination of the application requested by the applicant under
section 132 (b); (ii) any time consumed by a proceeding under
section 135(a), any time consumed by the imposition of an order
under section 181, or any time consumed by appellate review by
the Board of Patent Appeals and Interferences or by a Federal
court; or (iii) any delay in the processing of the application
by the United States Patent and Trademark Office requested by
the applicant except as permitted by paragraph (3) (C), meaning
that the three-year period does not include “any time consumed
by” or “any delay in processing,” as specified in clauses (i)-
(iii). This language correlates to 35 U.S.C. 154 (b) (1) (A) which
likewise provides the basis for determining the period given the
Office to take the specified actions before an adjustment will
accrue for “A delay” (e.g., extended for 1 day after the day
after the period specified in clauses (i)-(iv)).

Furthermore, these clauses are interpreted using their ordinary
meanings. Nonetheless, the context of the legislation should be
considered. As stated in Wyeth v. Dudas, 580 F. Supp. 2d 138
(D.D.C. 2008), because the clock for calculating the 20-year
patent term begins to run on the filing date, and not on the day
the patent is actually granted, some of the effective term of a
patent is consumed by the time it takes to prosecute the
application. To mitigate this effect, the statute, inter alia,
grants adjustments of patent term whenever the patent
prosecution takes more than three years, regardless of the
reason. The time consumed by prosecution of the application
includes every day the application is pending before the Office
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from the actual filing date of the application in the United
States until the date of issuance of the patent. The time it
takes to prosecute the application ends not with the mailing of
the notice of allowance, but with the issuance of the patent.

Thus, not including “any time consumed by” means not including
any days used to prosecute the application as specified in
clauses (i)—(ii)z. Clause (i) specifies “any time consumed by
continued examination of the application requested by the
applicant under section 132(b).” Clause (ii) specifies “any
time consumed by a proceeding under section 135(a), any time
consumed by the imposition of an order under section 181, or any
time consumed by appellate review by the Board of Patent Appeals
and Interferences or by a Federal court.” “Time” in the context
of this legislation throughout refers to days. “Consumed by”
means used by or used in the course of. Websters Collegiate
Dictionary, (11 ed.). The “any” signifies that the days
consumed by are “any” of the days in the pendency of the
application, and not just days that occur after the application
has been pending for 3 years. As such, “any time consumed by”
refers to any days used in the course of 1) continued
examination of the application under section 132 (b) (the filing
of a request for continued examination), 2) interference
proceedings, 3) secrecy orders, and 4) appellate review. Thus,
that 3-year period given to the Office to issue a patent before
an adjustment will accrue for “B delay” does not include any
days used in the course of or any time consumed by clauses (i)-
(11), including any time consumed by the filing of a request for
continued examination.

Fourth, “the term of the patent shall be extended 1 day for each
day after the end of that 3-year period until the patent is
issued” meaning that the consequence of this failure is that
~after “the end of that 3-year period” an additional 1 day of
patent term will accrue for each day that the application is
pending until the day the patent is issued.

?  Clause (iii) provides for not including (iii) any delay in the processing

of the application by the United States Patent and Trademark Office requested
by the applicant except as permitted by paragraph (3) (C), the term of the
patent shall be extended 1 day for each day after the end of that 3-year
period until the patent is issued. It is noted that paragraph (3) (C) allows
with an adequate showing by applicant for reinstatement of no more than 3
months of the patent term reduced for applicant delay in taking in excess of
three months to respond.



Patent No. 8,039,209 Page 8

The “time consumed by” or used in the course of the continued
examination of the application requested by the applicant under
section 132 (b) does not end until issuance of the patent. 35
U.S.C. 132(b) was enacted under the same title, the “American
Inventors Protection Act of 1999,” as 35 U.S.C. 154(b). Section
4403 of the AIPA amended 35 U.S.C. § 132 to provide, at the
request of the applicant, for continued examination of an
application for a fee (request for continued examination or RCE
practice), without requiring the applicant to file a continuing
application under 37 CFR 1.53(b) or a continued prosecution
application (CPA) under 37 CFR 1.53(d). Thus, clause (i) is
different from clause (ii) in that clause (i) refers to an
examination process whereas clause (il) refers to time consumed
by proceedings (interferences, secrecy orders and appeals) in an
application. :

By nature, the time used in the course of the examination
process continues to issuance of the patent. The examination
process involves examining the application to ascertain whether
it appears that the applicant is entitled to a patent under the
law. See 35 U.S.C. 131 (“[t]he Director shall cause an
examination to be made of the application and the alleged new
invention; and if on such examination it appears that the
applicant is entitled to a patent under the law, the Director
shall issue a patent therefor”). If on examination it appears
that the applicant is entitled to a patent, the USPTO issues a
notice of allowance. See 35 U.S.C. 151 (“[i]f it appears that
applicant is entitled to a patent under the law, a written
notice of allowance of the application shall be given or mailed
to the applicant”). If on examination it appears that the
applicant is not entitled to a patent, the USPTO issues a notice
(an Office action) stating the applicable rejection, objection,
or other requirement, with the reasons therefor. See 35 U.S.C.
132 (“[w]henever, on examination, any claim for a patent is
rejected, or any objection or requirement made, the Director
shall notify the applicant thereof, stating the reasons for such
rejection, or objection or requirement, together with such
information and references as may be useful in judging of the
propriety of continuing the prosecution of his application”).
Neither the issuance of a notice of allowance nor the insurance
of an Office action terminates the examination process. If after
the issuance of an Office action under 35 U.S.C. 132 it
subsequently appears that the applicant is entitled to a patent
(e.g., in response to an argument or amendment by the
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applicant), the USPTO will issue a notice of allowance.
Conversely, if after the issuance of a notice of allowance under
35 U.S.C. 151 it subsequently appears that the applicant is not
entitled to a patent (e.g., in response to information provided
by the applicant or uncovered by the USPTO), the USPTO will
withdraw the application from issuance and issue an Office
action under 35 U.S.C. 132 stating the applicable rejection,’
objection, or other requirement, with the reasons therefor.

As held in Blacklight Power, the USPTO’s responsibility to issue
a patent containing only patentable claims does not end with the
issuance of a notice of allowance under 35 U.S.C. 151. See
BlackLight Power, Inc. v. Rogan, 295 F.3d 1269, 1273 (Fed. Cir.
2002). "Rather, if there is any substantial, reasonable ground
within the knowledge or cognizance of the Director as to why an
application should not issue, it is the USPTO’s duty to refuse
to issue the patent even if a notice of allowance has previously
been issued for the application. See In re Drawbaugh, 9 App.
D.C. 219, 240 (D.C. Cir 1896).

Moreover, the applicant continues to be engaged in the
examination process after the mailing of the notice of
allowance. 37 CFR 1.56 makes clear that the applicant has a
duty to disclose information material to patentability as long
as the application is pending before the USPTO (i.e., until a
patent is granted or the application is abandoned). See 37 CFR
1.56(a) (“[t]lhe duty to disclose information exists with respect
to each pending claim until the claim is cancelled or withdrawn
from consideration, or the application becomes abandoned”). 37
CFR 1.97 and 1.98 provide for the consideration of information
submitted by the applicant after a notice of allowance has been
mailed. See 37 CFR 1.97(d). In addition, 37 CFR 1.312 provides
for the amendment of an application after a notice of allowance
has been mailed. In fact, the request for examination procedures
permits the filing of a request for continued examination under
37 CFR 1.114 even after the issuance of a notice of allowance
under 35 U.S.C. 151. See 37 CFR 1.114(a) (1).

3

As the examination process does not terminate with the mailing
of the Notice of Allowance, the time consumed by continued
examination requested by the applicant under section 132 (b) does

3 Thus, on occasion, even where a request for continued examination has
already been filed and a notice of allowance issued pursuant to that request,
applicant may file a further request for continued examination.
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not terminate with the mailing of the Notice of Allowance. All
the time the application is pending from the date of filing of
the request for continued examination to the mailing of the
Notice of Allowance through issuance of the patent is a
consequence of the filing of the request for continued
examination. Further action by the Office is pursuant to that
request. Applicant has gotten further prosecution of the
application without having to file a continuing application
under 37 CFR 1.53(b). '

All of the continued examination pursuant to the filing of the
request by the applicant is properly excluded from the delay
attributed to the Office. 35 U.S.C. 154(b) (1) (B)’s guarantee of
a total application pendency of no more than three years
provides for adjustment of the patent term for delay due to the
Office’s failure to issue the patent within three years, but
does not include “any time consumed by continued examination
requested by the applicant under 35 U.S.C. 132(b).” It is not
necessary to mitigate the effect on the 20-year term to the
extent that applicant has requested that the Office continue to
examine the application via a request for continued examination,
in lieu of, the filing of a continuing application under 37 CFR
1.53(b).

In this instance, a request for continued examination was filed
on May 27, 2011, and the patent issued by virtue of that request
on October 18, 2011. Pursuant to 35 U.S.C. 154 (b) (1) (B) (i), the
period beginning on May 27, 2011, and ending on October 18,
2011, is not included in calculating Office delay.

Finally, a further review of the application history reveals
that additional grounds for reduction of patent term adjustment
pursuant to 37 CFR 1.704(c) (10) are warranted. Specifically,
patentee submitted an Information Disclosure Statement (IDS) on
March 11, 2011, after the mailing of the notice of allowance on
February 7, 2011. A review of the IDS of March 11, 2011,
reveals that it did not include a proper § 1.704(d) statement,4

4Pursuant to 37 CFR 1.704(d):

A paper containing only an information disclosure statement in
compliance with §§ 1.97 and 1.98 will not be considered a failure
to engage in reasonable efforts to conclude prosecution
(processing or examination) of the application under paragraphs
(c)(6), (c)(8), (c)(9), or (c)(10) of this section if it is
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which is a ground for reduction of patent term adjustment under
37 CFR 1.704 (c) (10). The Office responded to the IDS on April
19, 2011. Accordingly, a period of reduction of 40 days will be
entered.

Additionally, patentee should have been assessed a delay for the
filing of the petition to withdraw from issue, RCE and the IDS
on May 27, 2011, after the mailing of the notice of allowance on
February 7, 2011 (and after payment of the issue fee on April
27, 2011). The Office mailed a response to the petition to
withdraw from issue on May 31, 2011. Accordingly, the
submission of the petition to withdraw from issue after the
mailing of the notice of allowance is a proper basis under 37
CFR 1.704(c) (10) for reduction of the period of adjustment set
forth in § 1.703 to the extent that the periods are not
overlapping. See 37 CFR 1.704(c).

On June 9, 2011, the Office responded to the RCE and IDS filed
May 27, 2011. A review of the IDS filed May 27, 2011, reveals
that it did not include a statement under 37 CFR 1.704 (d).
Thus, patentee failed to engage in reasonable efforts to
conclude prosecution of the application.

Pursuant to 37 CFR 1.704(c) (10), a first period of reduction of
5 days should have been entered for the submission of the
petition to withdraw from issue, counting the number of days
beginning on the date the petition was filed, May 27, 2011, and
ending on the mailing date of the response to the petition, May
31, 2011. Pursuant to 37 CFR 1.704(c) (10), a second period
reduction of 14 should have been entered for the submission of
the RCE and IDS, counting the number of days beginning on the
date the RCE and IDS were filed, May 27, 2011, and ending on the
mailing date of the response to the RCE and IDS, June 9, 2011.

accompanied by a statement that each item of information
contained in the information disclosure statement was first cited
in any communication from a foreign patent office in a .
counterpart application and that this communication was not
received by any individual designated in § 1.56(c) more than
thirty days prior to the filing of the information disclosure
statement. This thirty-day period is not extendable.

Emphasis added.
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37 CFR 1.704(c) provides that “[clircumstances that constitute a
failure of the applicant to engage in reasonable efforts to
conclude processing or examination of an application .. will
result in the following reduction of the period of adjustment
set forth in § 1.703 to the extent that the periods are not
overlapping.” The first period of reduction of 5 days pursuant
to 37 CFR 1.704(c) (10) totally overlaps with the second period
of reduction of 14 days. Thus, a single period of reduction of
14 days will be entered for these two periods of reduction.

CONCLUSION

Accordingly, the patent term adjustment is 1054 days (489 days
of “A delay” + 818 days of “B delay” - 0 days of overlap - 253
days of applicant delay).

The Office will sua sponte issue a certificate of correction.
Pursuant to 37 CFR 1.322, the Office will not issue a
certificate of correction without first providing assignee or
patentee an opportunity to be heard. Accordingly, patentee is
given one (1) month or thirty (30) days, whichever is longer,
from the mail date of this decision to respond. No extensions
of time will be granted under 37 CFR 1.136.

This matter is being referred to the Certificates of Correction
Branch for issuance of a certificate of correction. The Office
will issue a certificate of correction indicating that the term
of the above-identified patent is extended or adjusted by one
thousand fifty-four (1054) days.

Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3211.

(Uavuo Rvoe “PWFDW“’LQ‘D

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction
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UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT : 8,039,209 B2
DATED : Oct. 18,2011
INVENTOR(S) : Lindquist et al.

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby
corrected as shown below: .

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by (1106) days.

Delete the phrase “by 1106 days” and insert — by 1054 days--




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

DOV ROSENFELD Mail Date: 08/06/2010
5507 COLLEGE AVE

SUITE 2
OAKLAND, CA 94618

Applicant : Richard T. Wales : DECISION ON REQUEST FOR

Patent Number : 7660477 : RECALCULATION of PATENT

Issue Date : 02/09/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/363,920 : OF WYETH AND NOTICE OF INTENT TO
Filed :

02/28/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1018 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

ACCENTURE/F ENNEGAN, HENDERSON,

FARABOW, GARRETT & DUNNER, LLP

901 NEW YORK AVENUE

WASHINGTON, DC 20001-4413 MAlLED

JAN 05 2011
LA : OFFICE OF PETITIONS
In re Application of o
Michael Mikurak : :
Application No. 11/363,926 : DECISION GRANTING PETITION
Filed: February 27, 2006 : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 10761.0201-01

This is a decision on the petition under 37 CFR 1.313(c)(2), filed December 30, 2010, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on December 6, 2010 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries regarding this decision should: be directed to undersigned at (571) 272-1642.
All other inquiries concerning the examination or status of this application should be directed to
the Technology Center.

This application is being referred to Technology Center AU 3684 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement.

/AMW/

April M. Wise
Petitions Examiner
Office of Petitions

The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Part
B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the Issue
Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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Alexandria, VA 22313-1450
www.uspfo.gov

FISH & RICHARDSON PC
PO BOX 1022 '
MINNEAPOLIS MN 55440-1022 MAILED
ALG 09 2011

OFFICE OF PETITIONS
In re Patent No. 7,939,310 " : DECISION ON ,
Young, et al. : REQUEST FOR RECONSIDERATION
Application No. 11/364,013 : of PATENT TERM ADJUSTMENT
Issue Date: May 24, 2011 : and
Filed: February 28, 2006 : NOTICE OF INTENT TO ISSUE
Attorney Docket No. 24525-0028001 : CERTIFICATE OF CORRECTION

This is a decision on the “APPLICATION FOR PATENT TERM ADJUSTMENT UNDER 37
C.F.R. §1.705(d)”, filed July 22, 2011, requesting that the patent term adjustment indicated on

~ the above-identified patent be cdrrected from one hundred ninety-seven (197) days to three
hundred (300) days.

The petition to correct the patent term adjustment indicated on the above-identified patent is
GRANTED to the extent indicated herein.

On May 24, 2011, the instant application matured into U.S. Patent No. 7,947,496 with a patent
term adjustment of one hundred ninety-seven (197) days. The Office determined a patent term
adjustment of 197 days based upon 415 days of Office delay pursuant to 37 CFR 1.703(b),
reduced by 218 days of Applicant delay due to 61 and 94 days of Applicant delay under 37 CFR
1.704(b), and 48 and 15 days of Applicant delay under 37 CFR 1.704(c)(8).

Patentees argue that even though they filed an RCE on April 20, 2010, they should be awarded
37 CFR 1.703(b) “over three year” delay from the time the Office mailed a Notice of Allowance
on January 25, 2011 until the issue date of the patent. In other words, Patentee argue that no
continued examination took place during this time period, and the Office should be accorded 120
additional days of delay pursuant to 37 CFR 1.703(b). Patentee’s argument has been considered,
but is not persuasive.



RELEVANT STATUTE AND REGULATIONS

The statutory basis for calculation of “B delay” is 35 U.S.C. 154(b)(1)(B) GUARANTEE OF
NO MORE THAN 3-YEAR APPLICATION PENDENCY, which provides that:

Subject to the limitations under paragraph (2), if the issue of an original patent is delayed due to
the failure of the United States Patent and Trademark Office to issue a patent within 3 years after
the actual filing date of the application in the United States, not including —

() any time consumed by continued examination of the application requested by the
applicant under section 132(b);

(ii) any time consumed by a proceeding under section 135(a), any time consumed by the
imposition of an order under section 181, or any time consumed by appellate review by
the Board of Patent Appeals and Interferences or by a Federal court; or

(iii) any delay in the processing of the application by the United States Patent and
Trademark Office requested by the applicant except as permitted by paragraph (3)(C), the
term of the patent shall be extended 1 day for each day after the end of that 3-year period
until the patent is issued.

The implementing regulation, 37 CFR 1.702(b) provides that:

Subject to the provisions of 35 U.S.C. 154(b) and this subpart, the term of an original patent shall
be adjusted if the issuance of the patent was delayed due to the failure of the Office to issue a
patent within three years after the date on which the application was filed under 35 U.S.C. 111(a)
... or.the national stage.commenced under 35 U.S.C. 371(b) or (f) in an international- application,
but not including;:

(1) Any time consumed by continued examination of the application under 35 U.S.C.
132(b);

(2) Any time consumed by an interference proceeding under 35 U.S.C. 135(a);

(3) Any time consumed by the imposition of a secrecy order under 35 U.S.C. 181;

(4) Any time consumed by review by the Board of Patent Appeals and Interferences or a
Federal court; or '

(5) Any delay in the processing of the application by the Office that was requested by the
applicant.

" OPINION

Patentee’s arguments have been considered, but not found persuasive. The Office calculated the
period of “B delay” pursuant to 35 U.S.C. 154(b)(1)(B)(i) and 37 CFR 1.702(b)(1) as 415 days
based on the application having been filed under 35 U.S.C. 111(a) on February 28, 2006 and a
request for continued examination under 132(b) having been filed on April 20, 2010. In other



words, the 120 day period beginning on the date of mailing of the notice of allowance on January
25,2011 to the date of issuance of the patent was considered time consumed by continued
examination of an application under 35 U.S.C. 132(b) and was not included in the “B delay.”

The Office’s calculation of “B delay” is correct. The “B delay” is an adjustment entered if the
issuance of the patent was delayed due to the failure of the Office to issue a patent within three
years after the date on which the application was filed. However, the adjustment does not
include, among other things, any time consumed by continued examination of the application at
the request of the applicant under 35 U.S.C. 132(b)". So, with respect to calculating the “B
delay” where applicant has filed a request for continued examination, the period of adjustment is
the number of days, if any, in the period beginning on the day after the date that is three years
after the date on which the application was filed under 35 U.S.C. 111(a) or the national stage
commenced under 35 U.S.C. 371(b) or (f) in an international application and ending on the date
a patent was issued, but not including the number of days in the period beginning on the date on
which a request for continued examination of the application under 35 U.S.C. 132(b) was filed
and ending on the date the patent was issued.

Further, counting the period of time excluded from the “B delay” for the filing of a request for
continued examination under 35 U.S.C. 132(b), from the date on which the request for continued
examination is filed to the date the patent is issued is proper. Patentee does not dispute that time
consumed by continued examination of an application under 35 U.S.C. 132(b) is properly
excluded and that the calculation of the excluded period begins on the date of filing of the
request for continued examination. At issue is what further processing or examination beyond
the date of filing of the request for continued examination is not any time consumed by
continued examination of the application under 35 U.S.C. 132(b). The USPTO indicated in
September of 2000 in the final rule to implement the patent term adjustment provisions of the
AIPA that once a request for continued examination under 35 U.S.C. 132(b) and 37 CFR 1.114 is
filed in an application, any further processing or examination of the application, including
granting of a patent, is by-virtue of the-continued-examination given to the application under 35
U.S.C. 132(b) and CFR 1.114. See Changes to Implement Patent Term Adjustment under -
Twenty-Year Patent Term, 65 Fed. Reg. 56366, 56376 (Sept. 18, 2000) (response to comment 8).
Thus, the excluded period begins with the filing of the request for continued examination and
ends with the issuance of the patent.

' Pursuant to 35 U.S.C. 132(b) , 37 CFR 1.114 provides for continued examination of an application, as follows:

(a) If prosecution in an application is closed, an applicant may request continued examination of the
application by filing a submission and the fee set forth in § 1.17(e) prior to the earliest of:

(1) Payment of the issue fee, unless a petition under § 1.313 is granted;

(2) Abandonment of the application; or

(3) The filing of a notice of appeal to the U.S. Court of Appeals for the Federal Circuit under 35 U.S.C.
141, or the commencement of a civil action under 35 U.S.C. 145 or 146, unless the appeal or civil action is
terminated.

(b) Prosecution in an application is closed as used in this section means that the application is under
appeal, or that the last Office action is a final action (§ 1.113), a notice of allowance (§ 1.311), or an action that
otherwise closes prosecution in the application.



Patentee’s argument that the period of time after the issuance of a notice of allowance on a
request for continued examination is not “any time consumed by continued examination
requested by the applicant under section 132(b)” within the meaning of 35 U.S.C.
154(b)(1)(B)(i) is not availing. This limitation is not supported by the statutory language. Garcia
v. United States, 469 U.S. 70, 75 (1984) (“only the most extraordinary showing of contrary
intentions from [legislative history] would justify a limitation on the ‘plain meaning’ of the
statutory language”). BP Am. Prod. Co. v. Burton, 549 U.S. 84, 91 (2006) (“Unless otherwise
defined, statutory terms are generally interpreted in accordance with their ordinary meaning”).
The statute provides for a guarantee of no more than 3-year application pendency, by providing
for an adjustment in the patent term:

First, “Subject to the limitations of paragraph (2),” means that the limitations of paragraph 2
apply to this paragraph’s adjustment of patent term. That is, the day-to-day extension of patent
term for pendency beyond the 3 year period is restricted as follows: 1) “B delay” cannot accrue
for days of ““A delay” that overlap, 2) the patent term cannot be extended beyond disclaimed
term, and 3) the period of adjustment, including accrued “B delay,” will be reduced for applicant
delay.

Second, “if the issue of an original patent is delayed due to the failure of the United States Patent
and Trademark Office to issue a patent within 3 years after the actual filing date of the
application in the United States,” meaning that the condition must first occur that the issuance of
an original patent (35 U.S.C. 153), not merely the issuance of a notice of allowance, is delayed
.due to the Office’s failure to issue a patent (sign and record a patent grant in the name of the
United States), not merely mail a notice of allowance, within 3 years after the actual filing date
of the application in the United States. This provision gives the Office a three-year period to
issue a patent (sign and record a patent grant in the name of the United States) after the
application filing date before an adjustment will accrue for “B delay.”

Third, “not including- (i) any time consumed by continued examination of the application
requested by the applicant under - section 132(b); (ii) any time consumed by a proceeding under
section 135(a), any time consumed by the imposition of an order under section 181, or any time
consumed by appellate review by the Board of Patent Appeals and Interferences or by a Federal
court; or (iii) any delay in the processing of the application by the United States Patent and
Trademark Office requested by the applicant except as permitted by paragraph (3)(C), meaning
that the three-year period does not include “any time consumed by” or “any delay in processing,”
as specified in clauses (i)-(iii). This language correlates to 35 U.S.C. 154(b)(1)(A) which
likewise provides the basis for determining the period given the Office to take the specified
actions before an adjustment will accrue for “A delay” (e.g., extended for 1 day after the day
after the period specified in clauses (i)-(iv)).

Furthermore, these clauses are interpreted using their ordinary meanings. Nonetheless, the
context of the legislation should be considered. As stated in Wyeth v. Dudas, (580 F. Supp. 2d
138), because the clock for calculating the 20-year patent term begins to run on the filing date,
and not on the day the patent is actually granted, some of the effective term of a patent is
consumed by the time it takes to prosecute the application. To mitigate this effect, the statute,
inter alia, grants adjustments of patent term whenever the patent prosecution takes more than




three years, regardless of the reason. The time consumed by prosecution of the application
includes every day the application is pending before the Office from the actual filing date of the
application in the United States until the date of issuance of the patent. The time it takes to
prosecute the application ends not with the mailing of the notice of allowance, but with the
issuance of the patent.

Thus, not including “any time consumed by’ means not including any days used to prosecute the
application as specified in clauses (i)-(ii)2. Clause (i) specifies “any time consumed by i
continued examination of the application requested by the applicant under section 132(b).”
Clause (ii) specifies “any time consumed by a proceeding under section 135(a), any time

- consumed by the imposition of an order under section 181, or any time consumed by appellate
review by the Board of Patent Appeals and Interferences or by a Federal court.” “Time” in the
context of this legislation throughout refers to days. “Consumed by” means used by or used in
the course of. Websters Collegiate Dictionary, (11th ed.). The “any” signifies that the days
consumed by are “any” of the days in the pendency of the application, and not just days that
occur after the application has been pending for 3 years. As such, “any time consumed by”
refers to any days used in the course of 1) continued examination of the application under section
132(b)(the filing of a request for continued examination), 2) interference proceedings, 3) secrecy
orders, and 4) appellate review. Thus, that 3-year period given to the Office to issue a patent
before an adjustment will accrue for “B delay” does not include any days used in the course of or
any time consumed by clauses (i)-(ii), including any time consumed by the filing of a request for
continued examination.

Fourth, “the term of the patent shall be extended 1 day for each day after the end of that 3-year
period until the patent is issued” meaning that the consequence of this failure is that after “the
end of that 3-year period” an additional 1 day of patent term will accrue for each day that the
application is pending until the day the patent is issued.

_The “time consumed by” or used in the course of the continued examination-of the application
requested by the applicant under section 132(b) does not end until issuance of the patent. 35
U.S.C. 132(b) was enacted under the same title, the “American Inventors Protection Act of
1999,” as 35 U.S.C. 154(b). Section 4403 of the AIPA amended 35 U.S.C. § 132 to provide, at
the request of the applicant, for continued examination of an application for a fee (request for
continued examination or RCE practice), without requiring the applicant to file a continuing
application under 37 CFR 1.53(b) or a continued prosecution application (CPA) under 37 CFR
1.53(d). Thus, clause (i) is different from clause (ii) in that clause (i) refers to an examination

. process whereas clause (ii) refers to time consumed by proceedings (interferences, secrecy orders

and appeals) in an application.

Clause (iii) provides for not including (iii) any delay in the processing of the application by the United
States Patent and Trademark Office requested by the applicant except as permitted by paragraph (3)(C), the term of
the patent shall be extended 1 day for each day after the end of that 3-year period until the patent is issued. It is
noted that paragraph (3)(C) allows with an adequate showing by applicant for reinstatement of no more than 3
months of the patent term reduced for applicant delay in taking in excess of three months to respond.



By nature, the time used in the course of the examination process continues to issuance of the
patent. The examination process involves examining the application to ascertain whether it
appears that the applicant is entitled to a patent under the law. See 35 U.S.C. 131 (“[t]he
Director shall cause an examination to be made of the application and the alleged new invention;
and if on such examination it appears that the applicant is entitled to a patent under the law, the
Director shall issue a patent therefor”). If on examination it appears that the applicant is entitled
to a patent, the USPTO issues a notice of allowance. See 35 U.S.C. 151 (“[i]f it appears that
applicant is entitled to a patent under the law, a written notice of allowance of the application
shall be given or mailed to the applicant™). If on examination it appears that the applicant is not
entitled to a patent, the USPTO issues a notice (an Office action) stating the applicable rejection,
objection, or other requirement, with the reasons therefor. See 35 U.S.C. 132 (“[w]henever, on
examination, any claim for a patent is rejected, or any objection or requirement made, the
Director shall notify the applicant thereof, stating the reasons for such rejection, or objection or
requirement, together with such information and references as may be useful in judging of the
propriety of continuing the prosecution of his application”). Neither the issuance of a notice of
allowance nor the insurance of an Office action terminates the examination process. If after the
issuance of an Office action under 35 U.S.C. 132 it subsequently appears that the applicant is
entitled to a patent (e.g., in response to an argument or amendment by the applicant), the USPTO
will issue a notice of allowance. Conversely, if after the issuance of a notice of allowance under
35 U.S.C. 151 it subsequently appears that the applicant is not entitled to a patent (e.g., in
response to information provided by the applicant or uncovered by the USPTO), the USPTO will
withdraw the application from issuance and issue an Office action under 35 U.S.C. 132 stating
the applicable rejection, objection, or other requirement, with the reasons therefor.

As held in Blacklight Power, the USPTO’s responsibility to issue a patent containing only
patentable claims does not end with the issuance of a notice of allowance under 35 U.S.C. 151.
See BlackLight Power, Inc. v. Rogan, 295 F.3d 1269, 1273 (Fed. Cir. 2002). Rather, if there is
any substantial, reasonable ground within the knowledge or cognizance of the Director as to why
-an application should not issue, it is the USPTO’s duty to refuse to issue the patent even if a

notice of allowance has previously been issued for the application. See In re Drawbaugh, 9 App.
D.C. 219, 240 (D.C. Cir 1896). .

Moreover, the applicant continues to be engaged in the examination process after the mailing of
the notice of allowance. 37 CFR 1.56 makes clear that the applicant has a duty to disclose
information material to patentability.as long as the application is pending before the USPTO
(i.e., until a patent is granted or the application is abandoned). See 37 CFR 1.56(a) (“{t]he duty to
disclose information exists with respect to each pending claim until the claim is cancelled or
withdrawn from consideration, or the application becomes abandoned”). 37 CFR 1.97 and 1.98
provide for the consideration of information submitted by the applicant after a notice of
allowance has been mailed. See 37 CFR 1.97(d). In addition, 37 CFR 1.312 provides for the
amendment of an application after a notice of allowance has been mailed. In fact, the request for
examination procedures3 permit-the filing of a request for continued examination under 37 CFR
1.114 even after the issuance of a notice of allowance under 35 U.S.C. 151. See 37 CFR
1.114(a)(1).

> Thus, on occasion, even where a request for continued examination has already been filed and a notice of

allowance issued pursuant to that request, applicant may file a further request for continued examination.



As the examination process does not terminate with the mailing of the notice of allowance, the
time consumed by continued examination requested by the applicant under section 132(b) does
not terminate with the mailing of the notice of allowance. All the time the application is pending
from the date of filing of the request for continued examination to the mailing of the notice of
allowance through issuance of the patent is a consequence of the filing of the request for
continued examination. Further action by the Office is pursuant to that request. Applicant has
gotten further prosecution of the application without having to file a continuing application under
37 CFR 1.53(b).

All of the continued examination pursuant to the filing of the request by the applicant is properly
excluded from the delay attributed to the Office. 35 U.S.C. 154(b)(1)(B)’s guarantee of a total
application pendency of no more than three years provides for adjustment of the patent term for
delay due to the Office’s failure to issue the patent within three years, but does not include “any
time consumed by continued examination requested by the applicant under 35 U.S.C. 132(b).” It
1s not necessary to mitigate the effect on the 20-year term to the extent that applicant has
requested that the Office continue to examine the application via a request for continued
examination, in lieu of, the filing of a contmulng application under 37 CFR 1.53(b).

In this instance, a request for continued examination was filed on April 20, 2010, and the patent
issued by virtue of that request on May 24, 2011. Pursuant to 35 U.S.C. 154(b)(1)(B)(i), the
period beginning on April 20, 2010 and ending on May 24, 2011 is not included in calculating
Office delay.

In addition, Patentees also point out that they should have been assessed seventeen (17) days.of
Applicant delay pursuant to 37 CFR 1.704(c)(10). A review of the record reveals that Applicants
filed a RCE, subsequent to the Office’s mailing of a Notice of Allowance, on April 20, 2010. In
response, the Office mailed a non-final Office action on May 6, 2010. Accordingly, pursuant to
37 CFR 1.704(c)(10), 17 days.of Appllcant delay should have been assessed. '

In view thereof, the correct number of days of patent term adjustment is one hundred éighty
(180) days (415 days of “B” delay, reduced by 235 (61+48+17+94+15 days of Applicant delay
and 358 days of overlap).

The application is being forwarded to the Certificate of Corrections Branch for issuance of a
certificate of correction. The Office will issue a certificate of correction indicating that the term
of the above-identified patent is extended or adjusted by one hundred eighty (180) days.

Telephone inquiries specific to this matter should be directed to the undersigned at (571) 272-
3207. :

A

Cliff Congo
Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE
DRAFT CERTIFICATE OF CORRECTION

PATENT : 7,9ﬁ7,496 B2
DATED : May 24, 2011
- INVENTOR(S) : Youngetal.. -

It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below:

On the cover page,

[*] Notice: Subjeét to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by 197 days.

Delete the phrase “by 197 days” and insert — by 180 days--




Doc¢ Code:; PET.PTA.RCAL
Document Description: Request for Recalculation in view of Wyeth PTO/SBI131 (01-10)
Approved for use through 02/28/2011. OMB 0651-0020
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT
IN VIEW OF WYETH*

Nomper 2% 50255.0028/P028 Patent Number: 7 557 868
Filing Dat

(o 371(b) or (7 Date): 03-01-2006 Issue Date: 5 53 2010

First Named

mventor:  YOShinori Hayashi

Tle: OPTICAL SCANNING DEVICE AND IMAGE FORMING APPARATUS

PATENTEE HEREBY REQUESTS RECALCULATION OF THE PATENT TERM ADJUSTMENT (PTA)
UNDER 35 USC 154(b) INDICATED ON THE ABOVE-IDENTIFIED PATENT. THE PATENTEE'S
SOLE BASIS FOR REQUESTING THE RECALCULATION IS THE USPTO’S PRE-WYETH
INTERPRETATION OF 35 U.S.C. 154(b)(2)(A).

Note: This form is only for requesting a recalculation of PTA for patents issued before
March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A). See Instruction Sheet on page 2 for more
information. -

Patentees are reminded that to preserve the right to review in the United States District Court
for the District of Columbia of the USPTO’s patent term adjustment determination, a patentee
must ensure that he or she also takes the steps required under 35 U.S.C. 154(b)(3) and (b)(4)
and 37 CFR 1.705 in a timely manner.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).

L
Signat&e \/2]\“\/{“’(”/(\ YV( WM{ (V\/(/(/(, Date AUQUSt% 2010

(Print/Typed) Registration Number 55 ,440

e Sengter M. Md

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature,
see below™.

forms are submitted.

*Total of _!

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

DICKSTEIN SHAPIRO LLP Mail Date: 08/26/2010
1825 EYE STREET NW

Washington, DC 20006-5403

Applicant : Yoshinori Hayashi : DECISION ON REQUEST FOR

Patent Number : 7667868 : RECALCULATION of PATENT

Issue Date : 02/23/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/364,073 : OF WYETH AND NOTICE OF INTENT TO
Filed :

03/01/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1029 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Paper No.
QUALCOMM INCORPORATED o
5775 MOREHOUSE DR. MAILED
SAN DIEGO CA 92121 ocT 0472011
OPFICE OF PETITIONS

In re Patent No. 7,991,416

DECISION ON REQUEST

Lindner : FOR

Issue Date:  August 2, 2011 : RECONSIDERATION OF
Application No. 11/364,145 ¢ PATENT TERM ADJUSTMENT
Filed: February 27, 2006 : and

Atty Docket No. 050729 ¢ NOTICE OF INTENT TO ISSUE

¢ CERTIFICATE OF CORRECTION

This is a decision on the petition filed on September 30, 2011,
which is being treated as a petition under 37 CFR 1.705(d)
requesting that the patent term adjustment indicated on the
above-identified patent be corrected to indicate that the term
of the above-identified patent is extended or adjusted by one
thousand two hundred fifty-three (1253) days.

The petition to correct the patent term adjustment indicated on
the above-identified patent to indicate that the term of the
above-identified patent is extended or adjusted by one thousand
two hundred fifty-three (1253) days is GRANTED.

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e). No additional fees are required.

Patentee correctly argues that the over three year period was
not properly calculated beginning on February 28, 2009 and
ending on January 10, 2011, the day before the first RCE was
filed, which amounts to 682 days for “B” delay. See U.S.C.
154(b)(1)(B)(i). The Office used an incorrect date for the
filing of the RCE. The period of B delay of 317 days based on



Patent No. 7,991,416 Application No. 11/364,145 Page 2

the incorrect date has been removed and a period of 682 days has
been entered.

The Office will sua sponte issue a certificate of correction.
Pursuant to 37 CFR 1.322, the Office will not issue a
certificate of correction without first providing assignee or
patentee an opportunity to be heard. Accordingly, patentees are
given one (1) month or thirty (30) days, whichever is longer,
from the mail date of this decision to respond. No extensions
of time will be granted under § 1.136.

Nothing in this decision shall be construed as a waiver of the
requirement of 35 U.S.C. 154(b)(4) that any civil action by an
applicant dissatisfied with a determination made by the Director
under 35 U.S.C. 154(b)(3) be filed in the United States District
Court for the District of Columbia within 180 days after the
grant of the patent.

The application is being forwarded to the Certificates of Branch
for issuance of a certificate of correction. The Office will
issue a certificate of correction indicating that the term of
the above-identified patent is extended or adjusted by one
thousand two hundred fifty-three (1253) days.

Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3219.

Enclosure: Copy of DRAFT Certificate of Correction



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT © 7,991,416 B2
DATED : August 2, 2011 DRAFT
INVENTOR(S) :  Lindner

It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted under 35
USC 154(b) by 888 days

Delete the phrase “by 888 days” and insert — by 1253 days--




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
Al is; Virginia 22313-1450
WWWw.usplo.gov

APPLICATION NO. ] FILINGDATE I FIRST NAMED INVENTOR . | ATTORNEY DOCKETNO. | CONFIRMATION NO. I
11/364,168 03/01/2006 Yoram Nelken 40003959-0007-002 9037
26263 7590 01/2012012 — '
SNR DENTON US LLP | EXAMINER - |
P.0. BOX 061080 DICKERSON, TIPHANY B
CHICAGO, IL 60606-1080 I . l o APER NOMBER I
ARTUNIT -~ _ NUMBER
3623
| MAIL DATE | DELIVERY MODE J

01/20/2012 PAPER
Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
o Alexandria, VA 22313-1450
Www.UsHi0.Qov
JAN 2 0 2012
Tarek N. Fahmi
SNR Denton US LLP
PO BOX 061080
Chicago, lllinois 60606-1080
In re application of ' : DECISION ON PETITION
Yoram Nelken : TO ACCEPT COLOR PHOTOGRAPHS
Application No. 11/364,168 : UNDER 37 C.F.R. SECTION 1.84(a)(2)

Filed: March 1, 2006

For: AUTOMATIC SCHEDULING
METHOD AND APPARATUS

Thisis a dec_ision on the petition filed on November 17, 2006 requesting acceptance of
color photographs under 37 C.F.R. Section 1.84(b)(2).

The petition to accept color drawings is DISMISSED.

The petition requests that the United States Patent and Trademark Office accept color
photographs in lieu of black and white drawings. Specifically, although Applicant does not
specify in its petition which Figures are at issue, it is evident that Figures 20-31 are pertinent
to the petition, comprising screen shot photographs showing exemplary windows of preferred
implementations of Applicant’s invention. See Applicant's Specification, March 1, 2006, pg. 5.

37 C.F.R..Section 1.84(b)(1) and (2) set forth the following regarding photog‘raphs:

(b) Photographs .— ] '
(1) Black and white . Photographs, including photocopies of photographs, are
not ordinarily permitted in utility and design patent applications. The Office will
accept photographs in utility and design patent applications, however, if
photographs are the only practicable medium for illustrating the claimed
invention. For example, photographs or photomicrographs of: electrophoresis
gels, blots (e.g., immunological, western, Southern, and northern), auto-
radiographs, cell cultures (stained and unstained), histological tissue cross
sections (stained and unstained), animals, plants, in vivo imaging, thin layer
chromatography plates, crystalline structures, and, in a design patent -
-application, ornamental effects, are acceptable. If the subject matter of the
application admits of illustration by a drawing, the examiner may require a

drawing in place-of thezphotograph—The photographs-must-be-of sufficient

quality so that all details in the photographs are reproducible in the printed



patent.

(2) Color photographs . Color photographs will be accepted in utlhty and
design patent applications if the conditions for accepting color drawings and
black and white photographs have been satisfied. See paragraphs (a)(2) and
(b)(1) of this section.

Furthermoré, 37 C.F.R Section i.84, Standards for Drawings, sets forth the following:

§ 1.84 Standards for drawings.

(a) Drawings . There are two acceptable categories for presenting drawmgs in
utility and design patent applications.

(1) Black ink . Black and white drawings are normally requnred India ink, or its
equivalent that secures solid black lines, must be used for drawings; or

(2) Color. On rare occasions, color drawings may be necessary as the only
practical medium by which to disclose the subject matter sought to be
patented in a utility or design patent application or the subject matter of a
statutory invention registration. The color drawings must be of sufficient
quality such that all details in the drawings are reproducible in black and white
in the printed patent. Color drawings are not permitted in international
applications (see PCT Rule 11.13), or in an application, or copy thereof,
submitted under the Office electronic filing system. The Office will accept
color drawings in utility or design patent applications and statutory invention
registrations only after granting a petition filed under this paragraph explaining
why the color drawnngs are necessary. Any such petition must include the
following:

(i) The fee set forth in § 1.17(h);

(ii) Three (3) sets of color drawings;

(i)  An amendment to the specification to insert (unless the specnﬂcatlon
contains or has been previously amended to contain) the foliowing

language as the first paragraph of the brief description of the drawings:

The patent or application file contains at least one drawing

executed in color. Copies of this patent or patent application publication

with color drawing(s) will be provided by the Office upon request and

payment of the necessary fee.

NOTE: According to Section H of the Legal Framework for EFS-Web
(17DEC09),"only one set of such color drawings is necessary when filing via
EFS-Web."

As such, for a petition for color photographs to be granted, color photography must be the only
practicable medium for illustrating the claimed invention, and the conditions for accepting color
drawings and black and white photographs must have been satisfied, whereby the petition
must include all of the requirements of 37 C.F.R. 1.84 (a)(2)(i)—(iii).

While Applicant’s petition was accompanied by 1.84(a)(2)(i) the fee set forth in Section 1.17(h),

_(ii)-three-sets-of color photographs, and._(iii)-a_ proposed amendment to the specification

compnsmg the required language in the first paragraph of the brief description of the drawings;
Applicant has not offered any evidence as to why color photography is the only practicable




medium for illustrating the claimed invention. Also, upon further consideration of the
screenshots of Figures 20-31, there is no evidence that reducing these color photographs to
black and white drawings would prevent them from accurately depicting the windows,
calendars, tables, and other data, or result in a loss of certain features if reproduced in black
and white. Therefore, it is determined that color photography is not the only practicable
medium for illustrating the claimed invention.

As a result, Applicant's submission does not meet all the criteria set out above. Thus, the
petition is DIMISSED. '

Telephone inquiries shduld be directed to Beth Boswell, Supervisory Patent Examiner, at
(571) 272-6737. .

Beth Boswell
Supervisory Patent Examiner, Art Unit 3623

Patent Technology Center 3600
(571) 272-6737




Doc Code: PET.PTA.RCAL

Document Description: Request for Recalculation in view of Wyeth PTO/SB/131 (01-10)
Approved for use through 02/28/2011. OMB 0651-0020

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT
IN VIEW OF WYETH*

Number ' 050347 Patent Number: 7 G56 743
Filing Date .

(or 371(b) or (f) Date): 02-28-2006 Issue Date: 5_5_ 5010

First Named

Inventor: Vaishnav Srinivas

Tile: G OCK SIGNAL GENERATION TECHNIQUES FOR MEMORIES THAT DO NOT GENERATE A STROBE

PATENTEE HEREBY REQUESTS RECALCULATION OF THE PATENT TERM ADJUSTMENT (PTA)
UNDER 35 USC 154(b) INDICATED ON THE ABOVE-IDENTIFIED PATENT. THE PATENTEE'S
SOLE BASIS FOR REQUESTING THE RECALCULATION IS THE USPTO'S PRE-WYETH
INTERPRETATION OF 35 U.S.C. 154(b)(2)(A).

Note: This form is only for requesting a recalculation of PTA for patents issued before
March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A). See Instruction Sheet on page 2 for more
information.

Patentees are reminded that to preserve the right to review in the United States District Court
for the District of Columbia of the USPTO’s patent term adjustment determination, a patentee
must ensure that he or she also takes the steps required under 35 U.S.C. 154(b)(3) and (b)(4)
and 37 CFR 1.705 in a timely manner.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).

signatre /R@MIN Mobarhan, Reg# 50,182/ pae  07-29-2010

Name Ramin Mobarhan

(Print/ Typed) Registration Number 50182

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature,
see below™.

*Totalof_'______ forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




PTO/SB/131 (01-10)
Approved for use through 02/28/2011. OMB 0651-0020
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for:
REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT

IN VIEW OF WYETH*
(Not to be Submitted to the USPTO)

This form is only for requesting a recalculation of PTA for patents issued
before March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s
pre-Wyeth interpretation of 35 U.S.C. 154(b)(2)(A).

This form must be filed within 180 days of the day the patent was granted, with the
following exception:

Patentees who received a decision from the USPTO under the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A) may file a request for reconsideration of that decision if
such a request for reconsideration is filed within two months of the date of the decision (37
CFR 1.181(f)). If the patentee’s sole basis for requesting reconsideration of the decision is the
USPTO’s pre-Wyeth interpretation of 35 U.S.C. 154(b)(2)(A), the request for reconsideration
need only state that reconsideration is being requested in view of Wyeth (this form may be
used for this purpose if it is filed within two months of the date of the decision from the
USPTO).

Do not use this form if the application has been allowed, but not yet issued as a
patent.

1. For patents issued before March 2, 2010: A request for reconsideration under 37 CFR
1.705(d) and the fee set forth in 37 CFR 1.18(e) are not required, provided that the patentee’s
sole basis for requesting recalculation of the PTA in the patent is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A) and this form is filed within 180 days of the day the patent
was granted.

2. For patents issued on or after March 2, 2010 (do not use this form): Patentees seeking a
revised PTA in a patent issued on or after March 2, 2010, must file a request for reconsideration
under 37 CFR 1.705(d) that complies with the requirements of 37 CFR 1.705(b)(1) and (b)(2)
within two months of the day the patent issued.

For more information, see “Notice Concerning Calculation of the Patent Term Adjustment

With Respect to the Overlapping Delay Provision of 35 U.S.C. 154(b)(2)(A)” available on the
USPTO Web site at http://www.uspto.gov/patents/law/notices/2010.jsp.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

2. Arecord from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

3. Arecord in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

5. Arecord related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

8. Arecord from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

9. Arecord from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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QUALCOMM INCORPORATED Mail Date: 08/11/2010
5775 MOREHOUSE DR.

SAN DIEGO, CA 92121

Applicant : Vaishnav Srinivas : DECISION ON REQUEST FOR

Patent Number : 7656743 : RECALCULATION of PATENT

Issue Date : 02/02/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/364,296 : OF WYETH AND NOTICE OF INTENT TO
Filed :

02/28/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 96 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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NASH & TITUS, LLC
21402 UNISON RD . B
MIDDLEBURG VA 20117 | MAILED

MAR 0.7.2011
In re Application of
Kevin K. Pitzer et al. : OFFICE OF P ETITIONS
Application No. 11/364,425 . :  DECISION ON PETITION

Filed: February 28, 2006
Attorney Docket No. ARMY 120C

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
August 11, 2010, to revive the above-identified application.

' The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the Restriction
Requirement, mailed November 02, 2006, which set a shortened statutory period for reply of one
(1) month or thirty (30) days (whichever is later). The response dated October 5, 2007, was filed
after the expiration of the extendable time period. Accordingly, the application became
abandoned on December 03, 2006.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) a
reply to the Restriction Requirement, (2) the petition fee of $1620, and (3) a proper statement of
unintentional delay. Accordingly, the reply to the Restriction Requirement on November 2, 2006,
submitted with the petition is accepted as having been unintentionally delayed.

The application is being forwarded to the Technology Center Group Art Unit 1624 for further
processing. This decision ratifies the prosecution of the application from the mailing date of the
Non-final Office action of May 13, 2008, until the mailing date of the instant decision.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at (571) 272-
2783.

Ralnesh Krishnamurthy
Petitions Examiner
Office of Petitions
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Gus Hampilos
Patent Counsel

Engelhard Corporation
101 Wood Avenue MAILED
Iselin NJ 08830

' MAR 08 2011
In re Application of OFFICE OF PETITIONS
Speronello, et al. :
Application No. 11/364,527 : ON PETITION

Filed: February 28, 2006

Attorney Docket No. 5164

For: CHLORINE DIOXIDE BASED
CLEANER/SANITIZER

This is a decision on the petition, filed January 31, 2011, under 37 CFR 1.137(b) to revive the
above-identified application. o

The petition is GRANTED.

The above-identified application became abandoned for failure to timely submit a reply within
three (3) months of the mailing of the March 17, 2010 final Office action. No response being
received and no extensions of time being obtained under the provisions of 37 CFR 1.136(a), this
application became abandoned on June 18, 2010. A Notice of Abandonment was mailed on
October 1, 2010.

Applicants have submitted a RCE and required $810.00 fee and amendment in reply to the
March 17, 2010 final Office action, an acceptable statement of the unintentional nature of the
delay in responding to the March 17, 2010 final Office action, and the $1,620.00 petition fee.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
such an inquiry has not been made, practitioner must make such an inquiry. If such inquiry
results in the discovery that it is not correct that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, practitioner must notify the Office. ‘

All of the requirements under 37 CFR 1.137(b) being met, the petition is granted.
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There is no indication that the person signing the petition was ever given a power of attorney to
prosecute the application. If the person signing the petition desires to receive future
correspondence regarding this application, the appropriate power of attorney document must be
submitted. While a courtesy copy of this decision is being mailed to the person signing the
petition, all future correspondence will be directed to the address currently of record until
appropriate instructions are received. '

After the mailing of this decision, the application will be returned to Technology Center AU
1616 for consideration of the RCE and amendment filed on January 31, 2011.

Telephone inquiries should be directed to the undersigned at (571) 272-3230.

S Wﬁwﬁé%

Shirene Willis Brantley

Senior Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

CC: STUART D. FRENKEL .
FRENKEL & ASSOCIATES, P.C.
3975 UNIVERSITY DRIVE, SUITE 330
FAIRFAX, VA 22030
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EDWARDS ANGELL PALMER & DODGE LLP MAILED
BOSTON MA 02205 : JAN 112011
OFFICE OF PETITIONS

In re Application of

DIPIPPO, Joe :
Application No. 11/364,592 : DECISION ON PETITION

Filed: February 28, 2006 : TO WITHDRAW

Attorney Docket No. 84987(303923) - FROM RECORD

pe

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed
December 23, 2010.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of another/others. The Office
requires the practitioner(s) requesting withdrawal to certify that he, she, or they have: (1) given reasonable
notice to the client, prior to the expiration of the response period, that the practitioner(s) intends to withdraw
from employment; (2) delivered to the client or a duly authorized representative of the client all papers and
property (including funds) to which the client is entitled; and (3) notified the client of any responses that may be
due and the time frame within which the client must respond, pursuant 37 CFR 10.40(c).

The request was signed by Joshua Jones on behalf of all attorneys of record who are associated with customer
No. 21874. All attorneys/agents associated with the Customer Number 21874 have been withdrawn. Applicant
is reminded that there is no attorney of record at this time.

All future correspondence will be directed to the inventor Joe Dipippo at the address indicated below.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at 571-272-2783.

/Tredelle D. Jackson/
Paralegal Specialist
Office of Petitions

cc: JOE DIPIPPO
36 MANCHESTER ROAD
EASTCHESTOR NY 10709
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UPPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR }ATTORNEY DOCKET NO.| CONFIRMATION NO. ]
11/364,682 02/28/2006 Hira L. Nakhasi 015280-569200US 9465
7590 01/11/2011 | EXAMINER ]
TOWNSEND AND TOWNSEND AND CREW, LLP ARCHIE, NINA
TWO EMBARCADERO CENTER
8TH FLOOR | ART UNIT J PAPERNUMBER |
SAN FRANCISCO, CA 94111 o
| MAIL DATE l DELIVERY MODE I
01/11/2011 PAPER

ACKNOWLEDGEMENT OF REQUEST
Notice of Allowance/Allowability Mailed

The request to print a color drawing reference as the first paragraph in the portion of the specification containing a
brief description of the drawings as required by 37 CFR 1.84 and MPEP § 608.02 has been received by the United
States Patent and Trademark Office and will be entered into the specification.

571-272-4200 or 1-888-786-0101
Application Assistance Unit
Office of Data Management

Page 1 of 1
FORM PTOM327-5 (Rev. 02/08)
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. Commissioner for Patents
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January 11, 2011

TOWNSEND AND TOWNSEND AND CREW, LLP
TWO EMBARCADERO CENTER

8TH FLOOR

SAN FRANCISCO CA 94111

In re Application of : DECISION ON PETITION
NAKHASI, HIRA L., ET AL :

Application No: 11/364682 : ACCEPTANCE OF COLOR
Filed: 02/28/2006 : DRAWINGS

Attorney Docket: 015280-569200US

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) February 28, 2006.

The petition is GRANTED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),

2. Three (3) sets of the color drawings in question, or (1) set if filed via EFS, and

3. The specification containing the following language as the first paragraph in that
portion of the specification relating to the brief description of the drawings.

“The file of this patent contains at least one drawing executed in color. Copies of
this patent with color drawing(s) will be provided by the Patent and Trademark
Office upon request and payment of the necessary fee.”

The petition was accompanied by all of the required fees and drawings. The specification
contains the appropriate language. Therefore, the petition is GRANTED.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200.

/Bernadette Queen/

Quality Control Specialist
Office of Data Management
Publications Branch
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ORRICK HERRINGTON & SUTCLIFFE, LLP .

IP PROSECUTION DEPARTMENT OFFACE OF PE“T‘ONS

4 PARK PLAZA

SUITE 1600

IRVINE, CA 9_2614-2558

In re Application of

David C. Forster et al :

Application No. 11/364,724 : . ON PETITION

Filed: February 27, 2006
Attorney Docket No. 14992.4004

This is a decision on the petition under 37 CFR 1.137(b), filed April 22, 2011, to revive the
above-identified application. '

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
The reconsideration request should include a cover letter entitled “Renewed Petition under
37 CFR 1.137(b).” This is not final agency action within the meaning of 5 U.S.C. § 704.

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a statement that
the entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was unintentional; and (4) any terminal
disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by 37 CFR 1.137(c). Where there is
a question as to whether either the abandonment or the delay in filing a petition under 37 CFR
1.137 was unintentional, the Commissioner may require additional information. See MPEP
711.03(c)(IIN)(C) and (D). The instant petition lacks item (1).

The application became abandoned for failure to timely file a reply within the meaning of

37 CFR 1.113 to the final Office action of October 12, 2010. The proposed reply required for
consideration of a petition to revive must be a Notice of Appeal (and appeal fee required by

37 CFR 41.20(b)(2)), an amendment that prima facie places the application in condition for
allowance, a Request for Continued Examination (RCE) and submission (37 CFR 1.114), or the
filing of a continuing application under 37 CFR 1.53(b). See MPEP 711.03(c)(III)(A)(2). Since
the amendment submitted does not prima facie place the application in condition for allowance,
the reply required must be a Notice of Appeal (and appeal fee), RCE, or the filing of a continuing
application under 37 CFR 1.53(b).
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An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Accordingly, since the $555 extension of time submitted with the petition on April 22,
2011 was subsequent to the maximum extendable period for reply, this fee is unnecessary and
will be credit to petitioner’s credit card.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By facsimile: (571) 273-8300
ATTN: Office of Petitions

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-3210.

rvin Dingle
Petitions Examiner
Office of Petitions

Attachment: Advisory Action



Application No. Applicant(s)
Advisory Action 11/364,724 FORSTER ET AL.
Before the Filing of an Appeal Brief Examiner Art Unit
CHRISTOPHER L. 3773
TEMPLETON

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

THE REPLY FILED 22 April 2011 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.

1. [X) The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of
this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3)
a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following
time periods:

a) & The period for reply expires 3 months from the mailing date of the final rejection.

b) D The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In
no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection.
Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN
TWO MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f).

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee

have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee

under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as

set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed,
may reduce any earned patent term adjustment. See 37 CFR 12704(b).

NOTICE OF APPEAL '

2. [[] The Notice of Appeal was filed on A brief in compliance with 37 CFR 41.37 must be filed within two months of the date of
filing the Notice of Appeal (37 CFR 41.37 37(a)) or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal Since
a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a).

AMENDMENTS

3. The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because

(a) X They raise new issues that would require further consideration and/or search (see NOTE below);

(b) (] They raise the issue of new matter (see NOTE below);

() (] They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for
appeal; and/or

(d) (] They present additional claims without canceling a corresponding number of finally rejected claims.
NOTE: See Continuation Sheet. (See 37 CFR 1.116 and 41.33(a)).

4.[] The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324).

5. Applicant's reply has overcome the following rejection(s):

6. (] Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the
non-allowable claim(s).

7.4 For purposes of appeal, the proposed amendment(s): a) X will not be entered, or b) (] will be entered and an explanation of
how the new or amended claims would be rejected is provided below or appended.

The status of the claim(s) is (or will be) as follows:

Claim(s) allowed: .
Claim(s) objected to: 46.

Claim(s) rejected: 30-45 and 47-57.

Claim(s) withdrawn from consideration:

AFFIDAVIT OR OTHER EVIDENCE

8. [ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered
because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and
was not earlier presented. See 37 CFR 1.116(e).

9. [ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be
entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1).

10. [] The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.

REQUEST FOR RECONSIDERATION/OTHER

11. [ The request for reconsideration has been considered but does NOT place the application in condition for allowance because:

12. [ Note the attached Information Disclosure Statement(s). (PTO/SB/08) Paper No(s).
13. [ Other:

U.S. Patent and Trademark Office
PTOL-303 (Rev. 08-06) Advisory Action Before the Filing of an Appeal Brief Part of Paper No. 20110516



Continuation Sheet (PTOL-303) Application No.

Continuation of 3. NOTE: The addition of the new independent claim fequires further consideration due to new dependency of all
dependent claims and further consideration for antecedent bases of all the dependent claims.



UNITED STATES PATENT AND TRADEMARK OFFICE
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ORRICK HERRINGTON & SUTCLIFFE, LLP ATl S
IP PROSECUTION DEPARTMENT MAlLEP
4 PARK PLAZA, SUITE 1600 UL 257208

IRVINE, CA 92614-2558 e |
QFFICE OF PETITIONS

In re Application of

David C. Forster et al :

Application No. 11/364,724 : ON PETITION
Filed: February 27, 2006 :

Attorney Docket No. 14992.4004

‘This is a decision on the petition filed July 8, 2011, which is being treated as a renewed petition
under the unintentional provisions of 37 CFR 1.137(b), to revive the above-identified
application.

The petition is GRANTED.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a Request for Continued Examination (RCE) and fee of $405 and the
submission required by 37 CFR 1.114; (2) the petition fee of $810; and (3) a proper statement of
unintentional delay.

The $555 extension of time submitted with this renewed petition is unnecessary and will be
credit to petitioner’s credit card.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3210.

This application is being referred to Technology Center AU 3773 for processing of the RCE and
for appropriate action by the Examiner in the normal course of business on the amendment
submitted in accordance with 37 CFR 1.114.

i

Petition Examiner
Office of Petitions
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MAILED

KF ROSS PC

5683 RIVERDALE AVENUE JAN 12 2011
SUITE 203 BOX 900

BRONX NY 10471-0900 QFFICE OF PETITIONS

In re Patent No. 7,669,932

Issue Date: March 2, 2010 , :

Application No. 11/364,805 - : DECISION ON PETITION -
Filed: February 28, 2006 :

Attorney Docket No. 23555

This is a decision on the Statement Under 37 CFR 3.81(b) and 37 CFR 1.323 Re Assignment,
filed April 13, 2010, requesting correction on the Title Page of the subject patent to identify the
correct spelling of the second inventor’s name and‘correct residence. The statement is being
treated as a Petition Under 37 CFR 3.81(b). A“tompleted Certificate of Correction Form
(PTO/SB/44) was submitted with petition g

The petition under 37 CFR 3.81(b) is GRANTED.

Petitioner urges that the present Petition was submitted to correct the spelling of the second
inventor’s name and correct residence. Accordingly, petitioner requests, in effect, that the Title
Page of the above-identified patent be corrected, via issuance of a Certificate of Correction, to
correct the spelling of the inventor’s name and correct residence identified thereon from:

“Svan Spielmann, Riverdale (Bronx), NY (US)”
to:

-Sven Spielmann, Amberg, DE -

37 CFR 3.81(b), effective June 23, 2004, reads:

After payment of the issue fee: Any request fpr issuance of an application in
the name of the assignee sul)‘mitte(iyﬁi’t‘é’rkgh;e; date of payment of the issue fee,
and any request for a patent to.be corr‘ed to state the name of the assignee,
must state that the assignment was submitted for recordation as set forth in

§ 3.11 before issuance of the patent, and must include a request for a
certificate of correction under § 1.323 of this chapter (accompanied by the fee
set forth in § 1.20(a) and the processing fee set forth in § 1.17(i) of this
chapter.
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Application No. 11/364,805
Decision on Petition under 37 CFR 3.81

The requisite $100.00 fee (Fee Code 1811), as set forth under 37 CFR 1.20(a), and the requistite
$100.00 of the processing fee (Fee Code 1464), as set forth under 37 CFR 1.17(i) have been
previously submitted. However, an additional $30.00 is needed towards the processing fee.
Since, the petition was accompanied deposit account authorization to charge any required fees,
the additional $30.00 has been charged as authorized. Further, Office assignment records are
consistent with the requested correction. Accordingly, since the Petition complies with the
provisions of 37 CFR 3.81(b), it is appropriate for any other reasons that the Office may have to
issue a Certificate of Correction in accordance with the content of the Form (PTO/SB/44) that
was previously submitted. T
PRBETRRT o1

Inquiries related this communication»s:bou;l'a‘gfé;dir»ected to the undersigned at (571)272-3213.

Any questions concerning the issuance of a Certificate of Correction should be directed to the
Certificates of Correction Branch at (571) 272-4200.

This matter is being referred to the Certificates of Correction Branch for processing of a

Certificate of Correition in U.S. Patent No. 7,669,932.

Cheryl Gibson-Baylor
Petitions Examiner
Office of Petitions




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:7/2011
DATE »July 21, 2011
TO SPE OF : ART UNIT 1634

SUBJECT : Request for Certificate of Correction on Patent No.: 11/364,842
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - PK 3-910
Palm location 7590 - Tel. No. 305-8201

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

X Approved All changes apply.
[] Approved in Part Specify below which changes do not apply.
[ ] Denied State the reasons for denial below.
Comments:
SPE: Dave Nguyen Art Unit 1634

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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Paper No.

MAILED
SCHWEGMAN, LUNDBERG & -WOESSNER, P.A. SEPz'lzgm
P.O. BOX 2938
MINNEAPOLIS MN 55402 QFFICE OF PETITIONS
In re Patent No. 7,642,391 : DECISION ON REQUEST
Urgaonkar et al. : FOR
Issue Date: January 5, 2010 : RECONSIDERATION OF
Application No. 11/364,878 : PATENT TERM ADJUSTMENT
Filed: February 28, 2006 : and NOTICE OF INTENT TO
Atty Docket No. 900.218US1 : ISSUE CERTIFICATE OF CORRECTION

This is a decision on the “APPLICATION FOR POST-ISSUE PATENT
TERM ADJUSTMENT UNDER 37 C.F.R. § 1.705(b),” which is being
treated as a petition pursuant to 37 C.F.R. 1.705(d), filed June
21, 2010. Patentee requests that the patent term adjustment be
. corrected from nine hundred and eighty-three (983) days to one
thousand, one hundred and ninety-eight (1198) days.

The petition to correct the patent term adjustment indicated on
the above-identified patent is DISMISSED.

Patentee is given one (1) month or thirty (30) days, whichever
is longer, from the mail date of this decision to respond. No
extensions of time will be granted under 37 C.F.R. § 1.136.

Application No. 11/364,878 matured into U.S. patent No.
7,642,391 on January 5, 2010, with a patent term adjustment of
887 days. On May 19, 2010, Patentee filed a Request for
Recalculation of Patent Term Adjustment in view of Wyeth. On
May 21, 2010, the Office mailed a “DECISION ON REQUEST FOR
RECALCULATION of PATENT TERM ADJUSTMENT IN VIEW OF WYETH AND
NOTICE OF INTENT TO ISSUE CERTIFICATE OF CORRECTION,” indicating
that the patent term adjustment had been determined to be 983
days.
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Patentee has 1nd1cated that this patent is not subject to a
terminal disclaimer. ")

Patentee c?ntests two periods of delay.

First, this application was filed on February 28, 2006, and a
notice of allowance was mailed 14 months and 887 days later on
October 1, 2009. This constitutes 887 days of delay pursuant to
37 C.F.R. § 703(a) (2). However, Patentee requests
clarification, and Patentee asserts “..these 887 days credit to
Applicant’s patent term have now been reduced to 672 by USPTO
without any basis or justification.”

Secondly, this patent issued three years and 311 days after the
date on which this application was filed. As such, Patentee
argues that the B-delay (37 C.F.R. § 1.703(b)) should be 311
days. (887 examination delay + 311 B delay - 0 Applicant delay =
1198) .

Both points can be explained by the fact that Patentee has
failed to take into account the overlap when calculating the
patent term adjustment: the entire 215-day period from February
28, 2009 to October 1, 2009 overlaps with the period of B-delay.

Regarding the first point, when the computer processed the

May 19, 2010 Request for Recalculation of Patent Term Adjustment
in view of Wyeth, instead of clearly showing that there were 215
days of overlap, it instead backed 215 days out of the 887 days.
of examination delay to arrive at 672 (887 - 215 = 672) days.

Regarding the second point, the patent term adjustment of 983
(887 examination delay + 311 B-delay - 215 overlap - zero
applicant delay) days as set forth in the mailing of May 21,
2010 is correct.

The patent is being forwarded to the Certificates of Correction
Branch for issuance of a certificate of correction. The Office
will issue a certificate of correction indicating that the term
of the above-identified patent is extended or adjusted by nine
hundred and eighty-three (983) days, as noted in the May 21,
2010 mailing.

! statement of facts submitted concurrently with this petition, page 1.
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The Office acknowledges submission of the $200.00 fee set forth
in 37 C.F.R. § 1.18(e). No additional fees are required.

Any response to this decision should indicate in a prominent
manner that the attorney handling this matter is Paul Shanoski,
and may be submitted by mail,? hand-delivery,® or facsimile.®
Registered users of EFS-Web may alternatlvely submit a response
to this decision via EFS-Web.’

Telephone inquiries specific to this matter should be directed
to Senior Attorney Paul Shanoski at (571) 272-3225.

&=

Anthony Knight
Director
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction

2 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.0O. Box 1450, Alexandria, VA, 22313-1450.

3 Customer Window, Randolph Building, 401 Dulaney Street, Alexandria, VA,
22314. '

4 (571) 273-8300 - please note this is a central facsimile number.

5 https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html
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UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT : 7,642,391 B1
DATED : January 5, 2010 DRAFT
INVENTOR(S) : Urgaonkar et al.

It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted under 35
USC 154(b) by 887 days

Delete the phrase “by 887 days” and insert - by 983 days--




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpLo.gov

[ appLicaTionNO. | FILING DATE | FIRST NAMED INVENTOR [ ATTORNEY DOCKETNO. [  CONFIRMATION NG B
11/365,025 03/01/2006 Robert Paul Morris 1378/US 1455
52354 7590 1172212010 [ EXAMINER H
SCENERA RESEARCH, LLC BRANSKE, HILARY
JENKINS, WILSON, TAYLOR & HUNT, P.A.
5400 Trinity Road { ART UNIT [ papER NUMBER i
Suite 303 2437

Raleigh, NC 27607

DATE MAILED: 11/22/2010

Please find below and/or attached an Office communication concerning this application or proceeding.

)

The request for deferral/suspension of action under 37 CFR 1.103 has been approved.

PTO-90C (Rev. 10/03)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

Scenera Research, LLC

Jenkins, Wilson, Taylor & Hunt, P.A.
5400 Trinity Road

Suite 303

Raleigh NC 27607

In re Application of:

Morris :
Appl. No.: 11/365025 : DECISION ON PETITION

Filed: March 1, 2006 :  UNDER 37 CFR § 1.103(a)

For: Methods, Systems and Computer Program Products for
Providing a Client Device with Temporary Access to a
Service During Authentication of the Client Device

This is a decision on the petition for suspension of prosecution under 37 CFR § 1.103(a) filed on
November 2, 2010. This is the second petition for suspension. The first suspension was filed on
February 9, 2010 and Granted on May 18, 2010.

The petition is GRANTED.

Pursuant to applicant's request filed on November 2, 2010, action by the Office is suspended on
this application under 37 CFR § 1.103(a) for a period of six (6) months from November 2, 2010.
At the end of this period, applicant is required to notify the examiner and request continuance of
prosecution or a further suspension. See MPEP § 709.

Suspension of action under 37 CFR § 1.103(a)-(d) at the applicant’s request will cause a
reduction in patent term adjustment accumulated (if any) under 37 CFR § 1.703. The reduction
is equal to the number of days beginning on the date a request for suspension of action was filed
and ending on the date of the termination of the suspension. See 37 CFR § 1.704(c)(1).

Any inquiry concerning this decision should be directed to Tod Swann whose telephone number
is (571) 272-3612.

Tod Swann, SPRE/QAS
Technology Center 2400




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alcxandria, Virginia 22313-1450
WWW.uSpLo.gov
[ APPLICATION NO. l FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. |
11/365,025 03/01/2006 Robert Paul Morris 1378/US 1455
52354 7590 070572011
EXAMINER
SCENERA RESEARCH, LLC I : —l
JENKINS, WILSON, TAYLOR & HUNT, P.A. BRANSKE, HILARY
5400 Trinity Road APER O
Suite 303 [ ART UNIT | APER NUMBER I
Raleigh, NC 27607 2437
| MAIL DATE l DELIVERY MODE —l

07/05/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspio.gov

Scenera Research, LLC

Jenkins, Wilson, Taylor & Hunt, P.A. MA'LED
'5400 Trinity Road
Suite 303 JUL 052011
Raleigh NC 27607

DIRECTOR QOFFICE

TECHNOLOGY CENTER 2400 -

In re Application of:
Morris :
Appl. No.: 11/365025 . DECISION ON PETITION
Filed: March 1, 2006 | : UNDER37CFR § 1.103(a)

For: Methods, Systems and Computer Program Products for
Providing a Client Device with Temporary Access to a
Service During Authentication of the Client Device

This is a decision on the petition for suspension of prosecution under 37 CFR § 1.103(a) filed on
May 9, 2011. This is the third petition for suspension. The second suspension was filed on
November 2, 2010 and Granted on November 22, 2010. The first suspension was filed on
February 9, 2010 and Granted on May 18, 2010. -

The petition is GRANTED.

Pursuant to applicant's request filed on May 9, 2011, action by the Office is suspended on this
application under 37 CFR § 1.103(a) for a period of six (6) months from May 9, 2011. At the
end of this period, applicant is required to notify the examiner and request continuance of
prosecution or a further suspension. See MPEP § 709. :

Suspension of action under 37 CFR § 1.103(a)-(d) at the applicant’s request will cause a
reduction in patent term adjustment accumulated (if any) under 37 CFR § 1.703. The reduction
is equal to the number of days beginning on the date a request for suspension of action was filed
and ending on the date of the termination of the suspension. See 37 CFR § 1.704(c)(1).

Any inquiry concerning this decision should be directed to Christopher Grant whose telephone
number is (571) 272-7294.

& G G

Christopher Grant, WQAS
Technology Center 2400




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.USpto.gov
| appLicaTIONNO. | FILING DATE ‘ FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. |
11365025 . 1./1H03/01/2006 Robert Paul Morris 1378/US 1455
bl
52354 [ 7590 ,f.: 01/062012 | EXAMINER |
SCENERA RESEARCH, LLC BRANSKE, HILARY
JENKINS, WILSON, TAYLOR & HUNT, P.A.
5400 Trinity Road . - [ ART UNIT |  PapErNUMBER |
Suite 303 ¢+ . ;0 2437

Raleigh, NC 27607,
' ' DATE MAILED: 01/06/2012

Please find below and/or attached an Office communication concerning this application or proceeding.

The request for deferral/suspension of action under 37 CFR 1.103 has been approved.

. ,'
PTO-90C (Rev. 10/03) '
!



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.Uspto.gov

APPLICATIONNO. | | -} FILING DATE

FIRST NAMED INVENTOR

I ATTORNEY DOCKET NO. | CONFIRMATION NO.

11/365,025 ;03/01/2006
52354 i7590 01/06/2012

SCENERA RESEARCH, LLC

JENKINS, WILSON, TAYLOR & HUNT, P.A.
5400 Trinity Road

Suite 303

Raleigh, NC:27607

Robert Paul Morris

1378/US 1455
l EXAMINER
BRANSKE, HILARY
[ ART UNIT I PAPER NUMBER
2437
[ MAIL DATE L DELIVERY MODE

01/06/2012 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

1 [

"
i

" sy . . ..
The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspfo.gov

Scenera Research, LLC

J enkins, Wilson, Taylor & Hunt, P.A. MAI LED

5400 Trinity Road )

Suite 303 JAN 03 7012

Raleigh NC 27607 DIRECTOR OFFICE
TECHNOLOGY CENTER 2400

In re Application of:

Morris .

Appl. No.: 11/365025 . DECISION ON PETITION

Filed: March 1, 2006 : UNDER 37 CFR § 1.103(3)

For: Methods, Systems and Computer Program Products for
Providing a Client Device with Temporary Access to a
Service During Authentication of the Client Device

This is a decision on the petition for suspension of prosecution under 37 CFR § 1.103(a) filed on
November 9, 2011. This is the fourth petition for suspension.

The petition is GRANTED.

Pursuant to applicant's request filed on November 9, 2011, action by the Office is suspended on
this application under 37 CFR § 1.103(a) for a period of six (6) months from the mailing of this
letter. At the end of this period, applicant is required to notify the examiner and request
continuance of prosecution or a further suspension. See MPEP § 709.

Suspension of action under 37 CFR § 1.103(a)-(d) at the applicant’s request will cause a
reduction in patent term adjustment accumulated (if any) under 37 CFR § 1.703. The reduction
is equal to the number of days beginning on the date a request for suspension of action was filed
and ending on the date of the termination of the suspension. See 37 CFR § 1.704(c)(1).

Any inquiry concerning this decision should be directed to Christopher Grant whose telephone
number is (571) 272-7294. :

/Christopher Grant/
Christopher Grant, WQAS
Technology Center 2400




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

TOWNSEND AND TOWNSEND AND CREW, LLP Mail Date: 08/05/2010
TWO EMBARCADERO CENTER

EIGHTH FLOOR

SAN FRANCISCO, CA 94111-3834

Applicant : Tetsuya Fushimi : DECISION ON REQUEST FOR

Patent Number : 7668060 : RECALCULATION of PATENT

Issue Date : 02/23/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/365,029 : OF WYETH AND NOTICE OF INTENT TO
Filed :

02/28/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 920 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.: [04282011]
DATE : 4/28/11

TO SPE OF cART UNIT

SUBJECT : Request for Certificate of Correction for Appl. No.: 13/365.485 Patent No. 7,555,505

CofC mailroom date 4/19/11

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

Ernest C. Whilte, LIE

Certificates of Correction Branch
703-756-1814

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

E_Approved All changes apply.
U Approved in Part Specify below which changes do not apply.
U Denied State the reasons for denial below.

Comments: [Applicant's corrections to the claims in the cettificate of
“Jeortections received 04/19/2011 are apptoved. They
merely fix typographical errors found in the Examiner's
Amendment mailed 02/27/2009.

/Mohammad Ali/ 5/3/11
SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: October 7,2011
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :
Tracy Maahs
Application No: 11365088

Filed : 28-Feb-2006
Attorney Docket No: USGINZ00740

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed October 7,2011
The request is APPROVED.
The request was signed by Johney U. Han (registration no. 45565 ) on behalf of all attorneys/agents

associated with Customer Number 40518 . All attorneys/agents associated with Cusotmer Number 40518 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name USGI Medical, Inc.
Name2

Address 1 1140 Calle Cordillera
Address 2

City San Clemente

State CA

Postal Code 92673
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



PTO/SB/83

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 11365088

Filing Date 28-Feb-2006

First Named Inventor Tracy Maahs

Art Unit 3779

Examiner Name MATTHEW KASZTEJNA

Attorney Docket Number USGINZ00740

Title

Methods and apparaus for off-axis visualization

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 40518

®

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
X to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name USGI Medical, Inc.
Address 1140 Calle Cordillera
City San Clemente

State CA

Postal Code 92673

Country us




| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/Johney U.Han/

Name

Johney U. Han

Registration Number

45565




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

WYATT, TARRANT & COMBS, LLP
1715 AARON BRENNER DRIVE
SUITE 800

MEMPHIS TN 38120-4367

MAILED

OCT 202010
In re Application of : OFFICE OF PETITIONS
Wayne S. Freeze :
Application No. 11/365,131 . DECISION ON PETITION

Filed: March 1, 2006
Attorney Docket No. A310511.1US

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed September 29, 2010, to revive the above-identified application.

The petition is GRANTED. .

The application became abandoned for failure to reply in a timely manner to the final
Office action mailed, January 21, 2010, which set a shortened statutory period for reply
of three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the application became abandoned on April 22, 2010. A Notice
of Abandonment was mailed July 29, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of a Request for Continued Examination (RCE) and fee of .
$405.00 and the submission required by 37 CFR 1.114; (2) the petition fee of $810.00;
and (3) a proper statement of unintentional delay.

Additionally, 37 CFR 1.137(b)(3) requires a statement that “the entire delay in filing the
required reply from the due date for the reply until the filing of a grantable petition
pursuant to 37 CFR 1.137(b) was unintentional.” Since the statement appearing in the
petition varies from the language required by 37°CFR 1.137(b)(3), the statement is being
construed as the required statement. Petitioner must notify the Office if this is not a
correct reading of the statement appearing in the petition.

Further, it is not apparent whether the person signing the instant petition was ever given a
power of attorney or authorization of agent to prosecute this patent application. In
accordance with 37 CFR 1.34(a), the signature appearing on the petition shall constitute a



Application No. 11/365,131 Page 2

representation to the United States Patent and Trademark Office that he/she is authorized
to represent the particular party in whose behalf he/she acts.

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

This matter is being referred to Technology Center AU 2121 for processing of the
Request for Continued Examination under 37 CFR 1.114 and the Amendment filed with
the instant petition.

Joan Olszewski

Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

ANDREW F. SAYKO, JR MAILED
1014 CROOKED OAKS LANE - )
SEABROOK ISLAND SC 29455 JAN 032011

 OFFICE OF PETITIONS

In re Application of :

Richard Snow : DECISION ON PETITION
Application No. 11/365,134 :

Filed: 03/01/2006

Title: METHOD AND SYSTEM FOR

ORDERING AND DELIVERING A

PRODUCT

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
December 14, 2010, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely pay the issue and publication fees on or before
December 9, 2010, as required by the Notice of Allowance and Fee(s) Due, mailed September 9, 2010.
Accordingly, the date of abandonment of this application is December 10, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied: (1) the reply
in the form of payment of the issue fee and the publication fee; (2) the petition fee; and (3) a proper
statement of unintentional delay.

This application is being referred to the Office of Data Management for processing into a patent.

Telephone inquiries specifically concerning this decision should be directed to the undersigned at
(571) 272-3211.

Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

CAESAR, RIVISE, BERNSTEIN,
COHEN & POKOTILOW, LTD.

11TH FLOOR, SEVEN PENN CENTER
1635 MARKET STREET
PHILADELPHIA PA 19103-2212

In re Application of

Charles Leonhardt, et al.
Application No. 11/365,167

Filed: March 1, 2006

Attorney Docket No. D2052/20001

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED
JAN 25 2011
OFFICE OF PETITIONS

DECISION ON PETITION
TO MAKE SPECIAL UNDER
37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed January 7, 2011, to make the above-
identified application special based on applicant’s age as set forth in M.P.E.P. § 708.02, Section IV.

" The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP § 708.02,
Section IV: Applicant’s Age must be accompanied by evidence showing that at least one of the applicants
is 65 years of age, or more, such as a birth certificate or a statement by applicant. No fee is required

The instant petition includes a statement from the inventor, Charles Leonhardt declaring that he is 65
years of age or older. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Terri Johnson at 571-272-2991.

All other inquiries concerning either the examination or status of the application should be directed to the

Technology Center. |

" The application is being forwarded to the Technology Center Art Unit 1612 for action on the

merits commensurate with this decision.

[Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions



Doc Code: PET.PTA.RCAL

Document Description: Request for Recalculation in view of Wyeth PTO/SB/131 (01-10)
Approved for use through 02/28/2011. OMB 0651-0020

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT
IN VIEW OF WYETH*

Attorney Docket

Number: Cortes 4-4-13 (M)-US-NP Patent Number: 7 660,321

Filing Date Issue Date:
(or 371(b) or (f) Date): March 1, 2006 - February 9, 2010

First Named

nventor:  Mauricio Cortes

Tite: System and method for prioritizing session initiation protocol messages

PATENTEE HEREBY REQUESTS RECALCULATION OF THE PATENT TERM ADJUSTMENT (PTA)
UNDER 35 USC 154(b) INDICATED ON THE ABOVE-IDENTIFIED PATENT. THE PATENTEE'S
SOLE BASIS FOR REQUESTING THE RECALCULATION IS THE USPTO'S PRE-WYETH
INTERPRETATION OF 35 U.S.C. 154(b)(2)(A).

Note: This form is only for requesting a recalculation of PTA for patents issued before
March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A). See Instruction Sheet on page 2 for more
information.

Patentees are reminded that to preserve the right to review in the United States District Court
for the District of Columbia of the USPTO’s patent term adjustment determination, a patentee
must ensure that he or she also takes the steps required under 35 U.S.C. 154(b)(3) and (b)(4)
and 37 CFR 1.705 in a timely manner.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).

signature /Gregory J. Murgia/ pate AUgust 9, 2010

Name Gregory J. Murgia

(Print/ Typed) Registration Number 41 5209

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature,
see below™.

*Totalof_'______ forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.
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Michael G. Fletcher Mail Date: 08/16/2010
FLETCHER YODER

P.O. Box 692289
Houston, TX 77269-2289

Applicant : Mauricio Cortes : DECISION ON REQUEST FOR

Patent Number : 7660321 : RECALCULATION of PATENT

Issue Date : 02/09/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/365,240 : OF WYETH AND NOTICE OF INTENT TO
Filed :

03/01/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 610 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

PAPER NO.:
DATE i 8/26/10

TOSPEOF :ARTUNIT: 3771 Attn: YU JUSTINE R (SPE)

SUBJECT : Request for Certificate of Correction for Appl. No. . 1 1/3 65243 Patent No.: 73 345 77

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square Building (RSQ)

2800 South Randolph Street, Suite 9XXXX
Arlington, VA 22206

PALM Location 7580

Tasneem Siddiqui

Please check the Drawings

Certificates of Correction Branch
703-756-1593 '

Thank You for Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

X Approved All changes apply.
O Approved in Part Specify below which chénges do not apply.
O Denied State the reasons for denial below.

Comments: Approved,

/Justine Yu/ 3771__

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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DEPARTMENT OF THE AIR FORCE

AFMC LO/JAZ

BLdg 11, Room D18

WRIGHT-PATTERSON AFB OH 45433-7109

In re Application of oCT -6 201
NUNEZ, ABEL S. et al. : DECISION ON PETITION
Application No. 11/365,247 :

Filed: March 1, 2006

Attorney Docket No.: AFD 784

This is a decision on the Petition To Withdraw Holding Of Abandonment received in the United States
Patent and Trademark Office (USPTO) on September 20, 2011.

The petition is GRANTED.

The application was held abandoned for failure to timely pay the issue fee as required by the Notice of
Allowance and Fee(s) Due mailed July 17, 2008, which set forth a three (3) month statutory period for
reply. Accordingly, the Notice of Abandonment was mailed on November 10, 2008.

The petitioner has demonstrated that the Fee Transmittal was timely with Certificate of Mailing date of
September 11, 2008.

In view of the foregoing, the holding of abandonment for failure to timely pay the issue fee is hereby
withdrawn and the application restored to pending status.

Telephone inquires concerning this decision be directed to the undersigned in the Office of Patent
Publication at 703-756-1547.

ay D). Pinkney
Avplication Assistance Unit

Office of Data Management
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TUNG & ASSOCIATES / RANDY W. TUNG, ESQ.
838 W. LONG LAKE RD.

SUITE 120 MA’LED

BLOOMFIELD HILLS MI 48302

APR 19 2011
OFFICE OF PETTIONS
In re Application of
Tsai et al. D .
Application No. 11/365,288 : ON PETITION

Filed: March 1, 2006
Attorney Docket No. 92,000-118

This is a decision on the petition, filed December 9, 2010, which is being treated as a petition
under 37 CFR 1.181, requesting withdrawal of the holding of abandonment in the above-
identified application.

The petition is GRANTED.

This application was held abandoned for failure to timely respond to the Notice of Allowance of
August 19, 2010, which set a three (3) month statutory period for reply. Accordingly, a reply
was due on or before November 19, 2010. '

Petitioner states that a timely reply, which included the Issue Fee Transmittal with authorization
to charge the issue and publication fees, was sent via facsimile September 1, 2010. Petitioner
has submitted a copy of the previously faxed correspondence, which bears a certificate of
facsimile transmission dated September 1, 2010, which would have rendered the reply timely if
received.

The file record does not include the originally submitted papers. Failure to receive
correspondence which includes a certificate of mailing or certificate of facsimile transmission is
addressed in 37 CFR 1.8(b), reproduced below:

In the event that correspondence is considered timely filed by being mailed or
transmitted in accordance with paragraph (a) of this section, but not received
in the U.S. Patent and Trademark Office after a reasonable amount of time
has elapsed from the time of mailing or transmitting of the correspondence,
or after the application is held to be abandoned, or after the proceeding is
dismissed, terminated, or decided with prejudice, the correspondence will be
considered timely if the party who forwarded such correspondence:

(1) Informs the Office of the previous mailing or transmission of
the correspondence promptly after becoming aware that the Office has no
evidence of receipt of the correspondence;
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(2) Supplies an additional copy of the previously mailed or transmitted
correspondence and certificate; and

(3) Includes a statement which attests on a personal knowledge basis or to
the satisfaction of the Director to the previous timely mailing or transmission. If
the correspondence was sent by facsimile transmission, a copy of the sending
unit’s report confirming transmission may be used to support this statement.

The petition satisfies the above requirements of 37 CFR 1.8(b). Accordingly, the holding of
abandonment for failure to timely file a reply to the Notice of Allowance of August 19, 2010 is
hereby withdrawn and the application restored to pending status.

The copy of the reply received with the petition will be accepted in place of the reply shown to
have been transmitted by facsimile on September 1, 2010.

This matter is being referred to the Office of Data Management for processing into a patenf.
CEiana Walsh

Petitions Examiner
Office of Petitions
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KIRTON & MCCONKIE
1800 EAGLE GATE TOWER
60 EAST SOUTH TEMPLE
SALT LAKE CITY UT 84111
MAILED
MAR 252011
: OFFICE OF PETITIONS
In re Application of -
Brazell et al. :
Application Number: 11/365,405 : DECISION ON PETITION

Filing or 371(c) Date: 03/01/2006 :  UNDER 37 CFR 1.78(a)(3)
Attorney Docket Number: 11897.72 :

This is a decision on the petition, filed on February 3, 2011, which is treated as a petition under
37 CFR 1.78(a)(3), to accept an unintentionally delayed claim under 35 U.S.C. § 120 for the
benefit of priority to the prior-filed non-provisional applications listed in the accompanying
amendment. :

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable
to those applications filed on or after November 29, 2000. Further, the petition is appropriate
only after the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by:

1) the reference required by 35 U.S.C. § 120 and 37 CFR
. 1.78(a)(2)(i) of the prior-filed application, unless previously

submitted; ‘

(2)  the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Director may
require additional information where there is a question
whether the delay was unintentional.

The petition does not comply with item (1)

A review of Office computer database records indicates that there is a lack of common
inventorship between the instant nonprovisional application and nonprovisional application Nos.
10/145,920 and 11/292,755, noted in the amendment submitted concurrently with the instant
petition. The statute requires that the applications claiming benefit of the earlier filing date under
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35 U.S.C. §119(e) or 120 be filed by an inventor or inventors named in the prior-filed
nonprovisional or provisional application.

For the above-noted reasons, the petition under 37 CFR 1.78(a)(3) cannot be granted.

If reconsideration of this decision is desired, and in order to expedite consideration thereof,
petitioner may wish to submit the renewed petition by facsimile transmission to the
number indicated below and to the attention of the undersigned.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

A reply may also be filed via EFS-Web.

Any questions concerning this matter may be directed to Senior Petitions Attorney Douglas I.
Wood at (571) 272-3231.

Christopher Bottorff
Supervisor

Office of Petitions
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KIRTON & MCCONKIE
1800 EAGLE GATE TOWER
60 EAST SOUTH TEMPLE
SALT LAKE CITY UT 84111
MAILED
NOV 08 2011
OFFICE OF PETITIONS
In re Application of
Brazell et al. :
Application Number: 11/365,405 : DECISION ON PETITION

Filing or 371(c) Date: 03/01/2006 :  UNDER 37 CFR 1.78(a)(3)
Attorney Docket Number: 11897.72 :

This is a decision on the petition, filed on October 18, 2011, which is treated as a renewed
petition under 37 CFR 1.78(a)(3), to accept an unintentionally delayed claim under 35 U.S.C. §
120 for the benefit of priority to the prior-filed non-provisional applications listed in the
accompanying amendment.

The petition is again DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable
to those applications filed on or after November 29, 2000. Further, the petition is appropriate
only after the expiration of the period specified in 37 CFR 1 78(a)(2)(11) In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by:

(1)  the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted;

) the surcharge set forth in § 1.17(t); and

?3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Director may
require additional information where there is a question
whether the delay was unintentional.

The petition does not comply with item (1)



Application No. 11/365,405 Page 2

A review of Office computer database records indicates that there is a lack of common
inventorship between the instant nonprovisional application and nonprovisional application Nos.
10/145,920 and 11/292,755, noted in the amendment submitted concurrently with the instant
petition. The statute requires that the applications claiming benefit of the earlier filing date under
35 U.S.C. §119(e) or 120 be filed by an inventor or inventors named in the prior-filed
nonprovisional or provisional application.

For the above-noted reasons, the petition under 37 CFR 1.78(a)(3) cannot be granted.

If reconsideration of this decision is desired, and in order to expedite consideration thereof,
petitioner may wish to submit the renewed petition by EFS-Web, accompanied by a
telephone call to Senior Petitions Attorney Douglas I. Wood, at 571-272-3231, giving notice
of the filing of the renewed petition.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

A reply may also be filed via EFS-Web.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3231.

I&glas I. Wood

Senior Petitions Attorney
Office of Petitions
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CHOATE, HALL & STEWART LLP MAILED

TWO INTERNATIONAL PLACE

BOSTON MA 02110 DEC 02 2010
OFFICE OF PETITIONS

In re Application of :
Lentini et al. : DECISION ON PETITION

Application No. 11/365,482 Do TO WITHDRAW
Filed: March 1, 2006 : FROM RECORD
Attorney Docket No. 2006579-0383 (CTX-

130CPCN)

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b),
filed November 10, 2010. .

The request is NOT APPROVED.

The Office strongly encourages practitioner(s) requesting withdrawal from representation as practitioner
of record in an application to review the record to determine whether he or she is, in fact, of record and
how he or she was made of record. For example, the practitioner(s) should determine whether he or she
was appointed by naming each practitioner individually or through the use of a Customer Number. If the
practitioner(s) was appointed by a Sf)eciﬁc designation, then the Request should ask that each specified
practitioner be withdrawn and should list each practitioner(s) in the Request. '

In the instant application, the practitioners were aﬁpointed via Customer Number. Therefore, a request to
withdraw cannot be approved without providing the appropriate Customer Number.

Further, the Office will only accept correspondence address changes to the most current address
information provided for the assignee of the entire interest who properly became of record under 37 CFR
3.71, or, if no assignee of the entire interest has properly been made of record, the most current address
information provided for the first named inventor.

The Office will not change the correspondence address to that of a new practitioner unless the Request is
accompanied by a power of attorney to a new practitioner (e.g., Form PTO/SB/82). This includes address
changes to law,firms, where no new power of attorney has been filed in the application. If the applicants
wish future correspondence to be mailed to a new law firm, a new power of attorney should be submitted
in the application and should include the desired change of correspondence address.

All future communications from the Office will be directed to above-listed address until otherwise
properly notified by the applicant or a proper change of correspondence address have been submitted.

Telephone inquires concerning this decision should be directed to the undersigned at (571) 272-3206. All
other inquires concerning either the examination or status of the application should be directed to the
Technology Center.

Petitions Examiner
Office of Petitions
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OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.

1940 DUKE STREET
ALEXANDRIA, VA 22314 MAILED
NGV 05 2010
In re Application of : OFFICE OF PETITIONS
Tadashi Noguchi R :
Application No.: 11/365,519 - : ON PETITION

Filed: March 2, 2006
Attorney Docket No.: 2871 19US2SX

This is a decision on the petition, filed November 4, 2010, under 37 CFR 1.313(c)(2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 30, 2010, cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance."

Telephone inquiries relating to this decision should be directed to the undersigned at (571) }
272-3204.

The application is being referred to Technbloé}‘/-.-:Center AU 2882 for further processing of the
request for continued examination under 37 CFR 1.114 and for consideration of the concurrently
filed Information Disclosure Statement (IDS).

/SDB/
Sherry D. Brinkley

Petitions Examiner
Office of Petitions

' The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Part B — Fee(s)
Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the Issue Fee Transmitial Form must be
completed and timely submitted to avoid abandonment of the application.
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FLEIT GIBBONS GUTMAN BONGINI & BIANCO PL

21355 EAST DIXIE HIGHWAY MAILED

SUITE 115 -

MIAMI FL 33180 | AUG 162010
OFFICE OF PET, ITIONS

In re Application of

Avishal Wool :

Application No. 11/365,616 :  DECISION ON PETITION
Filed: March 2, 2006 :

Attorney Docket No. 7093-X09-007

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
May 21, 2010, to revive the above-identified application.

The petition is GRANTED.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply in the form of the issue and publication fees; (2) the petition fee; and (3) the
required statement of unintentional delay have been received. Accordingly, the reply to the
Notice of Allowance mailed February 16, 2010, is accepted as having been unintentionally
delayed.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3208. '

This application is being referred to the Office of Data Management to be processed into a
patent.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions
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ETHAN D CIVAN
17 ERSET DRIVE
BLUE BELL PA 19422 | MAILED

SEP 14 2010
In re Application of OFFICE OF PETITIONS
Joseph Abadi : :
Application No. 11/365,720 : DECISION ON PETITION
Filed: March 1, 2006 : TO WITHDRAW

Attorney Docket No. 2003-0210-US P FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed June 28, 2010.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. ‘

The request was signed by Ethan D. Civan, the sole attorney of record. All attorneys/agents
associated with this application have been withdrawn. Applicant is reminded that there is no
attorney of record at this time.

The correspondence address of record has been changed and the new correspondence address is
the address indicated below. ‘

There is an outstanding Office action mailed August 14, 2010 that requires a reply from the
applicant.

Telephone inquiries concerning this decision should be directed to undersigned at 571-272;1642.
All other inquiries concerning the examination or status of this application should be directed to
the Technology Center.

/AMW/

April M. Wise
Petitions Examiner
Office of Petitions

cc: JOSEPH ABADI
2069 WEST STREET
BROOKLYN, NY 11223
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[ APPLICATIONNUMBER | FILING OR 371(C) DATE FIRST NAMED APPLICANT | ATTY.DOCKETNO/TITLE |
11/365,720 03/01/2006 Joseph Abadi 2006-0210-US
CONFIRMATION NO. 9962
55863 POWER OF ATTORNEY NOTICE

70 SOMERSET DRIVE L

BLUE BELL, PA 19422
Date Mailed: 09/08/2010

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 06/28/2010.

. The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/amwise/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1
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SAUL EWING LLP (PHILADELPHIA) MAILED
ATTN: PATENT DOCKET CLERK -2 8201
CENTRE SQUARE WEST JUL 2%8120 |
1500 MARKET STREET, 38™ FLOOR OFFICE OF PETITIONS

PHILADELPHIA PA 19102-2186

In re Application of

ABADI :

Application No. 11/365,720 : ON PETITION
Filed: March 1, 2006 :

Attorney Docket No. 361797.00001

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed July 7,
2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to timely file a reply within the meaning of 37 CFR 1.113
to the final Office action of October 13, 2010. The proposed reply required for consideration of a
petition to revive must be a Notice of Appeal (and appeal fee required by 37 CFR 41.20(b)(2), an
amendment that prima facie places the application in condition for allowance, a Request for Continued
Examination and submission (37 CFR 1.114), or the filing of a continuing application under 37 CFR
1.53(b). See MPEP 711.03(c)(I1)(A)(2). No extensions of time pursuant to the provisions of 37 CFR
1.136(a) were obtained. Accordingly, the date of abandonment of this application is January 14, 2011. A
Notice of Abandonment was mailed May 10, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of a Request for Continued Examination (RCE) and fee of $405, and the submission required by
37 CFR 1.114; (2) the petition fee of $810; and (3) a proper statement of unintentional delay.

It is not apparent whether the person signing the statement of unintentional delay was in a position to
have firsthand or direct knowledge of the facts and circumstances of the delay at issue. Nevertheless,
such statement is being treated as having been made as the result of a reasonable inquiry into the facts
and circumstances of such delay. See 37 CFR 10.18(b) and Changes to Patent Practice and Procedure;
Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103
(October 21, 1997). In the event that such an inquiry has not been made, petitioner must make such an
inquiry. If such inquiry results in the discovery that it is not correct that the entire delay in filing the
required reply from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR
1.137(b) was unintentional, petitioner must notify the Office.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-6735.
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This application is being referred to Technology Center AU 3625 for processing of the RCE and for
appropriate action by the Examiner in the normal course of business on the amendment submitted in
accordance with 37 CFR 1.114.

/Diane C. Goodwyn/
Diane C. Goodwyn
Petitions Examiner
Office of Petitions
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CHARLES B. PERRY
5502 KENILWORTH AVE. #303 :
RIVERDALE, MD 20737 MAILED

0CT 26 2019
In re Application of OFFICE OF PETITIONS
Charles Burnett Perry :
Application No. 11/365,788 : ON PETITION

Filed: March 2, 2006
Attorney Docket No. None

This is a decision on the petition, filed August 26, 2010, which is being treated as a petition
under 37 CFR 1.181 (no fee) requesting withdrawal of the holding of abandonment in the above-
identified application.

The petition is DISMISSED.

Any request for reconsideration of this decision should be filed within two (2) months from the
mail date of this decision. Note 37 CFR 1.181(f). The request for reconsideration should include
a cover letter and be entitled as a “Renewed Petition under 37 CFR 1.181 to Withdraw the
Holding of Abandonment.”

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, December 7, 2007, which set a shortened statutory period for reply of three (3)
months. No extension of time under the provisions of 37 CFR 1.136(a) was obtained.
Accordingly, the application became abandoned on March 8, 2008. A Notice of Abandonment
was mailed on June 12, 2008. On August 26, 2010, the present petition was filed.

Petitioner asserts that the Office Action of December 7, 2007 was not received; however,
petitioner indicates that he moved on “09/2007...and put in for a change of address with the post
office...”

37 CFR 1.33(a) provides that the application must specify a correspondence address to which the
Office will send notice, letters, and other communications relating to the application. Where an
attorney or agent of record (or applicant, if he or she is prosecuting the application pro se)
changes his or her correspondence address, he or she is responsible for promptly notifying the
U.S. Patent and Trademark Office of the new correspondence address (including ZIP Code). See
37 CFR 11.11.
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The present petition does not include a statement that a change of correspondence address was
filed with the U.S. Patent and Trademark Office prior to the mailing of the Office action on
December 7, 2007. Further, a review of the written record fails to show that a change of
correspondence address was filed. Consequently, the Office action on December 7, 2007 was
properly mailed to the applicant at the address of record. A copy of the non-final Office action
accompanies this decision, per applicant’s request.

Since the petition does not include sufficient evidence to support a conclusion that the
abandonment should be withdrawn, the petition is dismissed.

The correspondence address is being updated in view of the present notification that the
correspondence address has changed.

Petitioner is strongly encouraged to consider filing a petition under 37 CFR 1.137(b) to revive an
unintentionally abandoned application instead of filing a renewed petition under 37 CFR 1.181
or a petition under 37 CFR 1.137(a).

A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied by:

(1) The reply required to the outstanding Office action or notice, unless previously
filed. In nonprovisional utility application abandoned for failure to respond to a non-final
Office action, the required reply may be met by filing either (A) an argument or
amendment under 37 CFR 1.111 or (B) a continuing application under 37 CFR 1.53(b).

(2) The petition fee as set forth in 37 CFR 1.17(m), $810.00 for a small entity;

(3) A statement that the entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition was unintentional. The Director may require
additional information where there is a question whether the delay was unintentional.

A form for filing a petition to revive an unintentionally abandoned application accompanies this
decision for petitioner’s convenience. If petitioner desires to file a petition under 37 CFR
1.137(b) instead of filing a request for reconsideration, petitioner must complete the enclosed
petition form (PTO/SB/64) and pay the $810.00 petition fee.

Petitioner may wish to consider hiring a registered patent attorney or agent to assist in the
prosecution of this application. Additionally, petitioner is encouraged to contact the Inventors
Assistance Center (IAC) by telephone at 800-786-9199 or 571-272-1000, Monday through
Friday from 8:30 AM to 5:30 PM (EST). The IAC provides patent information and services to
the public and is staffed by former Supervisory Patent Examiners and experienced Primary
Examiners who answer general questions concerning patent examining policy and procedure.
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Further correspondence with respect to this matter should be delivered through one of the
following mediums:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

By internet: EFS-Web'

Any questions concerning this matter may be directed to the undersigned at (571) 272-3204.

Sherry :l. Brinkley

Petitions Examiner
Office of Petitions

Enclosures: Petition For Revival Of An Application For Patent Abandoned Unintentionally
Under 37 CFR 1.137(b); Form PTO/SB/64, Privacy Act Statement

' www.uspto.gov/ebc/efs_help.html (for help using EFS-Web call the Patent Electronic Business Center
at (866) 217-9197)
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11/365,788 PERRY, CHARLES BURNETT
Office Action Summary Examiner A Unit

Daniel S. Felten 3694

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- U NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Statu_s

1) Responsive to communication(s) filed on 02 March 2006.
2a)[J This action is FINAL. 2b)X This action is non-final.
3)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 0.G. 213.

Disposition of Claims

4)[] Claim(s) is/are pending in the application.
4a) Of the above claim(s) is/are withdrawn from consideration.
5)(] Claim(s)___is/are allowed.
6)[J Claim(s) is/are rejected.
7 Claim(s) _____ is/are objected to.
8)[] Claim(s) ____are subject to restriction and/or election requirement.

Application Papers

9)X] The specification is objected to by the Examiner.
10)[]] The drawing(s) filed on isfare: a)[_] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
11)[]] The oath or declaration is objected to b;? the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)(JAIl b)[J Some * ¢)[J None of:
1.[J Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No.
3.0 Copies of the certified copies of the priority documents have been received in this National Stage _
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) D Notice of References Cited (PT0O-892) 4) D Interview Summary (PTO-413)
2)[C] Notice of Draftsperson’s Patent Drawing Review (PT0O-948) Paper No(s)Mail Date.

3) [ information Disclosure Statement(s) (PTO/SB/08) 5) [J Notice of Informat Patent Application

Paper No(s)/Mail Date 6) (] other:

U.S. Patent and Trademark Office
PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20071203
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DETAILED ACTION

1. An examination of this application reveals that applicant is unfamiliar with patent
prosecution procedure. While an inventor may prosecute the application, lack of skill in this field
usually acts as a ]iability‘ in affording the maximum protection for the invention disclosed.
Applicant is advised to secure the services of a registered patent attorney or agent to prosecute
the application, since the value of a patent is largely dependent upon skilled preparation and
prosecution. The Office cannot aid in selecting an attorney or agent.

A listing of registered patent attorneys and agents is available on the USPTO Internet
web site http://www.uspto.gov in the Site Index under “Attorney and Agent Roster.” Applicants
may also obtain a list of registered patent attorneys and agents located in their area by writing to
the Mail Stop OED, Director of the U. S. Patent and Trademark Office, PO Box 1450,

Alexandria, VA 22313-1450.

Specification
2. Applicant is reminded of the proper content of an abstract of the disclosure.

A patent abstract is a concise statement of the technical disclosure of the patent and
should include that which is new in the art to which the invention pertains. If the patent is of a
basic nature, the entire technical disclosure may be new in the art, and the abstract should be
directed to the entire disclosure. If the patent is in the nature of an improvement in an old
apparatus, process, product, or composition, the abstract should include the technical disclosure
of the improvement. In certain patents, particularly those for compounds and compositions,
wherein the process for making and/or the use thereof are not obvious, the abstract should set
forth a process for making and/or use thereof. If the new technical disclosure involves
modifications or alternatives, the abstract should mention by way of example the preferred
modification or alternative.
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The abstract should not refer to purported merits or speculative applications of the
invention and should not compare the invention with the prior art.

Where applicable, the abstract should include the following:
(1) if a machine or apparatus, its organization and operation;
(2) if an article, its method of making;
(3) if a chemical compound, its identity and use;
(4) if a mixture, its ingredients;
(5) if a process, the steps.

Extensive mechanical and design details of apparatus should not be given.

The following guidelines illustrate the preferred layout for the specification of a utility
application. These guidelines are suggested for the applicant’s use.

Arrangement of the Specification

As provided in 37 CFR 1.77(b), the specification of a utility application should include
the following sections in order. Each of the lettered items should appear in upper case, without
underlining or bold type, as a section heading. If no text follows the section heading, the phrase
“Not Applicable” should follow the section heading:

(a) TITLE OF THE INVENTION.

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. .

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR -
DEVELOPMENT.

(d) THE NAMES OF THE PARTIES TO A JOINT RESEARCH AGREEMENT.

(e) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A
COMPACT DISC.

(f) BACKGROUND OF THE INVENTION.

(1) Field of the Invention.
(2) Description of Related Art including information disclosed under 37 CFR 1.97
and 1.98.

(g) BRIEF SUMMARY OF THE INVENTION.

(h) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S).

(i) DETAILED DESCRIPTION OF THE INVENTION.

()) CLAIM OR CLAIMS (commencing on a separate sheet).

(k) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet).

(1) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821-1.825. A “Sequence
Listing” is required on paper if the application discloses a nucleotide or amino
acid sequence as defined in 37 CFR 1.821(a) and if the required “Sequence
Listing” is not submitted as an electronic document on compact disc).
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Content of Specification

Title of the Invention: See 37 CFR 1.72(a) and MPEP § 606. The title of the
invention should be placed at the top of the first page of the specification unless
the title is provided in an application data sheet. The title of the invention should
be brief but technically accurate and descriptive, preferably from two to seven
words may not contain more than 500 characters.

Cross-References to Related Applications: See 37 CFR 1.78 and MPEP § 201.11.

Statement Regarding Federally Sponsored Research and Development: See MPEP
§ 310.

The Names Of The Parties To A Joint Research Agreement: See 37 CFR 1.71(g). -
Incorporation-By-Reference Of Material Submitted On a Compact Disc: The

specification is required to include an incorporation-by-reference of electronic
documents that are to become part of the permanent United States Patent and
Trademark Office records in the file of a patent application. See 37 CFR 1.52(e)
and MPEP § 608.05. Computer program listings (37 CFR 1.96(c)), “Sequence
Listings” (37 CFR 1.821(c)), and tables having more than 50 pages of text were
permitted as electronic documents on compact discs beginning on September 8,
2000.

Background of the Invention: See MPEP § 608.01(c). The specification should
set forth the Background of the Invention in two parts:

(1)  Field of the Invention: A statement of the field of art to which the
invention pertains. This statement may include a paraphrasing of the
applicable U.S. patent classification definitions of the subject matter of the
claimed invention. This item may also be titled "Technical Field."

2 Description of the Related Art including information disclosed under 37
CFR 1.97 and 37 CFR 1.98: A description of the related art known to the
applicant and including, if applicable, references to specific related art and
problems involved in the prior art which are solved by the applicant's
invention. This item may also be titled "Background Art."

Brief Summary of the Invention: See MPEP § 608.01(d). A brief summary or
general statement of the invention as set forth in 37 CFR 1.73. The summary is
separate and distinct from the abstract and is directed toward the invention rather
than the disclosure as a whole. The summary may point out the advantages of the
invention or how it solves problems previously existent in the prior art (and
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(h)

®

(k)

M

preferably indicated in the Background of the Invention). In chemical cases it
should point out in general terms the utility of the invention. If possible, the
nature and gist of the invention or the inventive concept should be set forth.
Objects of the invention should be treated briefly and only to the extent that they
contribute to an understanding of the invention.

Brief Description of the Several Views of the Drawing(s): See MPEP § 608.01(f).

A reference to and brief description of the drawing(s) as set forth in 37 CFR 1.74.

Detailed Description of the Invention: See MPEP § 608.01(g). A description of
the preferred embodiment(s) of the invention as required in 37 CFR 1.71. The
description should be as short and specific as is necessary to describe the
invention adequately and accurately. Where elements or groups of elements,
compounds, and processes, which are conventional and generally widely known
in the field of the invention described and their exact nature or type is not
necessary for an understanding and use of the invention by a person skilled in the
art, they should not be described in detail. However, where particularly
complicated subject matter is involved or where the elements, compounds, or
processes may not be commonly or widely known in the field, the specification
should refer to another patent or readily available publication which adequately
describes the subject matter.

Claim or Claims: See 37 CFR 1.75 and MPEP § 608.01(m). The claim or claims
must commence on separate sheet or electronic page (37 CFR 1.52(b)(3)). Where
a claim sets forth a plurality of elements or steps, each element or step of the
claim should be separated by a line indentation. There may be plural

indentations to further segregate subcombinations or related steps. See 37 CFR
1.75 and MPEP § 608.01(i)-(p).

Abstract of the Disclosure: See MPEP § 608.01(f). A brief narrative of the
disclosure as a whole in a single paragraph of 150 words or less commencing on
a separate sheet following the claims. In an international application which has
entered the national stage (37 CFR 1.491(b)), the applicant need not submit an
abstract commencing on a separate sheet if an abstract was published with the
international application under PCT Article 21. The abstract that appears on the
cover page of the pamphlet published by the International Bureau (IB) of the
World Intellectual Property Organization (WIPO) is the abstract that will be used
by the USPTO. See MPEP § 1893.03(¢).

Sequence Listing, See 37 CFR 1.821-1.825 and MPEP §§ 2421-2431. The
requirement for a sequence listing applies to all sequences disclosed in a given
application, whether the sequences are claimed or not. See MPEP § 2421.02.
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A substitute specification including the claims is required pursuant to 37 CFR 1.125(a)
because The specification is not compliant to the requiremenfs and standards of the United States
Patent’ Office. It is suggested that the applicant acquire any published patent over the past 25
years to understand the format used to submitted an application to the U.S. Patent Office.

3. A substitute specification must not contain new matter. The substitute specification must
be submitted with markings showing all the changes relative to the immediate prior version of
the specification of record. The text of any added subject matter must be shown by underlining
the added text. The text of any deleted matter must be shown by strike-through except that
double brackets placed before and after the deleted characters may be used to show deletion 6f
five or fewer consecutive characters. The text of any deleted subject matter must be shown by
being placed within double brackets if strike-through cannot be easily perceived. An
accompanying clean version (without markings) and a statement that the substitute specification
contains no new matter must also be supplied. Numbering the paragraphs of the specification of

record is not considered a change that must be shown.

Conclusion
Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Daniel S. Felten whose telephone number is (571) 272-6742.
The examiner can normally be reached on Fléx.
If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, James Trammell can be reached on (571) 272-6712. The fax phone number for the

organization where this application or proceeding is assigned is 571-273-8300.
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Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more informatior; about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would
like assistance from a USPTO Customer Service Representative or access to the automated
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

aniel S Felte

Examiner
Art Unit 3694

DSF
12/03/2007



. Paper No.:
DATE : / ‘é//J
TOSPEOF :ARTUNIT e_gﬁ"f
: -,
SUBJECT  : Request for Certificate of Correction for Appl. No.: Z//%ﬁ 3 puearo: 2854942
Please respond to this request for a certificate of correction within 7 days. :
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A -
Palm Location 7580 ) :

Certificates of Correction Branch
v\m L¢

571-272-0460

) Thank You For Your Assistance
SPE, 262

The request for issuing the above-dentified corrochon(s) is hereby:

Nots your dacislon on the appropriate box.

!2{ Approved ) | All cﬁénges app!y.

O Approved in Part . Specify. below which changes do not apply.

QO Denied B Y State“ the reasons for denial below.
Comme'nts:

" PTOL-306 (REV. 7703) “US. UEPARTHENT OF COMMERCE Patent and Yrademark Office



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

YOUNG & THOMPSON Mail Date: 08/03/2010
209 Madison Street

Suite 500
Alexandria, VA 22314

Applicant : Pekka Janhunen : DECISION ON REQUEST FOR

Patent Number : 7641151 : RECALCULATION of PATENT

Issue Date : 01/05/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/365,875 : OF WYETH AND NOTICE OF INTENT TO
Filed :

03/02/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 648 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

FOLEY AND LARDNER LLP Mail Date: 08/06/2010
SUITE 500

3000 K STREET NW
WASHINGTON, DC 20007

Applicant : Kazuhiro Saito : DECISION ON REQUEST FOR

Patent Number : 7661740 : RECALCULATION of PATENT

Issue Date : 02/16/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/365,931 : OF WYETH AND NOTICE OF INTENT TO
Filed :

03/02/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 924 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. BOX 1450

ALEXANDRIA, VA 22313-1450
www.uspfo.gov

DATE: November 3, 2011
TO: Certificates of Correction Branch
FROM: John Q. Nguyen
SPE, Art Unit 3665
SUBJECT: REQUEST FOR CERTIFICATE OF CORRECTION

Please issue a Certificate of Correction in U. S. Letters Patent No. 7,612,869 as specified
on the attached Certificate.

/John Q. Nguyen/
John Q. Nguyen, SPE
Art Unit 3665




UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE

Patent No. 7,612,869
Patented: 11/3/2009

On petition requesting issuance of a certificate for correction of inventorship pursuant to 35
U.S.C. 256, it has been found that the above identified patent, through error and without
deceptive intent, improperly sets forth the inventorship. Accordingly, it is hereby certified that
the correct inventorship of this patent is:

Francisco Pereira, Darius Modarress, Mory Gharib, Dana Dabiri, David Jeon and
Emilio Castano Graft.

/John Q. Nguyen/
Supervisory Patent Examiner
Art Unit 3665



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspfo.gov

GAURAV TEWARI MAILED

3978 PAN AM EXPRESSWAY NORTH

SAN ANTONIO TX 78219 MAR 222011

In re Application of OFFICE OF PETITIONS
Tewari :

Application No. 11/366,148 : DECISION ON PETITION

Filed: March 2, 2006
Attorney Docket No. TEW-11

This is a decision on the petition filed under 37 CFR 1.137(b) in the above-identified application
filed on February 10, 2011.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
The reconsideration réquest should include a cover letter entitled “Renewed Petition under

37 CFR 1.137(b).” This is not a final agency action within the meaning of 5 U.S.C. § 704.

This above-identified application became abandoned for failure to timely file a reply to a non-
final Office action mailed June 29, 2009. The Office Action set a three (3) month shortened
statutory period for reply. No extensions of time were obtained under the provisions of 37 CFR
1.136(a). Accordingly, this application became abandoned on September 30, 2009. This decision
precedes the mailing of a Notice of Abandonment.

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a statement that
the entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was unintentional; and (4) any terminal
disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by 37 CFR 1.137(d). Where there is
a question as to whether either the abandonment or the delay in filing a petition under 37 CFR
1.137 was unintentional, the Director may require additional information. See MPEP
711.03(c)(II)(C) and (D). The instant petition lacks item(s) 1.

As to item (1), applicant has failed to provide a complete response to the non-final Office action.
. The Office is in receipt of the amendment. However, a review of the drawings shows they do not
meet the requirements of 37 CFR 1.121. When the Office receives replacement sheets of
drawings for patent applications after the application has been filed, a cover letter identifying the
drawings by application number should accompany them. The application number and other
identifying indicia should be placed on each sheet of drawings in accordance with 37 CFR
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1.84(c). Each drawing sheet submitted after the filing date of the application must be identified as
either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d).

It is noted that two request to enter a power of attorney and change the correspondence address
were submitted on November 30, 2010. The one request included customer number 21619 and
the other included customer number 75076. Since it is not clear which customer number should
be entered, neither request will be entered. On renewed petition, a clear indication as to which
customer number apphcant desires for the power of attorney and correspondence address of
record

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: ] Customer Service Window
- Mail Stop Petitions
Randolph Building
401 Dulany Street
. Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Any questions concerning this matter may be directed to the undersigned at (571) 272- 3215.

C)}]WMM

Charlema Grant
~Petitions Attorney
Office of Petitions

Cc:  Robert Groover 111
P.O. Box 802889 -
Dallas, Texas 75380-2889



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.uspto.gov

NOVARTIS INSTITUTES FOR BIOMEDICAL RESEARCH, INC.
220 MASSACHUSETTS AVENUE

CAMBRIDGE MA 02139 ,
MAILED
DEC. 22 2010
L QFFICE OF PETITIONS
In re Application of
Davis et al. :
Application No. 11/366,462 ' :  DECISION ON PETITION

Filed: March 3, 2006
Attorney Docket No. 34748-US-DIV02

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed November 1, 2010, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the final
Office action mailed, March 24, 2010, which set a shortened statutory period for reply of
three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the application became abandoned on June 25, 2010. A Notice
of Abandonment was mailed October 29, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of a continuation, (2) the petltlon fee of $1,620.00, and (3) a
proper statement of unintentional delay.

The above-identified application is being revived solely for purposes of continuity. As
continuity has been established by this decision reviving the above-identified application,
the above-identified application is again abandoned in favor of continuing application
No. 12/917,019, filed November 1, 2010.

Further, it is not apparent whether the statement of unintentional delay was signed by a
person who would have been in a position of knowing that the entire delay in filing the
required reply from the due date for the reply until the filing of a grantable petition
pursuant to 37 CFR 1.137(b) was unintentional. Nevertheless, in accordance with 37
CFR 10.18, the statement is accepted as constituting a certification of unintentional delay.
However, in the event that petitioner has no knowledge that the delay was unintentional,
petitioner must make such an inquiry to ascertain that, in fact, the delay was
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unintentional. If petitioner discovers that the delay was intentional, petitioner must notify
the Office.

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

oo Gy

Joan Olszewski
Petitions Examiner
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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WESTERMAN, HATTORI, DANIELS & ADRIAN, LLP

1250 CONNECTICUT AVENUE, NW MAILED

SUITE 700

WASHINGTON, DC 20036 APR 1.8 2011
OFFICE OF PETITIONS

In re Application of

Yoichi Iwasaki, et al. :

Application No.: 11/366,509 : ON PETITION
Filed: March 3, 2006 ‘ :

Attorney Docket No.: 062183

This is a decision on the petition, filed April 14, 2011, under 37 CFR 1.313(c)(2) to withdraw the
above-identified application from issue after payment of the issue fee.

The petition-is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on March 9, 2011, cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries relating to this decision should be directed to the undersigned at (571)
272-3204.

The application is being referred to Technology Center AU 3741 for further processing of the
request for continued examination under 37 CFR 1.114 and for consideration of the concurrently
filed Information Disclosure Statement (IDS).

/SDB/
Shérry D. Brinkley

Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Part B — Fee(s)
Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the Issue Fee Transmitial Form must be
completed and timely submitted to avoid abandonment of the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandrla VA 22313-1450

www.uspto.gov

OLIFF & BERRIDGE, PLC

P.0. BOX 320850 MA“..ED

ALEXANDRIA, VA 22320-4850

NOV 042010
OFFICE OF PETITIONS
In re Application of o
Hiroyuki NAGASAKA :
Application No. 11/366,746 : DECISION GRANTING PETITION

Filed: March 3, 2006 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No.125158.01 :

This is a decision on the petition under 37 CFR 1.313(c)(2), filed November 3, 2010, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn fro;n issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 29, 2010 cannot be refunded.
If, however, this application is again allowed, petitioner may request that it be apphed
towards the issue fee required by the new Notice of Allowance.!

Telephone inquiries should be directed to the undersigned at (571) 272-7253.
This application is being referred to Technology Center AU 2882 for processing of the

request for continued examination under 37 CFR 1.114 and for consideration of the
concurrently filed information disclosure statement.

/Monica A. Graves/ -
Petitions Examiner, Office of Petitions

1 . . . . .
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.usplo.gov

r APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO. J
11/366,792 03/02/2006 Robert P. Morris 1386/US 6141
49278 7590 12/15/2010
. EXAMINER
SCENERA RESEARCH, LLC I I
5400 Trinity Road WEINRICH, BRIAN E
Suite 303 ART UNIT PAPER NUMBER
Raleigh, NC 27607 I I J
2169
- I MAIL DATE l DELIVERY MODE J
12/15/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.usplo.gov

[ APPLICATION NO. | FILING DATE J FIRST NAMED INVENTOR [ATTORNEY DOCKET NO. | CONFIRMATION NO. ]
11/366,792 03/02/2006 Robert P. Morris 1386/US 6141
49278 7590 12/15/2010 I EXAMINER |
SCENERA RESEARCH, LLC WEINRICH, BRIAN E
5400 Trinity Road
Suite 303 I ART UNIT I PAPER NUMBER |
Raleigh, NC 27607 2169

DATE MAILED: 12/15/2010

Please find below and/or attached an Office communication concerning this application or proceeding.

The request for deferral/suspension of action under 37 CFR 1.103 has been approved.

PTO-90C (Rev. 10/03)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Kevin L. Wingate

SCENERA RESEARCH, LLC
5400 Trinity Road

Suite 303 _

Raleigh, North Carolina 27607

In re Application of:
Robert P. MORRIS :
A_E)pl. No.: 11/366,792 :
Filed: March 2, 2006 : DECISION ON PETITION
For: METHODS AND SYSTEMS FOR DELIVERING : UNDER 37 CFR § 1.103(a)
PUBLISHED INFORMATION ASSOCIATED WITH A :
TUPLE USING-A PUB/SUB PROTOCOL

This is a decision on the petition for suspension of prosecutions under 37 CFR § 1.103(a) filed
on 10 December 2010.

The petition is GRANTED.

Pursuant to applicant's requests filed on 10 December 2010, action by the Office is suspended on
this application under 37 CFR § 1.103(a) for a period of three (3) months from the mailing date
of this letter. At the end of this period, applicant is required to notify the examiner and request
continuance of prosecution or a further suspension. See MPEP § 709.

Suspension of action under 37 CFR § 1.103(a)-(d) at the applicant’s request will cause a
reduction in patent term adjustment accumulated (if any) under 37 CFR § 1.703. The reduction
is equal to the number of days beginning on the date a request for suspension of action was filed
and ending on the date of the termination of the suspension. See 37 CFR § 1.704(c)(1).

Any inquiry concerning this decision should be directed to the undersigned whose telephone
number is (571) 272-3613.

/Vincent N. Trans/
Vincent N. Trans, SPRE/QAS
Technology Center 2100
Computer Architecture and Software




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

L APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. ]
11/366,792 03/02/2006 Robert P. Morris . [386/US 6141
49278 7590 03/28/2011
EXAMINER
SCENERA RESEARCH, LLC ' _ | J
5400 Trinity Road : WEINRICH, BRIAN E
Suite 303
. ART UN M
Raleigh, NC 27607 [ T ] PAPER NUMBER ]
2169
[ MAIL DATE [ DELIVERY MODE |
03/28/2011 , PAPER

Please find below and/or attached an Office communication concerning this applicatidn or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Kevin L. Wingate

SCENERA RESEARCH, LLC
5400 Trmlty Road

Suite 303

Raleigh, North Carolina 27607

In re Application of:
Robert . MORRIS :
A‘ﬁ) . No.: 11/366,792 :
ed: March 2, 2006 : DECISION ON PETITION
For: METHOD AND SYSTEM FOR DELIVERING : UNDER 37 CFR § 1.103(a)
PUBLISHED INFORMATION ASSOCIATED WITH A :
TUPLE USING A PUB/SUB PROTOCOL

This is a decision on the petition for suspension of prosecutions under 37 CFR § 1.103(a) filed
on 22 March 2011.

The petition is GRANTED.

Pursuant to applicant's requests filed on 22 March 2011, action by the Office is suspended on this
application under 37 CFR § 1.103(a) for a period of three (3) months from the mailing date of
this letter. At the end of this period, applicant is required to notify the examiner and request
continuance of prosecution or a further suspension. See MPEP § 709.

Suspension of action under 37 CFR § 1.103(a)-(d) at the applicant’s request will cause a
reduction in patent term adjustment accumulated (if any) under 37 CFR § 1.703. The reduction
is equal to the number of days beginning on the date a request for suspension of action was filed
and ending on the date of the termination of the suspension. See 37 CFR § 1.704(c)(1).

Any inquiry concerning this decision should be directed to theAundersigned whose telephone
number is (571) 272-3613.

/Vincent N. Trans/
Vincent N. Trans, SPRE/QAS
Technology Center 2100
Computer Architecture and Software
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLO.goV

I APPLICATION NO. l FILING DATE FIRST NAMED INVENTOR l ATTORNEY DOCKETNO. | CONFIRMATION NO. I
11/366,792 03/02/2006 Robert P. Morris 1386/US 6141
49278 7590 07/06/2011

SCENERA RESEARCH, LLC
5400 Trinity Road

Suite 303

Raleigh, NC 27607

I EXAMINER I

WEINRICH, BRIAN E

| ART UNIT | PAPER NUMBER I
2169
I MAIL DATE I DELIVERY MODE |
07/06/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Kevin L. Wingate

SCENERA RESEARCH, LLC
5400 Trinity Road

Suite 303 .

Raleigh, North Carolina 27607

In re Application of:
Robert P. MORRIS
Appl. No.: 11/366,792 :
Filed: March 2, 2006 : DECISION ON PETITION
For: METHOD AND SYSTEM FOR DELIVERING : UNDER 37 CFR § 1.103(a)
PUBLISHED INFORMATION ASSOCIATED WITH A :
TUPLE USING A PUB/SUB PROTOCOL

This is a decision on the petition for suspension of prosecutions under 37 CFR § 1.103(a) filed
on 28 June 2011.

The petition is GRANTED.

Pursuant to applicant's requests filed on 28 June 2011, action by the Office is suspended on this
application under 37 CFR § 1.103(a) for a period of three (3) months from the mailing date of
this letter. At the end of this period, applicant is required to notify the examiner and request
continuance of prosecution or a further suspension. See MPEP § 709.

Suspension of action under 37 CFR § 1.103(a)-(d) at the applicant’s request will cause a
reduction in patent term adjustment accumulated (if any) under 37 CFR § 1.703. The reduction
is equal to the number of days beginning on the date a request for suspension of action was filed
and ending on the date of the termination of the suspension. See 37 CFR § 1.704(c)(1).

Any inquiry concerning this decision should be directed to the undersigned whose telephone
number is (571) 272-3613.

/Vincent N. Trans/
Vincent N. Trans, SPRE/QAS
Technology Center 2100
Computer Architecture and Software
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpto.gov

APPLICATION NO. J FILING DATE ] FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. | CONFIRMATION NO. J
11/366,792 03/02/2006 Robert P. Morris 1386/US 6141
49278 7590 10/14/2011
EXAMINER
SCENERA RESEARCH, LLC I J
5400 Trinity Road WEINRICH, BRIAN E
Suite 303 -
Raleigh, NC 27607 | ART UNIT I PAPER NUMBER J
2169
| MAIL DATE | DELIVERY MODE I
10/14/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rcv. 04/07)
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Commissioner for Patents
United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Kevin L. Wingate

SCENERA RESEARCH, LLC
5400 Trinity Road

Suite 303 .

Raleigh, North Carolina 27607

In re Application of:
Robert P. MORRIS :
A_]])pl. No.: 11/366,792 : ,
Filed: March 2, 2006 : DECISION ON PETITION
For: METHOD AND SYSTEM FOR DELIVERING : UNDER 37 CFR § 1.103(a)
PUBLISHED INFORMATION ASSOCIATED WITH A :
TUPLE USING A PUB/SUB PROTOCOL

This is a decision on the petition for suspension of prosecutions under 37 CFR § 1.103(a) filed
on 10 October 2011.

The petition is GRANTED.

Pursuant to applicant's requests filed on 10 October 2011, action by the Office is suspended on
this application under 37 CFR § 1.103(a) for a period of three (3) months from the mailing date
of this letter. At the end of this period, applicant is required to notify the examiner and request
continuance of prosecution or a further suspension. See MPEP § 709.

Suspension of action under 37 CFR § 1.103(a)-(d) at the applicant’s request will cause a
reduction in patent term adjustment accumulated (if any) under 37 CFR § 1.703. The reduction
is equal to the number of days beginning on the date a request for suspension of action was filed
and ending on the date of the termination of the suspension. See 37 CFR § 1.704(c)(1).

Any inquiry concerning this decision should be directed to the undersigned whose telephone
number is (571) 272-3613.

/Vincent N. Trans/
Vincent N. Trans, SPRE/QAS
Technology Center 2100
Computer Architecture and Software
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_UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O.Box 1450
Alexandria, Virginia 22313-1450
WwWw.usplo.gov

[ APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO. J
11/366,792 03/02/2006 . Robert P. Morris 1386/US 6141
49278 7590 0112612012
R
SCENERA RESEARCH, LLC I EXAMINE |
5400 Trinity Road WEINRICH, BRIAN E
Suite 303 —
Raleigh, NC 27607 I ART UNIT l PAPER NUMBER J
2169
l MAIL DATE l DELIVERY MODE J

01/26/2012 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Kevin L. Wingate

SCENERA RESEARCH, LLC
5400 Trinity Road

Suite 303 .

Raleigh, North Carolina 27607

In re Application of:
Robert . MORRIS
pl. No.: 11/366,792 : :
Fl ed March 2, 2006 : DECISION ON PETITION
For: METHOD AND SYSTEM FOR DELIVERING : UNDER 37 CFR § 1.103(a)
PUBLISHED INFORMATION ASSOCIATED WITH A
TUPLE USING A PUB/SUB PROTOCOL

This is a decision on the petition for suspension of prosecutions under 37 CFR § 1.103(a) filed
on 23 January 2012.

The petition is GRANTED.

Pursuant to applicant's requests filed on 23 January 2012, action by the Office is suspended on
this application under 37 CFR § 1.103(a) for a period of three (3) months from the mailing date
of this letter. At the end of this period, applicant is required to notify the examiner and request
continuance of prosecution or a further suspension. See MPEP § 709.

Suspension of action under 37 CFR § 1.103(a)-(d) at the applicant’s request will cause a
reduction in patent term adjustment accumulated (if any) under 37 CFR § 1.703. The reduction
is equal to the number of days beginning on the date a request for suspension of action was filed
and ending on the date of the termination of the suspension. See 37 CFR § 1.704(c)(1).

Any inquiry concerning this decision should be directed to the undersigned whose telephone
number is (571) 272-3613.

/Vincent N. Trans/
Vincent N. Trans, QAS
Technology Center 2100
Computer Architecture and Software




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

HOVEY WILLIAMS LLP MAILED

10801 MASTIN BLVD., SUITE 1000

OVERLAND PARK KS 66210 AUG 08 2011
OFFICE OF PETITIONS

In re Application of

Studholme, et al. :

Application No. 11/366,799 : DECISION
Filed/Deposited: 3 March, 2006 : :
Attorney Docket No. 66055-053

This is a decision on the papers filed on 28 June, 2011, for revival of an application abandoned
due to unintentional delay pursuant to 37 C.F.R. §1.137(b).

NOTE:

There was a power of attorney in favor of the practitioners associated with the Customer
Number 23589 (Hovey Williams LLP) submitted contemporaneously with the petition on
28 June, 2011.

However, rather than having a registered practitioner sign the petition and submit an
accompanying statement by the authorized agent of the assignee, the firm of Hovey
Williams LLP and the practitioner Eric D. Middlemas (Reg. No. 53,325)—who signed
the amendment—had a non-practitioner, non-authorized signor (Jeffrey Johnson) of the
petition, which constituted an improper signing.

The petition pursuant to 37 C.F.R. §1.137(b) is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 C.F.R. §1.136(a) are permitted.
The reconsideration request should include a cover letter entitled “Renewed Petition under

37 C.F.R. §1.137(b).”

This is not a final agency action within the meaning of 5 U.S.C. §704.
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As to the Allegations
of Unintentional Delay o :

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement and/or showing of unintentional delay under the regulation,
and, where applicable, a terminal disclaimer and fee

Petitioner does not appear to have satisfied the requirements under the Rule.

Petitioners’ attentions always are directed to the guidance in the Commentary at MPEP
§711.03(c )(1D).

BACKGROUND

The record reflects as follows:

Petitioner failed to reply timely and properly to the non-final Office action mailed on 22
December, 2008, with reply due absent an extension of time on or before 22 March 2009.

The application went abandoned by operation of law after midnight 22 March 2009.
The Office mailed the Notice of Abandonment on 30 July, 2009.
On 28 June, 2011, more than:

. twenty-séven (27) months after abandonment, and

e twenty-two (22) months after Notice thereof,

Petitioner filed, inter alia, a petition pursuant to 37 C.F.R. §1.137(b), with fee, and a statement of
unintentional delay, and a reply in the form of an amendment—however, as noted above, the
person signing the petition was neither the inventor/ nor a registered practitioner and was not
authorized to sign—thus, the signing therefore appeared to be defective, and the petition
considered unsigned.

/

Petitioners’ attentions always are directed to the guidance in the Commentary at MPEP
$711.03(c ) as to the showing regarding unintentional delay and a petition pursuant to 37 C.F.R.

$1.137(b).

Petitioner has failed to satisfy the requirements under the Rule and discussed above.
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The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

Out of an abundance of caution, Petitioners always are reminded that those registered to practice
and all others who make representations before the Office must inquire into the underlying facts
of representations made to the Office and support averments with the appropriate
documentation—since all owe to the Office the continuing duty to disclose.'

STATUTES, REGULATIONS AND ANALYSIS

Congress has authorized the Commissioner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994).2

The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a Petitioner to
revive a previously unavoidably or unintentionally, respectively, abandoned application under
this congressional grant of authority.

Unintentional delays are those that do not satisfy the very strict statutory and regulatory

requirements of unavoidable delay, and also, by definition, are not intentional.’))

Again, Petitioner’s attentions are directed to the guidance in the Commentary at MPEP
$711.03(c). '

As to the Allegations
._of Unintentional Delay

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement and/or showing of unintentional delay under the regulation,
and, where applicable, a terminal disclaimer and fee

Petitioner failed to satisfy the requirements under the Rule.

! See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office).

2 35 U.S.C. §133 provides:

35 U.S.C. §133 Time for prosecuting application.

Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to
the applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be
regarded as abandoned by the parties thereto, unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable.

Therefore, by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for shipment by the
US Postal Service, but other pressing matters distract one’s attention and the mail is not timely deposited for shipment.
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CONCLUSION

Accordingly, the petition under 37 C.F.R. §1.137(b) is dismissed.
Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office '
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By facsimile: (571) 273-8300
' Attn: Office of Petitions

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1.2%)
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

/John J. GillorJt./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

4 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt.
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

HOVEY WILLIAMS LLP

10801 MASTIN BLVD., SUITE 1000 MAILED
OVERLAND PARK KS 66210
' 0CT 03 2011
OFFICE OF PETITIONS

In re Application of
Studholme, et al. :

Application No. 11/366,799 :  DECISION
Filed/Deposited: 3 March, 2006 :

Attorney Docket No. 66055-053

This is a decision on the papers filed on 25 AuguSt, 2011, for revival of an application abandoned
due to unintentional delay pursuant to 37 C.F.R. §1.137(b).

NOTE:

Originally the firm of Hovey Williams LLP and the practitioner Eric D. Middlemas (Reg.

- No. 53,325) (Mr. Middlemas)—who signed the amendment submitted with the petition of
28 June, 2011—had a non-practitioner, non-authorized signor (Jeffrey Johnson) of the
petition, which constituted an improper signing—and the petition was dismissed on 20
August, 2011. ' ‘

The submission of 25 August, 2011, raises a question as to the unintentional nature of the
abandonment, but fails to provide first person statements from the prior Counsel and the
director of the assignee (and co-inventor) who was providing instruction to prior Counsel.
Statements from these persons are required.

The petition pursuant to 37 C.F.R. §1.137(b) is DISMISSED.

-Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 C.F.R. §1.136(a) are permitted.
The reconsideration request.should include a cover letter entitled “Renewed Petition under

37 C.F.R. §1.137(b).”

This is not a final agency action within the meaning of 5 U.S.C. §704.
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As to the Allegations
of Unintentional Delay

The requirements ofa grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement and/or showing of unintentional delay under the regulation,
and, where applicable, a terminal disclaimer and fee

Petitioner does not éppear to have satisfied the i'equirements under the Rule.

Petitioners’ attentions always are directed to the guidance in the Commentary at MPEP
§711.03(c ){1I).

 BACKGROUND
The record reflects as follows:

Petitioner failed to reply timely and properly to the non-final Office action mailed on 22
December, 2008, with reply due absent an extension of time on or before 22 March 2009.

The application went abandoned by operation of law after midnight 22 March 2009.
The Office mailed the Notice of Abandonment on 30 July, 2009.
On 28 June, 2011, more than;

e twenty-seven (27) months after abandonment, and °

e twenty-two (22) months after Notice thereof,

Petitioner filed, inter alia, a petition pursuant to 37 C.F.R. §1.137(b), with fee, and a statement of
unintentional delay, and a reply in the form of an amendment—however, as noted above, the
person signing the petition was neither the inventor/ nor a registered practitioner and was not
authorized to sign—thus, the signing therefore appeared to be defective, and the petition
considered unsigned. The petition was dismissed on 8 August, 2011.

On 25 August, 2011, Petitioner/Mr. Middlemas re-advanced his petition, and set forth facts that
raised a question as to the unintentional nature of the abandonment, but Petitioner failed to
provide first person statements from the prior Counsel and the director of the assignee (and co-
inventor) who was providing instruction to prior Counsel. Statements from these persons are
required. ‘
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Petitioners’ attentions always are directed to the guidance in the Commentary at MPEP

§711.03(c ) as to the showing regarding unintentional delay and a petition pursuant to 37 C.F.R.
§1.137(b).

Petitioner has failed to satisfy the requirements under the Rule and discussed above.

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

Out of an abundance of caution, Petitioners always are reminded that those registered to practice
and all others who make representations before the Office must inquire into the underlying facts
of representations made to the Office and support averments with the appropriate
documentation-since all owe to the Office the continuing duty to disclose.

STATUTES, REGULATIONS AND ANALYSIS

Congress has authorized the Commissioner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable.” 35 U.S.C. §133 (1994).2

The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a Petitioner to
revive a previously unavoidably or unintentionally, respectively, abandoned application under
this congressional grant of authority. ‘ '

Unintentional delays are those that do not satisfy the very strict statutory and regulatory

requirements of unavoidable delay, and also, by definition; are not intentional.3))

Again, Petitioner’s attentions are directed to the guidance in the Commentary at MPEP
§711.03(c ). ‘

! See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office).

2 35 U.S.C. §133 provides: )

35 U.S.C. §133 Time for prosecuting application.

Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to
the applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be
regarded as abandoned by the parties thereto, unless it be shown to the satisfaction of the Commissioner that such defay was unavoidable.

Therefore, by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for shipment by the
US Postal Service, but other pressing matters distract one’s attention and the mail is not timely deposited for shipment.
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As to the Allegations
of Unintentional Delay

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement and/or showing of unintentional delay under the regulation,
and, where applicable, a terminal disclaimer and fee '

Petitioner failed to satisfy the requirements under the Rule.

CONCLUSION

Accordingly, the petition under 37 C.F.R. §1.137(b) is dismissed.
Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
‘ Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office

: Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By facsimile: (571) 273-8300
Attn: Office of Petitions
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Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1.2%)
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discpssion may be controlling or considered authority for Petitioner’s action(s).

/John Y G4 Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

4 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt.
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BLACK LOWE & GRAHAM, PLLC QcT 15 2010
701 FIFTH AVENUE
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SEATTLE WA 98104 EOF PET‘TIMS
In re Application of
Sievers et al. :
Application No. 11/366,832 : ON PETITION

Filed: March 1, 2006
Attorney Docket No. MFDY-1-1002

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed September 13, 2010, to revive the
above-identified application.

The petition is GRANTED.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has sugplied (1) the reply in
the form of a Request for Continued Examination (RCE) and an Amendment, (2) the petition fee of
$1620.00, and (3% a proper statement of unintentional delay.

The Revocation of Power of Attorney submitted with the instant petition is hereby not accepted, as stated
in the September 21, 2010 Office communication. As the Revocation of Power of Attorney was signed
by the assignee, it did not comply with 37 CFR 3.73(b). As such, it is not apparent whether the statement
of unintentional delay was signed by a person who would have been in a position of knowing that the
entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional. Nevertheless, in accordance with 37 CFR 10.18,
the statement is accepted as constituting a certification of unintentional delay. However, in the event that
petitioner has no knowledge that the de%ay was unintentional, petitioner must make such an inquiry to
ascertain that, in fact, the delay was unintentional. If petitioner discovers that the delay was intentional,
petitioner must notify the Office.

A courtesy copy of the petition decision will be mailed to the address on the petition; however, all future
correspondence will continued to be directed to the above-listed address until properly notified.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3206.

This matter is being referred to Technology Center AU 2617 for processing of the RCE filed concurrently
with the instant petition.

iana Walsh

Petitions Examiner
Office of Petitions

cc: AMIR A. TABARROK
2 NORTH MARKET STREET, FLOOR 3
SAN JOSE, CA 95113
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FOLEY & LARDNER LLP

150 EAST GILMAN STREET MAILED
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OFFICE OF PETITIONS

In re Application of

Amine, et al. : ‘

Application No. 11/366,891 = : ON APPLICATION FOR
Filed: March 1, 2006 : PATENT TERM ADJUSTMENT
Atty Docket No. 051583-0331

This is in response to the REQUEST FOR RECONSIDERATION OF PATENT
TERM ADJUSTMENT FOR PATENT APPLICATION UNDER 37 C.F.R.

§ 1.705(b), filed September 21, 2010. Applicants submit that
the correct patent term adjustment to be indicated on the patent
is one thousand three hundred seventy-two (1372) days, not eight
hundred eighty-nine (889) days as calculated by the Office as of
the mailing of the initial determination of patent term
adjustment. Applicants request this correction solely on the
basis that the Office will take in excess of three years to
issue this patent.

As the instant application for patent term adjustment requests
reconsideration of the patent term adjustment as it relates to
the Office’s failure to issue the patent within 3 years of the
filing date, the application for patent term adjustment under 37
CFR 1.705(b) is DISMISSED as PREMATURE. '

Knowledge of the actual date the patent issues is required to
calculate the amount, if any, of additional patent term
patentees are entitled to for Office failure to issue the patent
within 3 years. See § 1.702(b). The computer will not undertake
the § 1.702(b) calculation until the actual date of issuance of
the patent has been determined. Likewise, the computer will not
calculate any further Office delay under § 1.702(a) (4) or
applicant delay under § 1.704(c) (10) until the actual date of
issuance of the patent has been determined. As such, the Office
can not make a determination on the correctness of the patent
term adjustment until the patent has issued.
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Requesting reconsideration of the patent term adjustment to be
indicated on the patent under 37 CFR 1.705(b) based on the
initial determination of patent term adjustment and a projected
issuance date of the patent is premature. Accordingly, it is
appropriate to dismiss as premature such a request.

Rather than file an application for patent term adjustment under
37 CFR 1.705(b) contesting the 37 CFR 1.702(b) calculation at
the time of the mailing of the notice of allowance, applicants
are advised that they may wait until the time of the issuance of
the patent and file a request for reconsideration of the patent
term adjustment pursuant to 37 CFR 1.705(d). As the USPTO does
not calculate the amount of time earned pursuant to 37 CFR
1.702(b) until the time of the issuance of the patent, the
Office will consider any request for reconsideration of the
patent term adjustment due to an error in the calculation of 37
CFR 1.702(b) to be timely if the request for reconsideration is
filed within two months of the issuance of the patent.
However, as to all other bases for contesting the initial
determination of patent term adjustment received with the notice
of allowance, applicants must timely file an application for
patent term adjustment prior to the payment of the issue feel.

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e) for consideration of the application for
patent term adjustment under 37 CFR 1.705(b). This fee 1is
required and will not be refunded.

Any request for reconsideration of the patent term adjustment
indicated on the patent must be timely filed within 2 months
after issuance pursuant to 37 CFR 1.705(d) and must include
payment of the required fee under 37 CFR 1.18(e).

The Office of Data Management has been advised of this decision.
This application is being referred to the Office of Data
Management for issuance of the patent.

: For example, if an applicant disputes both the calculation of patent term
adjustment under 37 CFR 1.702(a) (1) for Office failure to mail a first Office
action or notice of allowance not later than fourteen months after the date
on which the application was filed and wunder 37 CFR 1.702(b) for Office
failure to issue a patent within three years of the actual filing date of the
application, then applicant must still timely file an application for patent
term adjustment prior to the payment of the issue fee to contest the
calculation of Office delay in issuing a first Office action or notice of
allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b) (3) (B). A dispute as to
the calculation of the §1.702(a) (1) period raised on request for
reconsideration of patent term adjustment under 37 CFR 1.705(d) will be
dismissed as untimely filed.
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Telephone inquiries specific to this decision should be directed
to the undersigned at (571) 272-3230.

it Wt Bloak

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions
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In re Application of

Orange et al.

Application No. 11/366,938
Filed: March 2, 2006

Attorney Docket No. 10577-0004

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWWwW.uspto.gov

MAILED

QFFICE OF PETITIONS

DECISION ON PETITION

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed June 20, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the final
Office action mailed, May 14, 2010, which set a shortened statutory period for reply of
three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the application became abandoned on August 15, 2010. A
Notice of Abandonment was mailed November 29, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
glg) the reply in the form of a Notice of Appeal and fee of $270.00; (2) the petition fee of
10.00; and (3) a proper statement of unintentional delay.

The two-month period for filing an a
1.2005)

by the fee required by 37 CFR 4

eal brief under 37 CFR 41.37 (accompanied
(2)), runs from the date of this decision.

Telephone inguiries concerning this decision should be directed to the undersigned at
1.

(571) 272-77

This matter is being referred to Technology Center AU 3677 to await the filing of an
appeal brief or for such other appropriate reply as may be submitted to continue

prosecution of the application.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions
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FINCH & CAMPBELL LLP
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KANSAS CITY MO 64105

In re Application of

Alexei V. Nikitin : '
Application No. 11/366,949 :  DECISION ON PETITION
Filed: March 2, 2006 :

Attorney Docket No. 1525-0012

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
September 14, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, May 28, 2008, which set a shortened statutory period for reply of three 33)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on August 29, 2008. A Notice of Abandonment
was mailed December 18, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an Amendment, (2) the petition fee of $810.00, and (3) a proper statement of
unintentional delay.

Further, it is not apparent whether the statement of unintentional delay was signed by a person
who would have been in a position of knowing that the entire delay in filing the required reply
from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR
1.137(b) was unintentional. Nevertheless, in accordance with 37 CFR 10.18, the statement is
accepted as constituting a certification of unintentional delay. However, in the event that
petitioner has no knowledge that the delay was unintentional, petitioner must make such an
m(}uiry to ascertain that, in fact, the delay was unintentional. If petitioner discovers that the
delay was intentional, petitioner must notify the Office.

Telelphone inquiries concerning this decision should be directed to the undersigned at (571) 272-
7751.

This application is being referred to Technology Center AU 2851 for further appropriate action
by the Examiner in the normal course of business on the reply received.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions
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OFFICE OF PETIONS

In re Patent No. RE 41,031

Issue Date: December 1, 2009 :

Application No. 11/367,051 : DECISION ON PETITION
Filed: March 2, 2006 :

Inventor: Jacques Majos

This is a decision on the petition for expungement of information, filed September 23 , 2010,
which is being treated as petitions under 37 CFR 1.182 to invalidate an assignment previously
recorded against the above-identified application.

The petition is dismissed. This is not a final agency action.

Petitioner indicates an assignment recorded on August 26, 2009 was erroneously filed for the
above identified application and requests this assignment record be expunged from the file.

As discussed in section 323.01(d) of the Manual of Patent Examining Procedure (MPEP),
petitions to correct, modify or "expunge" assignment records are granted only if the petitioner
can prove that:

(A) the normal corrective procedures outlined in MPEP § 323.01(a) through §323.01(c)
will not provide the petitioner with adequate relief; and
(B) the integrity of the assignment records will not be affected by granting the petition.

Petitioner seeks an extraordinary remedy, properly addressed under 37 CFR 1.182. The USPTO
will not normally resort to an extraordinary remedy under 37 CFR 1.182 if the rules of practice
and the procedures before the USPTO already provide an avenue for the requested relief. See
Cantello v. Rasmussen, 220 USPQ 664, (Comm’r Pats. 1982).

As background, the USPTO simply acts in a ministerial capacity in recording documents that
have been submitted for recordation. See 35 USC 261 and 37 CFR 3.11. However, the
recording of a document pursuant to 37 CFR 3.11 is not a determination by the USPTO of the
validity of the document per se or the effect that document has on the title to a patent or
application. See 37 CFR 3.54. Moreover, it is USPTO policy to maintain a complete history of
claimed interests in a given property, and, as such, a recorded assignment document will be
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retained, even if it is subsequently found to be invalid. In re Raney, 24 USPQ2d 1713 (Comm’r
Pat. 1992).

As set forth in MPEP 323, an error in a recorded assignment is not corrected by invalidating the
previous document, but by simply submitting a “corrective document”. The “corrective
document” must include 1) a copy of the original assignment document with the corrections
made therein. The corrections must be initialed and dated by the party conveying the interest;
and 2) a new Recordation Form Cover Sheet (form PTO-1595). The new recordation form
cover sheet must identify the submission as a “corrective document” submission and indicate the
reel and frame number where the incorrectly recorded assignment document appears. The person
signing the new recordation form cover sheet must state that the information provided on the new
cover sheet is true and correct and that any copy submitted is a true copy of the original
document. The original cover sheet should be submitted with the corrective document. The
corrective document will be recorded and given a new reel and frame number and recording date.
The recording fee set forth in 37 CFR 1.21(h) is required for each patent application and patent
against which the corrective document is being recorded. See MPEP § 302.06. Petitioner should
note that the “assignment documents” and “corrective documents” are not limited to
assignments, but include any documents affecting title to a patent or application. See MPEP §
313.

Therefore, the rules of practice and the procedures before the USPTO provide an avenue for the
requested relief without relying upon extraordinary measures. That is, the chain of title can be
clarified in the assignment records through the recording of a corrective document. As a request
for the Office to invalidate an assignment is both extraordmary and contrary to USPTO policy,
this petition must be dismissed.

In regard to B, petitioner has not sufficiently explained how the removal of a document in its
entirety will not affect the assignment records. The removal of a document in its entirety will
affect the assignment records. Deleting the links in the USPTO database from an assignment
document to an application or related patent would prevent the records from being searchable in
the Assignment Historical Database or otherwise available to the public, which may be necessary
for a competent authority to determine the proper chain of title. Such an action cannot be
performed absent an extraordinary circumstance and the lack of an available remedy. The
integrity of the records is recognized as separate from the chain of title, and the USPTO
endeavors to maintain a complete history of claimed interests in a given property to permit,
among other things, the review of matters like chain of title by a competent authority.

Telephone inquiries concerning this communication should be directed to Carl Friedman at
(571)272-6842.

gt Lo

Christopher Bottorff
Supervisor
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

MAILED

SNR DENTON US LLP ,
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In re Application of : ’
Bomze -: DECISION ON PETITION
Application No. 11/367,083 :

Filed: March 3, 2006

Atty. Dkt. No.: 40024720-0002-002

This decision is in response to the petition under 37 CFR 1.137(b), filed December 23, 2010.

The petition is GRANTED.

The application became abandoned January 27, 2010 for failure to timely submit a proper reply
to the non-final Office action mailed October 26, 2009. The non-final Office action set a three
month shortened statutory period of time for reply. No petition for extension of time under 37
CFR 1.136(a) was timely filed. Notice of Abandonment was mailed July 19, 2010.

A grantable petition pursuant to 37 C.F.R. § 1.137(b) must be accompanied by: (1) the required
reply to the outstanding Office action or notice, unless previously filed; (2) the petition fee as set
forth in 37 C.F.R. § 1.17(m); (3) a statement that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition pursuant to 37 C.F.R. § 1.137(b)
was unintentional; and (4) any terminal disclaimer (and fee set forth in 37 C.F.R. § 1.20(d))
required pursuant to 37 C.F.R. § 1.137(c).

The instant petition has been carefully reviewed and found in compliance with the requirements
set forth above.

This application is being forwarded to Group Art Unit 3746 for further processing.

There is no indication that the petition is signed by a registered patent attorney or patent agent of
record. However, in accordance with 37 CFR 1.34, practitioner’s signature appearing on the
correspondence shall constitute a representation to the United States Patent and Trademark
Office that he is authorized to represent the particular party in whose behalf he ‘acts. If
practitioner desires to receive correspondence regarding this file, the appropriate power of
attorney documents must be submitted. A courtesy copy of this decision is being mailed to
practitioner, the petitioner herein. However, until otherwise instructed, all future correspondence
regarding this application file will be directed solely to the above-noted correspondence address
of record.

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov



Application No. 11/367,083

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3205.

/ALESIA M. BROWN/

Alesia M. Brown
Attorney Advisor
Office of Petitions

CC:  Oren Reches
211 North Union Street, Suite 100
Alexandria, VA 22314
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Document Description: Request for Recalculation in view of Wyeth PTO/SB/131 (01-10)
Approved for use through 02/28/2011. OMB 0651-0020

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT
IN VIEW OF WYETH*

ﬁtjﬁzggz Docket Liu 49-15 (X)-US-NP Patent Number: 7,668’463
Filing Date Issue Date:

(or 371(b) or (f) Date): March 3, 2006 February 23, 2010
First Named

Inventor: Xiang Liu

Tite: Method and apparatus for generating and transmitting WDM MWOF signals

PATENTEE HEREBY REQUESTS RECALCULATION OF THE PATENT TERM ADJUSTMENT (PTA)
UNDER 35 USC 154(b) INDICATED ON THE ABOVE-IDENTIFIED PATENT. THE PATENTEE'S
SOLE BASIS FOR REQUESTING THE RECALCULATION IS THE USPTO'S PRE-WYETH
INTERPRETATION OF 35 U.S.C. 154(b)(2)(A).

Note: This form is only for requesting a recalculation of PTA for patents issued before
March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A). See Instruction Sheet on page 2 for more
information.

Patentees are reminded that to preserve the right to review in the United States District Court
for the District of Columbia of the USPTO’s patent term adjustment determination, a patentee
must ensure that he or she also takes the steps required under 35 U.S.C. 154(b)(3) and (b)(4)
and 37 CFR 1.705 in a timely manner.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).

signature /Gregory J. Murgia/ pate August 10, 2010

Name Gregory J. Murgia

(Print/ Typed) Registration Number 41 5209

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature,
see below™.

*Totalof_'______ forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

WALL & TONG, LLP/ Mail Date: 08/19/2010
ALCATEL-LUCENT USA INC.

25 James Way
Eatontown, NJ 07724

Applicant : Xiang Liu : DECISION ON REQUEST FOR

Patent Number : 7668463 : RECALCULATION of PATENT

Issue Date : 02/23/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/367,119 : OF WYETH AND NOTICE OF INTENT TO
Filed :

03/03/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 866 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



Doc Code: PET.PTA.RCAL

Document Description: Request for Recalculation in view of Wyeth PTO/SB/131 (01-10)
Approved for use through 02/28/2011. OMB 0651-0020

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR RECALCULATION OF PATENT TERM ADJUSTMENT
IN VIEW OF WYETH*

Attorney Docket

Number: Fishman 22-48 (DA)-US-NP | PatentNumber. 7 660 537

Filing Date Issue Date:
(or 371(b) or (f) Date): March 3, 2006 - February 9, 2010

First Named

nventor: ~ Daniel A. Fishman

Tile: Simultaneous electrical pre-compensation of self-phase modulation and chromatic dispersion

PATENTEE HEREBY REQUESTS RECALCULATION OF THE PATENT TERM ADJUSTMENT (PTA)
UNDER 35 USC 154(b) INDICATED ON THE ABOVE-IDENTIFIED PATENT. THE PATENTEE'S
SOLE BASIS FOR REQUESTING THE RECALCULATION IS THE USPTO'S PRE-WYETH
INTERPRETATION OF 35 U.S.C. 154(b)(2)(A).

Note: This form is only for requesting a recalculation of PTA for patents issued before
March 2, 2010, if the sole basis for requesting the recalculation is the USPTO’s pre-Wyeth
interpretation of 35 U.S.C. 154(b)(2)(A). See Instruction Sheet on page 2 for more
information.

Patentees are reminded that to preserve the right to review in the United States District Court
for the District of Columbia of the USPTO’s patent term adjustment determination, a patentee
must ensure that he or she also takes the steps required under 35 U.S.C. 154(b)(3) and (b)(4)
and 37 CFR 1.705 in a timely manner.

*Wyeth v. Kappos, No. 2009-1120 (Fed. Cir., Jan. 7, 2010).

signature /Gregory J. Murgia/ pate AUgust 9, 2010

Name Gregory J. Murgia

(Print/ Typed)

Registration Number 41 5209

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 37
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature,
see below™.

*Totalof_'______ forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. T